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TRADE-MARKS ACT (CANADA) 1953* 
By George H. Riches** 


Introduction 


The changes proposed by the Trade Marks Act will bring the 
Canadian Law into agreement with modern thought on what con- 
stitutes a trade-mark, will remove many of the difficulties presented 
to registrants under the Unfair Competition Act, validate the 
licensing of Trade-Marks between related Companies and others 
by means of provisions for registered users of a trade-mark; 
abolishes the distinction between word marks and design marks; 
provides for the assignment of trade-marks without good will; the 
registration of service marks and many other provisions which 
will be dealt with. Only the highlights of the new Law will be 
dealt with in this Article. 


Definition and Function of a Trade-Mark 


The definition of a trade-mark has been freed of technical 
requirements as far as possible. 


The following is the definition proposed by the present Bill; 
Sec. 2 (t) ‘‘Trade-Mark’’ means 


(i) a mark that is used by a person for the purpose of dis- 
tinguishing or so as to distinguish wares or services 
manufactured, sold, leased, hired or performed by him 
from those manufactured, sold, leased, hired or per- 
formed by others 


> 


(ii) a certification mark, or 
(iii) a distinguishing guise. 


It will be seen from this definition that any mark is a trade- 


* Editor’s note: Since this article was written the Trade-Mark Bill was passed 
by Parliament on May 5, 1953. As we go to press it is awaiting Royal assent. The 
Act is expected to become effective January 1, 1954. 

**Partner of the firm Charles H. Riches & Sons, Toronto, Canada, Member of the 
Ontario Bar and of the Federal Courts; Chairman of the Intangible Industrial Property 
Committee of the Toronto Board of Trade. 
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mark if it is used for the purpose of distinguishing or so as to 
distinguish wares or services. 


This does not mean that every mark that is used in Trade 
or Commerce will be a trade-mark or that it will be registrable. 
One must keep in mind that in order for a mark to be registrable 
it must be distinctive and ‘‘distinctive’’ is defined in the Act to 
mean, when used in relation to a trade-mark, ‘‘a trade-mark that 
actually distinguishes the wares or services in association with 
which it is used by its owner from the wares or services of others 
or is adapted so to distinguish.’’ When considering this definition 
one must keep in mind the provisions of Section 12 (2). The first 
part of Section 12 deals with trade-marks which are ordinarily 
registrable as being distinctive per se. Section 12 (2) provides 
that a trade-mark which is unregistrable by reason of paragraph 
(a) or (b) of Sub-section 1 of Section 12 is registrable if it has 
been so used in Canada by the applicant or his predecessor in title 
as to have become distinctive at the date of filing and application 
for its registration. 


So that while the definition of trade-mark has been broadened, 
it has not been done to the extent that will permit registration 
of laudatory epithets which will be dealt with more specifically 
later. 

Marks Prohibited Use and Registration 


The Act has removed some of the prohibitions against regis- 
tration contained in the Unfair Competition Act and has added a 
large number of prohibited marks. Section 9 of the Act lists a 
large number of marks which a person may not adopt or use in 
conjunction with wares and this list includes many of those listed 
in the corresponding section of the British Act and also of the 
United States regulations. In general, they relate to the royal 
arms; the crest or standard of any member of the royal family or 
of the Governor General of Canada; Red Cross Devices; the arms, 
crest or flag of any Country, State, municipality; any scandalous, 
obscene or immoral device; the portrait or signature of any in- 
dividual living or who has died within the preceding thirty years; 
the badge or crest or emblem of any of the armed forces of her 
Majesty or of any University or any fraternal or charitable so- 
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ciety ; and any word or symbol likely to lead to the belief that the 
wares or services associated with the mark have received or are 
produced, sold, or performed under royal, vice-regal, or govern- 
mental patronage, approval or authority. 


Registrability of Trade-Marks 


The registrability of trade-marks is covered in Section 12 of 
the proposed Bill. This section has not continued the prohibition 
of the former Act which provided that a trade-mark to be registra- 
_ble could not contain more than 30 letters and/or numerals divided 
into not more than four groups. Section 12 which has been re- 
worded to clarify the meaning of former Section 26 (1) provides 
that a trade-mark is registrable if it is not 


(a) a word that is primarily merely the name or the surname 
of an individual who is living or who has died within the 
preceding thirty years; 

(b) whether depicted, written or sounded, either clearly de- 
scriptive or deceptively misdescriptive in the English 
or French languages of the character or quality of the 
wares or sefvices in association with which it is used or 
proposed to be used or of the conditions of or the persons 
employed in their production or of their place of origin; 


(c) the name in any language of any of the wares or services 
in connection with which it is used or proposed to be used; 
(d) confusing with a registered trade-mark; 


(e) a mark of which the adoption is prohibited by Section 
9 or 10. 


Section 12 (2) provides that any trade-mark that is not regis- 
trable by reason of paragraphs (a) or (b) is registrable if it has 
been so used in Canada by the applicant or his predecessor in 
title as to have become distinctive at the date of filing an applica- 
tion for its registration. 


A distinguishing guise which also falls under the classification 
of a trade-mark can only be registered on evidence that it has 
become distinctive at the date of filing an application for its 
registration. 


The jurisdiction which was vested in the Exchequer Court to 
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make a declaration that a mark has become distinctive is now 
vested in the Registrar subject to appeal to the Exchequer Court 
of Canada. An applicant who bases his right to registration on the 
ground that the mark has become distinctive is required to estab- 
lish that fact by evidence satisfactory to the Registrar. 


Certification Mark 


The provisions of the former Act relating to Certification 
marks have been continued in the present Act but the wording has 
been changed to clarify the meaning. It will be observed that the 
name of this type of mark has been changed from ‘‘Standardiza- 
tion Trade-Mark’’ as used in the Unfair Competition Act. The 
sole reason for changing the name is largely one of convenience 
and has been changed to have the terminology conform to that 
employed in the British and United States Trade-Mark Legisla- 
tion. 


A certification mark may be adopted and registered only by 
a person who is not engaged in the manufacture, sale, ete., or the 
performance of services in association with which the certification 


mark is used. 
Confusing Trade-Marks 


It will be seen from the foregoing that the Trade-Mark Act 
no longer uses the word ‘‘similar’’ in connection with trade-marks. 
Instead the Act prohibits the adoption and use of trade-marks 
which are ‘‘confusing’’ with a registered trade-mark. Section 2 (b) 
of the Act provides that ‘‘confusing’’ when applied as an adjective 
to a trade-mark or trade name means a trade-mark or trade name, 
the use of which would cause confusion in the manner and circum- 
stances prescribed by Section 6 as follows :— 


(1) If the use of both trade-marks in the same area is likely 
to lead to the inference that the wares or services asso- 
ciated with such trade-marks are manufactured, sold, 
leased, hired, or performed by the same person, whether 
or not such wares or services are of the same general 
class. 


The use of a trade-mark causes confusion with a trade 
name if the use of both the trade-mark or trade name in 
the same area is likely to lead to the inference that the 
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wares or services associated with the trade-mark and 
those associated with the business carried on under trade 
name are manufactured, sold, leased, hired or performed 
by the same person, whether or not such wares or services 
are of the same general class. 


The use of a trade name causes confusion with a trade- 
mark if the use of both trade name and trade-mark in 
the same area is likely to lead to the inference that the 
wares or services associated with the business carried 
on under such trade name and those associated with such 
trade-mark are manufactured, sold, leased, hired or per- 
formed by the same person, whether or not such wares or 
services are of the same general class. 


Provision is made for the registration of confusing trade- 
marks if the applicant is the owner of all such trade-marks. 


This constitutes an important change in the law respecting 
trade-marks. It crystallizes the trend which has been taking place 
of late years with respect to trade-marks Law in Canada. The 
Unfair Competition Act used the word ‘‘similar’’ and this lead 
to considerable misunderstanding when considering rights between 
conflicting marks. 


The purpose of the change is to eliminate confusion and de- 
ception either as to the origin of wares and services, or as to the 
person who is responsible for their character or quality. It will 
no longer be possible to rely on the theory that protection is re- 
stricted to goods of the same class. When a case arises of confu- 
sion between trade-marks the tribunal (the Registrar or the Court) 
will have regard to all the surrounding circumstances as speci- 
fied in Section 6 (5). In other words, the principle underlying the 
whole Act is as laid down in the British Kodak Case (1898) 15. 
R.P.C. 105 and the United States case of Standard Brands v. 
Smidler (1945) U. S. P. Q. 337; 35 T. M. R. 277. 


Registration of Marks in Canada first registered abroad 


The Act now provides that a trade-mark which has been reg- 
istered in the country of origin may be registered in the same form 
in Canada providing it is not confusing with a registered trade- 
mark and is not without distinctive character having regard to all 
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the circumstances of the case including the length of time during 
which it has been used in any country and is not contrary to 
morality or public order or of such nature as to deceive the public, 
and its adoption as a trade-mark is not prohibited by the Act. Dif- 
ferences between the mark registered in the country of origin and 
as sought to be registered in Canada, that do not alter its distinc- 
tive character or effect its identity will not preclude its registra- 
tion in Canada. 

Applications based on registrations abroad shall be supported, 
if required by the Registrar, by such evidence by way of affidavits 
or statutory declaration establishing the circumstances on which 
the applicant relies, including the length of time during which 
trade-mark has been used in any country (Section 30). This pro- 
vision is similar to Section 12 (2). This represents an important 
change. 

Under the Unfair Competition Act a mark registered abroad 
could be registered in Canada if it was not wholly without distine- 
tive character. The new Act drops the word “wholly”. Conse- 
quently, marks registered abroad will be examined on substantially 
the same basis as marks owned by applicant’s resident in Canada. 


Pre-requisite to Registration in Canada 


Registration in Canada is predicated on the fact that the mark 
has been used in Canada or has been made known in Canada. The 
Act introduces an innovation in that an application may be made 
for the registration of a proposed trade-mark but registration will 
not be completed or the certificate of registration granted until 
evidence is filed, with the Registrar, that the mark has actually 
been used. 

Adoption 


Under the Act a trade-mark is deemed to have been adopted by 
a person when he or his predecessor in title commenced to use it 
in Canada or to make it known in Canada or, if he or such predeces- 
sor has not previously so used it or made it known when he or 
such predecessor filed an application for its registration in Canada. 


Use 


A trade-mark is deemed to be used in association with wares 





Vol. 43 T. M. R. TRADE-MARKS ACT (CANADA) 1953 423 


if it is marked on the wares themselves or on the packages in 
which they are distributed or it is in any other manner so as- 
sociated with the wares that notice of the association is then given 
to the person to whom the property or possession of the same is 
transferred. A trade-mark is deemed to be used in association 
with services if it is used or displayed in the performance or ad- 
vertising of such services. 


Made Known in Canada 


The Act provides that a trade-mark is deemed to be made 
known in Canada by a person if it is used by such person in a 
country of the union, other than Canada, in association with wares 
or services and such wares are distributed in association with it in 
Canada or such wares or services are advertised in association 
with it in any printed publication circulated in Canada in the or- 
dinary course of business amongst potential dealers or users of such 
wares or services, or by means of radio broadcast, as defined in 
the Radio Act, ordinarily received in Canada by potential dealers 
in or users of such wares or services and it has become well known 
in Canada by reason of such distribution or advertising. 


The phrase ‘‘well known in Canada’’ provides a limitation 
which is probably reasonable under the circumstances but which 
will be difficult to apply. Query ‘‘When will a trade-mark pass 
from the class of ‘‘being known’’ to that of ‘‘being well known’’? 
The convention requires Canada to afford protection to. marks 
which are ‘‘well known in Canada.”’ In the final analysis, it will be 
a question of fact in each case. 


Persons Entitled to Registration of Trade-Marks 


A person is entitled to registration of a registrable trade-mark 
on the basis of (a) use in Canada or making known of the trade- 
mark in Canada. (b) his registration of the trade-mark in a Union 
Country and his use of the trade-mark abroad or (c) his intention 
to use the trade-mark in Canada followed by actual use before 
registration. In case of (a) the first person to use or make known 
in Canada will be entitled to registration over a rival applicant 
showing a later date. In the case of (b) and (ce) the rights will be 
determined on the basis of the filing date. 
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Validity and Effect of Registration 


Section 17 of the Act provides that no application for registra- 
tion shall be refused or a registration already granted expunged 
or amended or held invalid on the ground of any previous use or 
making known of a confusing trade-mark or trade name by a per- 
son other than the applicant or registrant unless it is established 
that such person had not abandoned such confusing trade-mark at 
the date of advertisement of the applicant’s registration as here- 
inafter provided. In this case the onus is on the person to 
establish that such prior use had not been abandoned. 


Registrations are incontestable against attack only upon the 
ground of prior use. In that connection Section 17 (2) provides 
that prior use shall be a ground for invalidating a registration 
only in proceedings commenced within five years from the date of 
issue of the certificate or five years from the date upon which the 
Act comes into force whichever is the later unless it is established 
that the owner of the registered mark, did so knowingly 


Registration of a trade-mark is invalid if 


(a) the trade mark was not registrable at the date of regis- 
tration; 


(b) the applicant for registration was not the person who was 
entitled to secure the registration; 


(c) the trade-mark is not distinctive at the time proceedings 
bringing the validity of the registration into question are 
commenced or 


(d) if the trade-mark has been abandoned. 


From the foregoing it will be seen that the incontestability 
of a trade-mark is rather limited since the incontestability clause 
only relates to the ground that no registrations shall be expunged, 
amended or held invalid on the ground of the previous use or 
making known of the mark by some person other than the ap- 
plicant. 

Rights Conferred by Registration 

The registration of a trade-mark in respect of any wares or 
service unless shown to be invalid gives the owner of that registra- 
tion the exclusive right to use the trade-mark throughout Canada. 
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This is subject to the provisions of Sections 21, 31 and 65. Section 
21 relates to honest concurrent use of confusing trade-marks and 
under certain conditions will permit the concurrent use of confus- 
ing trade-marks. Section 31 relates to the procedure to be followed 
when applying for the registration of the mark that has become 
adapted to distinguish by reason of extensive use. In this 
ease the Registrar may limit the territorial area in Canada 
to the area in which the trade-mark is shown to have become 
distinctive. Section 65 relates to trade-marks which were regis- 
tered under the Laws of Newfoundland prior to the first day 
of April, 1949. In that case the trade-mark only extends to what 
is now known as the Province of Newfoundland. 


The provisions relating to honest concurrent use of confusing 
trade-marks give the Exchequer Court of Canada the right to 
settle the terms upon which both parties may continue to use the 
trade-mark providing that such use is not contrary to the public 
interest. Where a Court makes an order dealing with honest con- 
current use, the right conferred takes effect only, if, within three 


months from its date, application is made to the Registrar to 
enter the order on the Register in connection with the registration 
of the registered trade-mark. 


Infringement 


Section 22 enlarges the relief which may be obtained against 
persons dealing in wares to which the mark is applied. It provides 
that no person shall use a trade-mark registered by another person 
in a manner likely to have the effect of depreciating the value of 
the good will attaching thereto. The Section makes a provision 
to protect fair trading and to prohibit anything that depreciates 
the value of the good will attaching to a trade-mark. This will 
protect a trade-mark owner against practices that have not in 
the past, been susceptible of relief. It was the view of the Trade- 
Mark Revision Committee that the trade-mark statute should be 
designed to protect fair trading and anything that depreciates 
the good will attaching to a trade-mark should be prohibited. 


Opposition Proceedings 
For the first time, the Canadian Trade-Mark Legislation 





426 THE TRADE-MARK REPORTER Vol. 43 T. M. R. 


makes provision for filing oppositions to the grant of an applica- 
tion for the registration of the trade-mark. The provisions 
relating to opposition are contained in Section 37 of The Act. 
If the Registrar decides that an application for registration is al- 
lowable he will advertise the same in the official publication of the 
Trade-Marks Office and within one month after advertisement 
anyone may oppose the grant of the registration. This period of 
one month may be extended by the Registrar. The opposition may 
be based on any of the grounds which would have justified the 
Registrar in refusing the application, the grounds being set out 
in Section 37 (a) as follows: 


(a) the application does not comply with the requirements of 
Section 29 (Section 29 sets out the contents of the appli- 
cation. ) 

(b) that the trade-mark is not registrable 

(c) that the applicant is not the person entitled to registra- 
tion or 

(d) that the trade-mark is not distinctive. 


This section is broad enough to allow opposition by a person 
who had used the trade-mark in Canada before the applicant, al- 
though such person had neither registered nor applied for regis- 
tration, to oppose the application. 


The statement of opposition must set out the grounds of 
opposition in sufficient detail to enable the applicant to reply. 
If the Registrar considers that the opposition does not raise a 
substantial issue for decision, he is empowered to reject the opposi- 
tion and give notice of his decision to the objecting party. On 
the other hand, if the Registrar considers that the opposition raises 
a substantial issue he forwards a copy of the opposition to the 
applicant who then has an opportunity of making a counter state- 
ment. When the proceedings are complete, the Registrar gives 
both opponent and the applicant an opportunity to submit evidence 
and this will be done by way of affidavits. 


Transfer and Licensing of Trade-Marks 


The trade-mark Act provides that trade-marks shall be freely 
assignable whether the transfer is or is not accomplished by a 
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simultaneous transfer of the good will of the business. If any 
good will is transferred it is no longer essential that it be the 
good will relating to all of the wares or services in association with 
which the trade-mark has been used (Section 47). However, if, 
as a result of an assignment, there subsists rights in two or more 
persons to the use of a confusing trade-mark and if such rights 
have been exercised by such person, then the trade-mark may be 
held to be not distinctive and thus cease to be a trade-mark. 


The Act makes provision for a person other than the owner 
of a registered trade-mark to be registered as the registered user 
thereof for all or any of the wares or services for which it is 
registered. Such use is called ‘‘permitted use’’ which is defined 
in Section 49 (2) of The Act. The proposed Act adopts the system 
prevailing in Great Britain, South Africa, Australia, and other 
Empire countries consisting of controlled licensing by way of 
registered users and the Registrar is vested with authority of en- 
suring that adequate safeguards are observed not only by the 
registered owner of the mark but by the registered user. 


As none of the previous acts authorized licensing or registered 
user of trade-marks, many valuable trade-marks have been 
placed in jeopardy by reason of arrangements between related 
companies which allowed Canadian companies to use, in Canada, 
the trade-marks of their parent or related companies which were 
located outside of Canada. To ensure that the validity of these 
trade-marks would be maintained, the Act has provided, by Sec- 
tion 50, that use of a trade-mark by a licensee before the coming 
into force of the present Act and one year thereafter shall not 
be held to invalidate such trade-mark if (a) the licensing was 
between related companies and an application to register the 
licensee as a registered user of the trade-mark is made within one 
year after the date on which the Act comes into force and such 
licensee is so registered, or (b) in any proceedings in the 
Exchequer Court of Canada, the Court declares that to hold 
such trade-mark valid will not adversely effect any existing right 
of a party to the proceedings acquired before the coming into 
force of the Act or be contrary to public interest. 


Related company is defined as meaning companies that are 
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members of a group of two or more companies one of which 
directly or indirectly owns or controls a majority of the issue 
voting stock of the others. 


Duration of Registration 


Registrations are granted for a period of 15 years from the 
date on which the certificate of registration is issued. Under 
the Unfair Competition Act, registrations dated from the date 
upon which the application for registration was filed. 


Renewal of Registration 


Section 45 of the proposed Act deals with the renewal of 
registrations whether those registrations are made under the 
Trade-Marks and Design Act or under the Unfair Competition 
Act. The Unfair Competition Act made no provisions for the 
renewal of general trade-marks which were registered under 
the Trade-Marks and Design Act or which had been made before 
the first day of June, 1897. Both those types of trade-marks were 
of unlimited duration. However, it was the general opinion that 
those trade-marks would automatically expire on the first of 
September, 1957 since there was no provision for their renewal. 
All trade-marks will now be renewable. 


The intent of the renewal section is that all trade-marks will 
have a duration of 15 years whether or not they are registered 
under the present Act or under any of the previous acts in force. 


Under the provisions of the Act the following renewal periods 
are prescribed :— 


(a) trade-marks registered before the first day of June 1879 
and general trade-marks and union labels registered 
under the Trade-Mark and Design Act will all expire 
on the first day of September 1957 but may be renewed 
for periods of 15 years by paying the renewal fee which 
will be prescribed by the regulations. 


Specific Trade-Marks registered under the Trade-Mark 
and Design Act will all expire 25 years from the date 
of the registration or from the first day of September 
1932 whichever day is earlier, or from the date of the 
last renewal thereof effected before the coming into force 
of the present Act, subject to renewal for periods of 15 





Vol. 43 T. M. R. TRADE-MARKS ACT (CANADA) 1953 429 


years by payment of the prescribed fee which is to be 
paid before the expiration date. 
Registrations under the Unfair Competition Act will 
expire 15 years from the date of the registration or of 
the last renewal thereof effected before the coming into 
force of the present Act subject to renewal for further 
periods of 15 years by payment of the prescribed fee 
within the prescribed time under the present Act. 

(d) Registrations effected under the present Act will be 
renewable at the end of 15 years from the date of regis- 
tration. 


The renewal of a trade-mark registration takes effect as of 
the day next following the expiration of any of the above men- 
tioned periods. The renewal fee is payable on or before the 
date on which it will expire. The Trade-Mark Office will accept 
the renewal fee during the 6 months prior to the date of expira- 
tion. 

Changes of Purpose in the Use of a Trade-Mark 


The Act has been amended to include a provision which will 
save trade-marks from being held invalid merely on the ground 
that the owner of the mark or a predecessor in title uses it or 
has used it for any other of the purposes mentioned in 
paragraphs (a) or (b) of Section 2. To illustrate this, 
it is mentioned that in a great many instances, a _ trade- 
mark is used for the purpose of indicating manufactur- 
ing origin or sales origin. There is sound basis for the 
proposition that a trade-mark will be invalidated if it is used to 
change the purpose of the mark, that is change it from its original 
purpose of indicating manufacturing origin so as to indicate 
sales origin. However, the change in the Act will make the fore- 
going proposition no longer applicable. This will be particularly 
important where a Canadian Subsidiary has the selling rights 
in Canada and in the exercise of those rights manufactures 
part of the goods in Canada but imports part of the goods from 
the parent company abroad. 


Expungement 


The provisions for the expungement of trade-marks either on 
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the application of the Registrar or of any other person interested 
by an action in the Exchequer Courts has been continued in the 
present Act. Under the provisions of this section, a registration 
may be expunged if it is shown that it was made ‘‘without suff- 
cient cause’’ or if the owners’ exclusive right to its use becomes 
impaired after its registration. The Revision Committee took 
the view that both the date of registration and the date of the 
attack on validity are of equal importance when applying the 
test of validity of a trade-mark. However, under Section 18 (2) 
of The Act, provision is made that no registration of a trade- 
mark which has been used in Canada as to have become generally 
distinctive at the date of registration shall be held invalid merely 
on the ground that evidence of such distinctiveness was not 
submitted to the competent authority or tribunal before the grant 
of such registration. Of course, this will not protect a trade- 
mark from being held invalid on evidence that it has become 
distinctive since the date of registration. 


Contents of Application for Registration 


The form of the application will be prescribed by the rules. 
The contents of the application as set out in Section 29 are 
much the same as that required by the present form but it will 
be of advantage to set out the requirements in full and they 
are as follows: 


‘‘An applicant for the registration of a trade-mark shall 
file with the Registrar an application containing 


(a) a statement in ordinary commercial terms of the specific 
wares or services in association with which the mark 
has been or is proposed to be used; 


(b) in the case of a trade-mark that has been used in Canada, 
the date from which the applicant or his named predeces- 
sors in title, if any, have so used the trade-mark in 
association with each of the general classes of wares 
or services described in the application; 


in the case of a trade-mark that has not been used 
in Canada but is made known in Canada, the names 
of the countries of the Union in which it has been used 
by the applicant or his named predecessors in title, if 
any, and the date from and the manner in which the 
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applicant or such predecessors have made it known in 
Canada in association with each of the general classes 
of wares or services described in the application ; 


in the case of a trade-mark that is the subject in another 
country of the Union of a registration or an application 
for registration by the applicant or his predecessor in 
title on which the applicant bases his right to registration, 
particulars of such application or registration and, if 
the trade-mark has neither been used in Canada nor 
made known in Canada, the name of a country in which 
the trade-mark has been used by the applicant or his 
named predecessor in title, if any, in association with 
each of the general classes of wares or services described 
in the application. 


in the case of a proposed trade-mark, where the applica- 
tion is not accompanied by an application for registration 
of a person as a registered user, a statement that the 
applicant intends to use such trade-mark in Canada; 


(f) in the case of a certification mark, particulars of the de- 
fined standard that the use of the mark is intended to in- 
dicate and a statement that the applicant is not engaged 
in the manufacture, sale, leasing or hiring of wares or 
the performance of services such as those in association 
with which the certification mark is used; 


the address of the applicant’s principal office or place of 
business in Canada, if any, and if the applicant has no 
office or place of business in Canada, the address of his 
principal office or place of business abroad and the name 
and address in Canada of some person or firm to whom 
any notice in respect of the application or registration 
may be sent, and upon whom service of any proceedings 
in respect of the application or registration may be given 
or served with the same effect as if they had been given 
to or served upon the applicant or registrant himself; 


unless the application is for the registration only of a 
word or words not depicted in a special form, a drawing 
of the trade-mark and such number of accurate repre- 
sentations of the trade-mark as may be prescribed; and 


a statement that the applicant is satisfied that he is en- 
titled to use the trade-mark in Canada in association with 
the wares or services described in the application. 
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The important changes made by this Section are as follows :— 


Where a mark has been first used at one date on certain 
specified wares and on a later date on another class of wares, the 
date of first use in respect to each class of wares, must be specified. 
Where application is based on the making known of the trade- 
mark in Canada, the date when and the manner in which the 
mark was made known must be set out. 


It will no longer be required to include in the application a 
statement specifying all the wares dealt in by the application in 
addition to those on which the mark is used or made known. 


A drawing of the trade-mark will now be required for all 
trade-marks other than a word not shown in any special form. 
The size will be specified in the regulations. 


Under the Unfair Competition Act, the Registrar was not 
given any power to fix a time for replying to official actions. The 
Act now includes a provision empowering the Registrar to require 
responses within a specified time and if a response is not made, 
to treat the application as abandoned. 
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MISLEADING FOOD TRADE-MARKS: A STUDY IN 
CONSUMER PROTECTION 


By George P. Kramer* 


Trade-marks, if misused, can easily be a means of deceiving 
the consumer as to the quality of goods which he purchases. Do 
our trade-mark laws give adequate protection against this sort of 
chicanery? Should this be their task? Are safeguards to be found 
in other areas of the law? 


Before attempting to answer these queries, the background 
must be sketched in. The several functions of trade-marks and the 
growth of law concerning them must be examined. 


Dominating the present legislative setting is the Lanham Act 
of 1946.1 This paper will include in its scope an inquiry into the 
judicial and legislative principles encompassed in this statute and 
its predecessors which purport to aid the consumer, where they 
fail in this function, and the extent to which this is a shortcoming 
in the overall scheme of ensuring quality protection to the buyer. 


The discussion will center about food trade-marks,” although 
marks in other fields will occasionally be considered. The choice 
is quite arbitrary, for the law of food trade-marks is but a part of 
the general law of trade-marks, which in turn is closely connected 
with the broader areas of unfair competition and false advertising. 


Functions of Trade-Marks 


Identification 


At the outset, it is important to inquire into just what are the 
functions of a trade-mark,’ and what is its reason for being. The 


*Third year class, Harvard Law School. 

1. Officially, this is styled The Trade-Mark Act of 1946, 60 Stat. 427, 15 U. 8. C. 
sec. 1051 et seq. (1946). It will hereinafter be cited as the Lanham Act. 

2. Food is herein defined to encompass soft drinks, but not alcoholic beverages, al- 
though due respect is given to their high caloric content. 

3. Certain designations labeled herein as trade-marks could arguably be called 
trade names. There is considerable ambiguity as to the use of this latter term. It is 
often employed to designate a symbol which falls short of meeting the requirements 
of a technical trade-mark. Another meaning is in the sense of a ‘‘firm name.’’ See 
DERENBERG, TRADE-MARK PROTECTION AND UNFAIR TRADING 227-231 (1936). Generally 
today trade-marks and trade names receive somewhat similar treatment at the hands 
of the courts. Strong impetus to this movement was given by a leading article, Handler 
and Pickett, Trademarks and Tradenames—An Analysis and Synthesis, 30 Cou. L. 
Rev. 168, 759 (1930). 
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Lanham Act, has this to say: ‘‘The term ‘trade-mark’ includes 
any word, name, symbol, or device or any combination thereof 
adopted and used by a manufacturer or merchant to identify his 
goods and distinguish them from those manufactured or sold by 
others.’’* This definition stresses the function of identification, 
which traditionally has been thought of as the basic concept. 


The trade-mark stands as a symbol, using that term in its 
broad sense. An oft-quoted statement of Mr. Justice Frankfurter 
well summarizes this idea: 


The protection of trade-marks is the law’s recognition of 
the psychological function of symbols. If it is true that we live 
by symbols, it is no less true that we purchase goods by them. 
A trade-mark is a merchandising short-cut which induces a 
purchaser to select what he wants, or what he has been led to 
believe he wants. The owner of a mark exploits this human 
propensity by making every effort to impregnate the at- 
mosphere of the market with the drawing power of a con- 
genial symbol.® 


So by virtue of this first function of identification of origin, 
as the consumer gradually builds up an acquaintance with the 
trade-marked food product, he comes to develop certain expecta- 
tions as he makes each purchase. Among these might be: (1) the 
article bearing this mark is exactly like every other article 
bearing this mark; (2) the article bearing this mark always 
comes from the same manufacturer, or from someone under his 
supervision; (3) the article is of standard quality, or'is fit for 
some particular purpose; (4) the article has certain qualities sug- 
gested by the mark itself, such as purity, or the inclusion of cer- 
tain ingredients. Throughout this discussion, there will be a 
number of illustrations of the extent to which these expectations 
become actualities. 

Advertising 


Advertising is a second important function of the trade-mark. 
The food producer publicizes his trade-mark from one end of the 
earth to the other not merely to identify origin, not just as a 


4. LANHAM ACT sec, 45. 

5. Mishawaka Rubber § Woolen Mfg. Co. v. S. S. Kresge, 316 U. S. 203 (1942), 
32 T. M. R. 42 rehearing denied, 316 U. S. 712 (1942), 32 T. M. R. 254. 

6. Issacs, Traffic in Trade Symbols, 44 Harv. L. Rev. 1210, 1220 (1931). 
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guarantee, but as a powerful means of attracting business. The 
mark itself may become so well known that it is a ‘‘self-adver- 
tiser,’’ its presence in a store window or on a shelf being enough, 
without more, to draw trade. 


Particularly in markets where goods of different makers are 
becoming more and more standardized, as in food, the trade-mark 
is a vital weapon in the struggle to bring about product differen- 
tiation.’ In discussing what set Cream of Wheat apart from an 
identical but unbranded box of middlings, the court observed: 


[T]he substantial truth remains that defendant’s business 
consists in lawfully monopolizing a trade-name, and im- 
pressing the public with the purity, reliability, and uniformity 
of the very common substance it sells under that cleverly 
chosen name. The selection of the name was quite as important 
as the selection of the middlings, when business began, and 
after so much advertising, the name or brand is by long odds 
the most important element in the business.® 


A common justification for this function of the trade-mark is 
that it promotes a wide choice for the consumer, which in turn 


brings about competition and leads to lowering of prices and im- 
provement of quality. ‘‘Free competition is worth more to society 
than it costs,’” Holmes once remarked.® 


There is of course a vociferous opposition, which preaches 
that the consumer ‘‘doesn’t know what’s good for him,’’ and buys 
food on irrational grounds such as euphonious trade-marks or 
attractively colored packages, rather than on a basis such as grade 
labelling. 


Further, it is argued that trade-marks are an indispensable 
girder in the institutional framework of advertising. Consider the 
comments of a well-known semanticist: 


[T]he principal purpose, especially in so-called ‘‘national 
advertising,’’ has become the creating in as many of us as 
possible of signal reactions. That is to say, there is nothing 
that would profit the national advertiser more than to have 


7. See Chamberlin, Product Heterogeneity and Public Policy, 40 Am. Econ. Rev. 
85 (1950). 

8. Great Atlantic § Pacific Tea Co. v. Cream of Wheat Co., 224 Fed. 566 (8S. D. 
N. Y.), 5 T. M. R. 339, aff’d., 227 Fed. 46 (2d Cir. 1915), 5 T. M. R. 469. 

9. Vegelahn v Guntner, 167 Mass 92, 106, 44 N. E. 1077, 1080 (1896). 
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us automatically ask for Coca-Cola whenever we walked into 
a soda fountain. ... Such automatic reactions are produced, 
of course, by investing ‘‘brand names’’ with all sorts of de- 
sirable affective connotations, suggestive of health, wealth, 
social prominence, domestic bliss, romance, personal popular- 
ity, fashion, and elegance.’® 


In many commercial enterprises, the trade-mark is a sine 
qua non of successful operation. Food producers have been willing 
to place as high a value as forty-two million dollars on a single 
trade-mark (Maxwell House Coffee), partly in reliance on judi- 
cial protection."! In pointing this out, Judge Wyzanski went on to 
say, ‘‘Courts should hesitate, by reversing the trend of their de- 
cisions, to destroy the economic values which those very decisions 
created.’’!* So this very vital importance of the trade-mark to the 
business man may often be a factor which will completely over- 
shadow any serious judicial consideration that the consumer is 
being misled. 

Guarantee 


At least as early as the days of the medieval guild, trade- 


marks have had as another of their purposes that of guarantee. 
‘‘The function of the trade-mark is to give the purchaser a satis- 
factory assurance of the make and quality of the article he is 
buying. The trade-mark indicates this, that you take it as a war- 
ranty that it has come from the particular manufacturer of the 
goods with which you have been hitherto pleased.’”* And in one 
of the thousands of Coca-Cola cases, the court said, ‘*‘The office 
of a trade-mark is to guarantee the purity of the article, it being 
presumed that as the owner has the exclusive right to use the 
same, he will see that the goods sold under it are of such a char- 
acter as will win and retain the confidence and patronage of the 
purchasing public.’’** 


It will be found, though, that this guarantee function of the 


10. Hayakawa, LANGUAGE IN ACTION 231-232 (1941). 

11. TEMPORARY NATIONAL EcoNoMIC COMMITTEE, MonocraPH No. 24, CONSUMER 
STANDARDS 348 (1941). 

12. National Fruit Product Co. v. Dwinell-Wright Co., 47 F. Supp. 499, 506 
(D. Mass.), 32 T. M. R. 114, 516, aff’d., Dwinell-Wright Co. v. National Fruit Product 
Co., 129 F. 2d 848 (1st Cir. 1942); 32 T. M. R. 326. 

13. SEBASTIAN, Law OF TRADE-MARKS AND THEIR REGISTRATION 2 (4th ed. 1899). 
” . es Co. v. Texas, 225 8. W. 791, 794 (Tex. Civ. App. 1920); 11 
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trade-mark exists only in the sense that the maker of the product 
is anxious to preserve its good-will. In general, it is not something 
for which the consumer can request judicial protection.*® 


Changes in quality will not ordinarily invalidate the registra- 
tion of a trade-mark. Only if the article has undergone a complete 
metamorphosis will the courts be disposed to refuse protection to 
the trade-mark. 


For example, a maker of baking powder, the principal consti- 
tuent of which was alum, lost all his rights to the excluswe use of 
his trade-mark when he transferred it to a phosphate-type prod- 
uct.’® But even though the courts would not grant protection to the 
trade-mark, the maker could go right on selling his wares under the 
same name, although he would now have no rights over against 
possible infringing competitors. Only action by an entity such as 
the Federal Trade Commission could protect the consumer from 
deception by forcing complete withdrawal of the name from the 
market.?7 


The courts will frequently lend their aid to the trade-mark 
owner in the protection of this function of guarantee. As an illus- 
tration, the producer of Coca-Cola syrup was allowed to prevent 
a firm from bottling its syrup with carbonated water without its 
consent, since the result would be that the Coca-Cola company 
‘‘would have no control over the integrity of its trade-mark, which 
is its guaranty that the beverage is as represented... .’’!® 


In the principal volume of the history of trade-marks, Schech- 
ter points out that in their earliest days, trade-marks had as their 
sole function the protection of the buyer. Their use was forced 
upon the makers not in their own interest, but rather in the inter- 
est of the public, in order to locate responsibility for short weight 
or a shoddy product. Only gradually did the mark come to be 
looked upon as an assurance of quality.’® 


The law was slow in adding to the liability of the maker to 


15. See Rocers, Goop WILL, TRADE-MARKS AND UNFAIR TRADING (1914). 

16. Independent Baking Powder Co. v. Boorman, 175 Fed. 448 (C. C. N. J. 1910). 

17. Cf. Royal Baking Powder Co. v. Federal Trade Commission, 281 Fed. 744 
(2d Cir. 1922); 12 T. M. R. 140. 

18. Coca-Cola Co. v. Bennett, 238 Fed. 513, 517 (8th Cir. 1916); 7 T. M. R. 159. 

19. ScHECHTER, THE HisToRICAL FOUNDATIONS OF THE LAW RELATING TO TRADE- 
Marks, Ch. 1-2 passim (1925). 
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the public the further liability of an imitator or infringer to the 
maker who was the rightful owner or user of the trade-mark. And 
this latter liability was at first exclusively predicated upon fraud 
practiced on a buyer. It was quite late before this concept was re- 
placed by notions of protection of economic values. But ‘‘deception 
of the public’’ and similar phrases still appear in today’s trade- 
mark reports with great regularity, but generally as a test of 
trade-mark infringement, rather than as a ground for liability. 


Trade-Mark Laws 


In this country, the common law has always been and still 
continues to be a primary source of protection to the trade-mark 
owner. Even today, with the Lanham Act and other statutory aids 
available, suits based entirely on common law principles of unfair 
competition are very common. Here, as in other fields, much of 
the development can be traced to the English judiciary. 


Not until 1870 was federal legislation passed in this country 
to supplement common law rights. The enactment of that year was 
an omnibus law relating to patents and copyrights, as well as to 
trade-marks.”° 


A few years after its passage, this act was held unconstitu- 
tional in what have come to be labeled as the Trade-Mark Cases.** 
It was held that only the Commerce Clause of the Constitution” 
and not the Patent and Copyright Clause** could be the basis of 
federal laws relating to trade-marks. In substance, the decision 
meant that the Congress would have legislative power only over 
those trade-marks shown to be used in interstate and foreign com- 
merce. 


In 1881, a law was added to the books to allow registration of 
marks used in foreign commerce.** Then after the turn of the 
century came the Trade Mark Act of 1905,25 which underlies most 
of the important judicial pronouncements on this subject. This act 


- 16 Srar. 210 (1870). 

. United States v. Steffens (Trade-Mark Cases), 100 U. 8S. 82 (1879). 
. U. 8. Const. Art. 1, sec. 8, cl. 3. 

. Id, Art. I, sec. 8, el 8. 

. 21 Srar. 502 (1881). 

. 33 Srar. 724 (1905), as amended, 15 U. 8. C. 81 et seg. (1946). 
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specified several procedural aids to expand protection of trade- 
marks, but its underlying assumption was that trade-mark owner- 
ship must come from adoption and use. It was amended several 
times in minor respects. 


Not until 1946 was there a complete overhauling of the trade- 
mark laws with the passage on July fifth of that year of the Lan- 
ham Act. 


It was intended to codify and extend the Trade-Mark Act of 
1905 and its several amendments, to eliminate judicial obscurity 
caused by conflicting interpretations, to simplify registration pro- 
cedures, to provide more effective relief against infringement, to 
prevent fraud and deception in commerce, and to implement inter- 
national trade-mark conventions.*® 


The Senate sub-committee studying the Lanham Bill, then 
under the chairmanship of former Senator Pepper, had this to say 
in its report: 


[A major purpose underlying this trade-mark statute] is 
to protect the public so it may be confident that, in purchasing 


a product bearing a particular trade-mark which it favorably 
knows, it will get the product which it asks for and wants to 
get. ... [This bill has as an object] protecting the public 
against spurious and falsely marked goods.*’ 


As the Act is still so new, a majority of the illustrations and 
discussion within is necessarily derived from earlier legislation or 
from common law principles. The precise changes which the Lan- 
ham Act will make in the law of trade-marks are still quite in 
doubt, for it was not until the closing days of 1952 that the Su- 
preme Court gave its first consideration to the Act.?® 


The Patent Office 


Before examining specific areas of trade-mark litigation in 
which protection of the consumer is an important factor, a quick 


26. See Sen. Rep. No. 1333, 79th Cong., 2d Sess. 5 (1946). 

27. SEN. Rep. No. 1333, 79th Cong., 2d Sess. 5 (1946). 

28. Steele v. Bulova Watch Co., 21 U. S. L. WEEK 4063 (Dec. 22, 1952); 43 
T. M. R. 57. The Court here affirmed the enjoining of an American citizen from applying 
the trade-mark Bulova to spurious watches assembled in Mexico. The language of the 
case indicates that the Act has been construed as conferring very broad jurisdictional 
powers on Federal courts in trade-mark matters. 
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look into the Patent Office is in order. Here, of all places, the 
mandate of the Lanham Act to safeguard the public interest should 
be respected. Justifiably or not, the consumer relies upon Regis- 
tered U.S. Patent Office as a sort of guarantee by the government 
that it has sanctioned no fraud as to trade-marks coming under its 
supervision. 


Once a week, the Patent Office publishes its Official Gazette, 
listing primarily for the benefit of potential private opposers all 
trade-marks which have recently been screened and found accepta- 
ble. At this stage, which in many instances is before the trade-mark 
has been used extensively in commerce, the Patent Office is peculi- 
arly able to prevent fraudulent trade-marks from reaching and 
deceiving the public. 


It can investigate the likelihood of confusion or deception of 
the consumer without being unduly influenced by claims of rival 
producers who wish to protect their economic well-being. Further, 
it can make informal suggestions to the applicant as to possible 
changes in the proposed mark. Often these will readily be accepted, 
for often no expenditures have yet been made for promotion or 
advertising, and frequently little if any good will as yet attaches 
to the trade-mark. 

However, even after the mark has been published in the 
Official Gazette, remedies are still available. For example, the 
Examiner of Trade-Marks may reject the proposed mark ex 
parte.*® Customarily this would happen when new facts come to 
light after the original examination has been completed. 


In the process of registering a trade-mark, the problem of pro- 
tection of the rights of the consumer can come to the fore in the 
following proceedings: 

1) Ex parte consideration of registrability by the Patent 
Office. 

2) Opposition proceedings, with private parties litigating be- 
fore the Commissioner of Patents. 


3) Interference proceedings (in which it is alleged that a 


29. RULES OF PRACTICE IN TRADE-MaRK Cases, 15 U. 8. C. sec. 100.243, 100.261 
(Supp. 1952). 
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mark closely resembles one already registered), with private 
parties litigating before the Commissioner. 


4) Cancellation proceedings, with private parties litigating 
before the Commissioner. 


5) Suit in equity against the Commissioner by a rejected 
applicant. 


6) Joinder of the Commissioner as co-defendant in a suit by 
a rejected applicant in an opposition, interference, or cancellation 
proceedings.*° 


Section 21 of the Lanham Act gives to the Commissioner of 
Patents descretion to intervene in inter parts equity suits. This 
power is wisely used if elements of public concern are present. The 
provision is a sensible one, for it permits the Commissioner to 
ignore a suit between competitors in which public interest is only 
incidental, and matters such as who first used the trade-mark are 
at stake. 


Where there is a strong reason vis-a-vis the protection of the 
consumer for denying registration to a mark, the Patent Office has 
the duty to act in the public’s behalf, in spite of any stipulation 
by a party whose mark is potentially infringed that he consents 
to a rival’s use of that mark. ‘‘[PJarties cannot, by their conduct 
or by any agreement, confer upon the Commissioner of Patents 
the power to do that which the law forbids.’’** 


So, as this sampling of procedure indicates, the Patent Office 
does act in the public good. But this is not its primary motive. 
Its role pro bono publico is but an incident of the enforcement of 
private rights. 


Beneficiaries of Trade-Mark Litigation 


Who is to be regarded as the beneficiary of the typical trade- 
mark suit? A vast amount of verbiage can be produced to show 


30. This paper deals with the protection of the public’s interest in the quality 
of goods. For an overall discussion of public interest in other areas of trade-mark 
law, see Derenberg, The Patent Office as Guardian of the Public Interest in Trade-Mark 
Registration Proceedings, 14 Law & ConTEMP. Pros. 288 (1949). The article is valuable 
also for its detailed consideration of Patent Office procedure. 

31. Skookum Packers’ Ass’n v. Pacific Northwest Canning Co., 45 F. 2d 912, 
915 (C. C. P. A. 1930), 21 T. M. R. 50; cert. denied, 283 U. 8. 858 (1931). 
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that it is the ordinary consumer, but the ultimate analysis points 
to the owner of the trade-mark, with the public at best a vicarious 
beneficiary. There is some evidence, however, of a trend towards 
greater concern for the public in recent years. 


Trade-mark infringement suits have been characterized as 
‘‘private disputes among hucksters,’’** with concern shown for 
the consumer only from the point of view that the court will insist 
upon a bare minimum standard of fair play. 


The traditional view is expounded in one of the cases involv- 
ing the mark Shredded Wheat, a product which rivals even Coca- 
Cola in its contribution to the trade-mark law. The court said, 
‘‘The purpose to be effected by an injunction ... is not primarily 
to protect the purchaser, but to secure to the manufacturer the 
profit to be derived from the sales of his goods to all who may 
desire and intend to purchase them.’’** 


In a decision involving an attempt by the Borden Company, 
then primarily canners of condensed milk, to stop the use by a 
newcomer of the mark Borden on his ice cream, the court expressed 
a strong prejudice that cases of this sort should be concerned ex- 
clusively with preserving private rights: ‘‘The deception of the 
public naturally tends to injure the proprietor of a business by 
diverting his customers and depriving him of sales which other- 
wise he might have made. This, rather than the protection of the 
public against imposition, is the sound and true basis for the 
private remedy. ... [D]eception of the public is no concern of a 
court of chancery.’’** 


But in the past several decades, a shift in judicial emphasis 
has been discernible. Judge Woolley discussed this increasing 
concern for the public in the following passage: 


[W]hen a trade-mark has gained a place in the public mind 
in association with a given product ... and has come to be 
regarded as a guaranty of its quality, the public has a right 


32. Brown, Advertising and the Public Interest: Legal Protection of Trade Sym- 
bols, 57 YALE L. J. 1165, 1167 (1948). 

33. Shredded Wheat Co. v. Humphrey Cornell Co., 244 Fed. 508, 517 (D. Conn. 
1917), 7 T. M. R. 573; modified, 250 Fed. 960 (2d Cir. 1918), 8 T. M. R. 369. 

34. Borden Ice Cream Co. v. Borden’s Condensed Milk Co., 201 Fed. 510, 513 (7th 
Cir. 1912), 3 T. M. BR. 80. 
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to be protected from deception in its use. Here again arises 
a controversy running through the books as to whether de- 
ception of the public is a ground or merely a test of trade- 
mark infringement. . . . ‘‘ Deceit of the public’’ as a basis of 
trade-mark law may be traced to the regulatory and compul- 
sory nature of trade-marks in the early days of guild life and 
followed down through the cases to the present time.** 


Most litigation which does consider public interest treats this 
matter as a test. Only in rare cases is it a ground for relief. One 
quite liberal instance of the latter is found in the Macy case: 


Another consideration justifying a court of equity in 
protecting a trade-mark or trade name against infringement 
is the interest the public has in established names and marks. 
An adoption or appropriation of a name or mark might well 
deceive unsuspecting purchasers into thinking they are obtain- 
ing the goods with which the name or mark has become iden- 
tified. This interest, when if in fact it exists, by reason of such 
an established business, is alone sufficient to warrant protec- 
tion of trade-marks and trade names.*® 


This case is an extreme one, which stands almost alone in sug- 
gesting that consumer protection, without more, is enough to fend 
off the use of a deceptive trade-mark. 


Another departure from the usual doctrine appears in a re- 
cent decision.*’ Plaintiff ’s trade-marked products were pledged for 
a loan, and passed to the defendant when the money was not re- 
paid. The goods, which were found to be defective, were offered 
to the public without plaintiff’s standard one-year guarantee. 


Plaintiff was held to have no standing to sue in order to pro- 
tect its good will by virtue of its part in the loan transaction. But 
in spite of this, the court felt that it had inherent powers to look 
out for the public interest, and prohibited the sale of the pledged 
articles without notice to purchasers that they were defective and 
did not come under the manufacturer’s usual guarantee. 


The decision is of course welcome from the point of view of 


35. Rosenberg Brothers g Co. v. Elliott, 7 F. 2d 962, 965 (3rd Cir. 1925), 15 
T. M. R. 479. 

36. R. H. Macy & Co. v. Macy’s, 39 F. 2d 186, 187 (N. D. Okla. 1930) ; 20 T. M. R. 
164, Emphasis supplied. 

37. Stahly, Inc. v. M. H. Jacobs Co., 183 F. 2d 914 (7th Cir.), 40 T. M. R. 675; 
cert. denied, 340 U. 8. 896 (1950), 40 T. M. R. 969. 
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the consumer. It represents a trend towards the removal of judi- 
cial blinders, so that the court can look out for society as a whole 
and not merely for the narrow interests of the parties before it. 


The only criticism of this case and its doctrine is that on its 
limited facts, justice might be served better or at least more effi- 
ciently if the court had referred the matter of potential harm to 
the public to a body such as the Federal Trade Commission.** 


Secondary Meaning and Incontestability 

Trade-mark protection will be denied by the courts or the 
Patent Office for a variety of reasons. Of these, three are of 
significant importance to the consumer. Trade-marks can gull 
the public as to the quality of goods if they are 1) descriptive; 
2) geographical; or 3) confusingly similar. The governing tests 
as to what will cause a mark to be proscribed derive from the 
Lanham Act and its forerunners, as well as from the common law. 


The interpretations of these three classes by the Patent Office 
and especially by the American courts will follow shortly. At 
the outset, however, an exception allowing the registration of 
certain marks in these classes must be pointed out. 

The doctrine of secondary meaning is the rationale by which 
some trade-marks in these three groups are permitted to be 
registered. Such a mark would be one which, through constant 
use in commerce, comes to be thought of as no longer primarily 
descriptive, for example, but as a distinctive symbol referring 
to the product alone. 

Actions for unfair competition have been a traditional device 
for protecting a trade-mark possessing a strong secondary 
meaning. Now a new protective weapon is found in section 15 
of the Lanham Act. After setting forth certain qualifications, it 
states that ‘‘the right of the registrant to use such registered mark 
in commerce for the goods or services or in connection with 
which such registered mark has been in continuous use for five 
consecutive years subsequent to the date of such registration 
and is still in use in commerce, shall be incontestable. .. .’’ 


38. See the discussion of the Federal Trade Commission at page 47 infra. 
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This rule of incontestability is a major change in the trade- 
mark law. It is intended primarily to protect property rights, 
but the consumer is not altogether forgotten. Fraud will over- 
come the validity of an incontestable mark.*® A certification 
mark, provision for registration of which was made for the 
first time in the Lanham Act, which includes marks such as the 
Good Housekeeping seal, can be cancelled no matter how long 
established if its use violates listed standards.* 

A prominent commentator writes that it is in the interest 
of the consumer not to be deprived of the common use of words 
in the public domain.*! It is pointed out that even an ‘‘incon- 
testable’? mark is subject to cancellation, under section 15(4) 
of the Lanham Act, if it has become a widely employed generic 
term. 


Probably of greater concern to the public is the fact that an 


‘*incontestable’’ mark can lose its privileged status if its utiliza- 
tion leads to a violation of the anti-trust laws,* or if it has been 
assigned, and is being used ‘‘with the permission of the assignee, 


so as to misrepresent the source of the goods or services in 
connection with which the mark is used.’’** 


Since 1952 was the first year in which a trade-mark could 


have become ‘‘incontestable,’’ there has been no judicial pro- 
nouncement on this matter. 


Descriptiveness . 

What consideration the judiciary gives to the public in trade- 
mark disputes is our principal concern in the pages immediately 
following. Conceivably a majority of litigation in this field makes 
reference to public interest. A task herein is to determine just 
how far the men in black robes go beyond visualizing confusion 


39. LANHAM AcT sec. 33(b). 

40. Id. sec. 14(d). ° 

41. See Derenberg, Trademarks Under the Lanham Act, 39 Fortune 147 (Feb. 
1949) passim. 

42. LANHAM AcT sec. 33(b)7. The vast area of trade-marks and monopoly is 
beyond the scope of this paper. General discussions of this matter can be found in 
Taggart, Trade-Marks: Monopoly or Competition?, 43 Micu. L. Rev. 659 (1945), 
35 T. M. R. 25; Handler, Trade-Marks and the Anti-Trust Laws, 38 T. M. Rep. 387 
(1948) ; and Pattishall, Trade-Marks and the Monopoly Phobia, 50 Micu. L. Rev. 967 
(1952) 42 T. M. R. 588. Also pertinent is the standard volume, CHAMBERLIN, THE 
THEORY OF MONOPOLISTIC COMPETITION (1933), especially page 304. 

43. LaNHAM AcT sec. 33(b)3. 
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of the public as a mere test to determining the validity of private 
property claims. And further, just to what extent should the 
judicial function encompass the protection of the guileless 
shopper? 


The first of the unholy trinity of forbidden trade-mark attri- 
butes listed earlier is descriptiveness. The fundamental rule has 
been succinctly set forth in a leading Supreme Court decision: 
It is settled ‘‘that the law would not secure to any person the 
exclusive use of a trade-mark consisting merely of words descrip- 
tive of the qualities, ingredients, or characteristics of an article 
of trade.’’*4 


The principal references to descriptiveness in the Lanham 
Act are found in section two: 


No trade-mark by which the goods of the applicant may 
be distinguished from the goods of others shall be refused 
registration on the principal register on account of its nature 
unless it— 


(a) Consists of or comprises...deceptive matter;... 


(e) Consists of a mark which, (1) when applied to the 
goods of the applicant is merely descriptive or deceptively 
misdescriptive of them... . 


A trade-mark which is obviously descriptive winds up very 
easily in the proscribed class. By this rule, canners of corn were 
unsuccessful in attempting to register Off the Cob.*> More 
blatantly, if this product were called Corn or some minor variant 
such as Nu-Corne, then the Patent Office would clearly not permit 
registration on the Principal Register, nor would the courts 
recognize any common law rights in the mark. 


“Cream” is part of a trade-mark. What possibilities of 
deception can arise? Is there a connotation of the use of 
pure cream, or the use of some milk product? Does the word 
indicate an article of very high quality? The next several cases 
illustrate how the courts have treated trade-marks containing 
the word ‘‘cream’’ as used on four different food products. 


44, Estate of P. D. Beckwith v. Commissioner of Patents, 252 U. 8. 538, 543 
(1920), 10 T. M. R. 255. 

45. In re Minnesota Valley Canning Co., 49 F. 2d 847 (C. C. P. A. 1931), 21 
T. M. BR. 326. ' 
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In a very early trade-mark case of dubious authority, counsel 
for the defendant-infringer attempted to invoke the rule that a 
mark denoting mere quality could not stand up. He argued, 
in discussing Cream Baking Powder that ‘‘the word ‘cream’ had 
reference to the quality of the baking powder; that is, that it 
was the best in the market; the cream of baking powders.’’*® 
The judge, however, would not agree with this contention, and 
ruled in favor of the original user of the trade-mark. 


The reports are replete with statements such as this: “The 
reason that registration of descriptive words is not permitted 
is because the public and more particularly the manufacturer 
or vendor are entitled to the free and untrammeled use of the 
appropriate and apt terms of the English language in describing 
merchandise. ’’#7 


Refusing to recognize trade-marks which are simply descrip- 
tive is undeniably in the public interest, but from the point of 
view of problems of consumer protection, the marks most worthy 
of consideration are those which are deceptively descriptive. 


“The protection of trade-marks originated as a police measure 
to prevent ‘the grievous deceit of the people’ by the sale of 
defective goods. . . .’*** Today, by comparison, changes in the 
quality of goods, unless so radical as to outrage the sensibilities 
of the court, will not have any adverse effect on trade-mark 
protection. 


The Secretary of Agriculture was a party in rather unusual 
trade-mark litigation involving the protection of consumers from 
deception arising out of changes in quality.4® Under the Meat 
Inspection Act,5°° power to approve certain trade-marks was 
vested in the Secretary of Agriculture. He permitted the desig- 
nation Creamo to be used for an oleomargarine product, partly 
in reliance on a cream content of thirty percent. Several years 
later, on learning that the cream had been almost entirely replaced 


46. Unreported case, referred to in Roberts v. Sheldon, 20 Fed. Cas. 930, 931, 
No. 11, 916 (C. C. Ill. 1879). 

47. Ex parte Pillsbury Flour, 1935 Com. Dec. 1. 

48. Schechter, The Rational Basis of Trademark Protection, 40 Harv. L. Rev. 813, 
819 (1927), 22 T. M. BR. Bull. 139. 

49. Brougham v. Blanton Mfg. Co., 249 U. 8. 495 (1919), 9 T. M. R. 234. 

50. 34 Srar. 676 (1906) 
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with skimmed milk, he withdrew his consent. The Supreme Court 
gave its sanction to his action, turning aside arguments that com- 
mercial necessities required that once trade-mark approval was 
granted, it could not later be rescinded. 


It has been held that Creamalt need not contain cream.®! A 
defense was struck down that a bread bearing this mark would 
be taken as containing pure cream, when such was not the case. 
This result was based in part on a master’s finding that the 
bread was widely advertised as containing muk and malt. 


The final case involving the bounties of the cow concerns an 
imitation ice cream. Called Creamette, it was held not to bear 
a misleading appellation, according to a recent decision. The 
court rather glibly stated: ‘‘A frozen sweet, or dessert, which 
is not made from the customary ice cream mix, but is similar 
to it, may well be called Creamette because it is an imitation or 
substitute of cream.’’®? 


Some cases make the distinction that if a mark can be classed 
as ‘‘suggestive’’ rather than ‘‘descriptive,’’ then there is no 


difficulty in sustaining its validity. Referring to name of the 
beverage Orange Crush as obviously not deceptive, the court 
said, ‘‘A person of average intelligence would not understand, 
when buying an orange crush drink, that he was getting a crushed 
orange.’’®? 


A leading Supreme Court case in this field centered about a 
concoction known as Syrup of Figs. As a defense, the defendant- 
infringer cried out that the public was being deceived in that 
the product contained not a drop of fig juice. This was proven, 
although it was shown that figs had originally been one of several 
fruit essences contained in the preparation. 


The Court considered the now misleading nature of Syrup of 
Figs, when the only ingredient mentioned in the trade-mark was 
quite absent, and on the basis of this misrepresentation by the 


51. George G. Fox Co. v. Best Baking Co., 209 Mass. 251, 95 N. E. 747 (1911), 
7 T. M. R. Bull. 215. 

52. Creamette Co. v. Conlin, 191 F. 2d 108, 112 (5th Cir. 1951), 41 T. M. R. 807; 
cert. denied, 342 U. 8. 945 (1952). 

53. The court then went on to make the further point that the mark Orange 
Crush fell within the doctrine of secondary meaning. Orange Crush Co. v. California 
Crushed Fruit Co., 297 Fed. 892, 893 (D. C. Cir. 1924), 14 T. M. R. 228. 
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plaintiff, it refused to enjoin the defendant from continuing his 
infringement. ‘‘Even if the term was honestly applied in the 
first instance, as descriptive, it would none the less be deceptive 
and misleading when, as is shown in the present case, it ceased 
to be a truthful statement of the nature of the compound.’ 


In the half century which has passed since this decision was 
handed down, somewhat of a shift in judicial opinion has occurred, 
with increased regard for the doctrine of secondary meaning.*® 
The courts now seem to feel that if the public has come to look 
upon a product as one with a distinctive taste, appearance, or 
the like, and is insensible as to whether it contains just what 
is alluded to by its trade-mark, then protection should be granted. 


A later Supreme Court case illustrates this. Of course, it 
seems hard to believe today that anyone would drop his nickel 
in a Coca-Cola machine in the expectation of getting a beverage 
containing mostly cocaine and cola nuts. But in years past, before 
any secondary meaning was well established, an infringer tried 
to argue before the Court that the original trade-mark was mis- 


leading and undeserving of protection, because some of the public 
might look upon the drink as containing a quantity of cocaine. 


Mr. Justice Holmes made short shrift of this: “The argument 
does not satisfy us. We are dealing here with a popular drink 
not with a medicine. . . . ‘Coca-Cola’ probably means to most 
persons the plaintiff’s familiar product to be had everywhere 
rather than a compound of particular substances.’’°® 


The Court mentioned that the Food and Drug Administration 
had earlier required a variation of formula, but it expressed 
itself as satisfied that the company had gone to sufficient lengths 
to publicize the change. 


Granting that Coca-Cola actually did contain small quantities 
of an extract of coca leaves, processed to eliminate cocaine effect, 
as well as a derivative of cola nuts, Holmes then pointed out, 
‘‘It appears to us that it would be going too far to deny the 


54. Worden v. California Fig Syrup Co., 187 U. 8. 516 (1903). For a history of 
the protracted litigation, see RoGers, GoopWILL TRADE-MARKS AND UNFAIR TRADING 
95-97 (1914). 

55. See discussion beginning at page 18 supra. 

56. Coca-Cola Company v. Koke Company of America, 254 U. 8. 143, 146 (1920), 
10 T. M. B. 441. 
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plaintiff relief against a palpable fraud because possibly here 
and there an ignorant person might call for the drink with the 
hope for incipient cocaine intoxication.’’>” 


In a similar case of the same period, the contention was put 
forth that Grape-Nuts was not a valid trade-mark for the well- 
known breakfast cereal ‘‘because the mark is deceptive by 
reason of its being applied to a food which contains neither 
grapes nor nuts.’** The Examiner of Trade-Marks Inter- 
ferences tossed out this specious reasoning, and concluded that 
the name was patently fanciful, not deceptively descriptive, and 
therefore quite valid. 


Geographical Trade-Marks 


As a general rule, marks having geographical significance can 
be registered only on the Supplemental Register. The arguments 
against trade-marking ‘‘French Pastry,’’ for example, even if 
it could be shown that an American baker had made this product 
exclusively for many years, would be several. The term would 
indicate quality or characteristics of this food. It would con- 


ceivably confuse a part of the public as to the origin of the 
product. And the deprivation of other bakers of a term with 
such wide usage would have to be considered. 


A jump across the Channel yields another example. In 1944, 
the Commissioner of Patents refused to register Old English 
as a trade-mark for a Kraft cheese product. This action was 
sustained by the courts on the ground that the proposed mark 
was geographical, as well as descriptive.*® 


But in earlier cases referring to food products made in the 
United States, Vienna bread,®° German chocolates,“ and Alderny 
oleomargarine® were all held to be arbitrary names, not mislead- 


57. Id. at 147. 

58. Postum Cereal Co. v. California Fig Nut Co., 1923 Com. Dec. 43, 13 T. M. R. 
420. After protracted litigation, the Supreme Court held that this was an admin- 
istrative matter, not a ‘‘case,’’ and consequently beyond its jurisdiction. 272 U. S. 
693 (1927), 17 T. M. R. 27. 

59. Kraft Cheese Co. v. Coe, Commissioner of Patents, 146 F. 2d 313 (D. C. Cir. 
1944), 35 T. M. R. 77. 

60. Fleishmann v. Schuckmann, 62 How. Pr. 92 (Sup. Ct. N. Y. 1881). 

61. Walter Baker § Co v. Baker, 77 Fed. 181 (C. C. W. D. Va. 1896), modified 
80 Fed. 889 (2d Cir. 1897). 

62. Lauferty v. Wheeler, 63 How. Prac. 488 (Sup. Ct. N. Y. 1882). 
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ing because of geographical connotations, and deserving of protec- 
tion as trade-marks. The result may be experienced at least in the 
ease of the bread and oleomargarine, for no sensible shopper in 
this country at that time could reasonably have expected these 
highly perishable commodities to have come from European 
sources. 


Minneapolis millers have long had an excellent reputation for 
the quality of their flour. As inevitably happens, rivals in other 
parts of the country sought to deceive the public as to origin and 
quality of the goods by including Minneapolts in their trade-marks. 


Here the court helped out part way in response to a bill filed 
in behalf of most Minneapolis flour makers. It denied that Minne- 
apolis could be the subject of a valid trade-mark,® but did enjoin 
its misleading use on containers of flour packaged by an out-of- 
state miller.® 


But the makers of Philadelphia Cream Cheese, whose place 
of business had never been outside the state of New York, were 
allowed to restrain the use of the name by a long-established cheese 


dealer in Philadelphia. The court phrased its opinion in terms of 
guarding the consumer against confusion, but it made the some- 
what questionable assumption that the public does not associate 
any peculiar style or quality of cheese with the Philadelphia area.© 


In an earlier case, the court would not lend any protection to 
the trade-mark Superiori Macaroni Grossi—P.F.J.—Genova on 
the ground that ‘‘it is intended to cause the public to believe that 
the macaroni in the packages upon which it is placed is made in 
Genoa, Italy, whereas it is made in Cincinnati, Ohio.’’®® 


The working of the geographical provision of the Lanham 
Act has brought about a more liberal judicial attitude toward up- 
holding these trade-marks. Section 2(e) 2 provides that geograph- 


63. By virtue of section 4 of the Lanham Act, Minneapolis now might well be a 
registrable mark. A new classification has been established, termed ‘‘collective marks,’’ 
which includes ‘‘indications of regional origin used in commerce.’’ 

64. Pillsbury-Washburn Flour Mills Co., Ltd. v. Eagle, 86 Fed. 608 (7th Cir. 
1898), reversing 82 Fed. 816 (C. C. N. D. Ill. 1897). 

65. Phenia Cheese Co. v. 8. Ridgway Kennedy, 7 T. M. Buu. 537 (E. D. Pa. 
1915). 

8. Wilson v. Needermann, 19 Wkly. Law Bull. 268 (Super. Ct. Ohio 1888). The 
only variation in the infringing mark was that the initials read ‘‘P. J. J.’’ rather than 
ea, ee 
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ical names may be registered unless ‘‘when applied to the goods 
of the applicant’’ they are ‘‘ primarily geographically descriptive.’’ 


Thus Judge Clark found no validity in the contention that the 
trade-mark La Towraine on a can of coffee gave the buyer the 
suggestion that it was a French product. ‘‘The registered term 
neither has nor professes to have any relation to the source of its 
coffee, the place of manufacture, or the place of sale. It is an 
entirely arbitrary name.’’® 


This liberalized attitude towards geographical trade-marks 
seems quite unobjectionable, from the viewpoint of the consumer. 
If the trade-mark has acquired a secondary meaning, then, as 
discussed earlier, there is little likelihood of deception. If the 
place-name bears little relation to the usual source of the product, 
such as a coffee bearing a trade-mark with an Arctic connotation, 
then again deception would be no problem. 


Finally, if the place is little known, then it is hard to believe 
that any significant element of the public will believe that the 
goods come from the locality set out in the trade-mark. Naab, 
Naaldwijk, Naalehu, Naarden, and Naas are the first five listings 
in the ‘‘N’”’ section of the gazetteer.®* The old law of 1905, which 
frowned on the use of any geographical terminology, would have 
prevented the registration of any of these five names. The new 
law sensibly does not. If a producer is so improvident as to select 
one of these place names as his trade-mark, there seems to be no 
rational basis of public policy to prohibit recognition by the Patent 
Office and protection by the courts. 


Pure Confusion 


A great mass of trade-mark litigation arises out of what might 
aptly be termed ‘‘pure confusion,’’ that is, the attempt to employ 
a trade-mark which is confusingly similar in sound or in appear- 
ance to one already in use. 


67. LaTouraine Coffee Co. v. Lorraine Coffee Co., 157 F. 2d 115, 117 (2d Cir. 
1946), 36 T. M. R. 271; cert. denied, 329 U. 8. 771 (1946). This case looks to the 
Lanham Act as a guide, rather than as law, for although it has been passed, its effective 
date was nearly a year away. 

68. MERRIAM-WEBSTER GEOGRAPHICAL DicTiONARY 747 (1949). 
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As an introduction to this primary area of trade-mark law, 
consider the result in a recent case: By virtue of the Court of 
Customs and Patent Appeals, if you now ask for a bottle of 
Ju-C-Orange soda, you will be sure of quenching your thirst with 
exactly that, and not with a nouveau arrivé styled Ju-See Orange 
soda.® 


Confusion cases stand apart from many other areas of the 
law in that they place very little reliance on past decisions.” As 
this paper centers about the topic of public interest, little attention 
can be given to techniques and principles in this branch of trade- 
mark law.” 


However, the trend in judicial protection of infringing marks 
is worth observing in searching for conclusions as to whether the 
public is receiving adequate protection against the possibility of 
confusion in the purchase of trade-marked products. Possibly a 
satisfactory approach to capturing the flavor of food trade-mark 
infringement cases is to sample the results of decisions listed in 


United States Code Annotated. 


ORIGINAL MARK INFRINGING MARK PRODUCT72 


Ceresota Certosa flour 

Cottolene Cottoleo lard substitute 
Farmcraft Farm Craft cheese 

Hebe Meje evaporated milk 
Maizena Maizharina corn flour 
Momaja Mojava coffee 

Nucoa Pecoa oleomargarine 
Spearmint Spearmint chewing gum 
Uneeda Iwanta crackers 


69. Penrith-Akers Manufacturing Co. v. Ju-C-Orange of America, 182 F. 2d 211 
(C. C. P. A. 1950), 40 T. M. BR. 542. 

70. See Lever Bros. Co. v. Geo. A. Hormel & Co., 173 F. 2d. 903, 904 (C.C. PL. A 
1949), 39 T. M. BR. 415. 

71. The most recent extended treatment of this doctrine can be found in 3 
CALLMANN, THE LAW OF UNFAIR COMPETITION AND TRADE-MARKS 1347-1589. See also 
BorDEN, DETERMINATION OF CONFUSION IN TRADE-MarK Conriict Cases (Harvard 
School of Business Administration Studies No. 16, 1936); Note, Public Opinion Surveys 
As Evidence: The Pollsters Go To Court, 66 Harv. L. Rev. 498 (1953). 

72. For citations, see 15 U. 8. C. A. sec. 1114, note 128 (1948). 





THE TRADE-MARK REPORTER 


ORIGINAL MARK 


Del Monte 
Golden Bake 


Grape-Nuts 
Necco 
Raisin Bran 


Uneeda 
Vim 


ORIGINAL MARK 


Butter-Krust 
Charms 

Chicken of the Sea 
Coca-Cola 

Covo 

Crisco 

Grape-Nuts 

Jell-O 

Maggi 

Ocean Spray 


Tetley Budget Tea 


ORIGINAL MARK 


Chicken of the Sea 
Choc-o-lishus 

Sun Drops 
Uneeda 

Wheaties 
Wheaties 

Kornies 

Maizes 


NON-INFRINGING 
MARK 
Del Sur 
Golden Wheat-Soy 
Mix 
Grain-Hearts 
Nawaco 
Raisin 40% Bran 
Flakes 
Hava 
Vitovim 


MARK DENIED 
REGISTRATION 
FOR SIMILARITY 

Butter-Cream 
Charmant 

Brest O’ Chicken 
Chero-Cola 

Coflo 

Esco 

Wheat-Nut 
Enzo-Jel 

Aji 

Pacific Spray 


Budget Special 


REGISTRATION 
CHALLENGED 
BUT UPHELD 

Gem-of-the-Sea 
Choco-stp 
Sun-Tang 
O-Such-A 
Yeasties 

Oates 
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PRODUCT73 
eanned fruit 


cake mix 
cereals 
confections 


cereal 
erackers 
bread 


PRODUCTS74 


bread 

candy 

fish 

beverage 

shortening, flour 

shortening 

cereal 

gelatin 

seasoning 

cranberries, crab- 
meat 

tea, fish 


PRODUCTS75 


fish 

milk beverage 
beverage 

biscuits 

cereal, yeast cakes 
cereal 


The foregoing table illustrates how even quite different trade- 
marks can be held to be confusingly similar, while in some other 
cases, a new mark with a strong resemblance to a registered trade- 


U. 8. 


73. For citations, see 1 
74. For citations, see 1 
75. IJbid. 


. sec. 1114, note 129 (1948). 


U. 8. . sec, 1052, note 209 (1948). 
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mark will be left undisturbed. In this area of the law, decisions 
are more or less ad hoc. Precedents are seldom controlling, be- 
cause minute differences in factual situations are of great im- 
portance and can often lead to widely differing results. 


Consider the candies Black Crows and Ravens. In a suit in- 
volving these two brands of licorice, a case supposedly squarely 
in point was cited in which the very same terms ‘‘Crow’’ and 
‘“Raven’’ had been held not to be confusingly similar, although 
with reference to different products.”* But the court, after duly 
noting that the crow was a glossy black oscine bird of the genus 
corvus, while the raven was a corvine bird of the corvus corax 
type, put aside its ornithological considerations, and stated why 
it would not follow the above-cited case: 


[T]he products of the parties are five-cent candies sold as an 
impulse item, and they would not be subject to careful selec- 
tion. They are frequently sold on newsstands, and similar 
places where the customers would serve themselves or are 
served hurriedly, and are frequently sold to children. Similar 
conditions did not exist with respect to [graphite products]. 


Showing unusual solicitude for the interests of the petty pur- 
chaser, the court dismissed the contention that no protests con- 
cerning deception had been received with the remark that ‘‘it may 
be presumed that a five-cent purchase would not justify the time 
or expense involved in making a complaint.’’”® 


Two recent cases further illustrate how the dactrine of con- 
fusion breeds confusion, with varying results often stemming 
from rather similar circumstances. In 1945, the Second Circuit 
held that V-8 as used on vitamins would confuse the public into 
believing that the product was put out by some vegetable juice 
blenders who had registered the same trade-mark.” Four years 
later, Standard Brands, the victor in this battle, had every reason 
to believe it could squelch the use by a competitor of VA on 
tomato juice. But in the ensuing litigation, the Fourth Circuit, 
— Au & Magenheimer Conf. Mfg. Co. v. Hawley § Hoops, 86 U. 8. P. Q. 
272, 274 (Comm’r Pat. 1950), 40 T. M. R. 856. 

78. Mason, Au & Magenheimer Conf. Mfg. Co. v. Hawley & Hoops, 86 U. 8. P. Q. 


272, 275 (Comm’r Pat. 1950), 40 T. M. R. 856. 
79. Standard Brands v. Smidler, 151 F. 2d 34 (2d Cir. 1945), 35 T. M. R. 277. 
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while citing the earlier case in its opinion, still purported to find 
that the circumstances were so markedly different as to indicate 
little likelihood of confusion and ruled in favor of the defendant.*° 


The phraseology in the Lanham Act as to what constitutes in- 
fringement is a considerable change from the predecessor legisla- 
tion of 1905. Instead of the use of the infringing mark on ‘‘mer- 
chandise of substantially the same descriptive properties,’’® 
ambiguous and troublesome terminology which had fostered 
prodigious amounts of litigation, the test is now use which is 
‘‘likely to cause confusion or mistake or to deceive purchasers 
as to the source of origin.’’®* 


This concept was derived in part from an enunciation by 
Learned Hand in the Yale case in 1928.%° The ‘‘confusion of 
source’’ test there adopted ignored the element of lack of com- 
petition between goods, and laid primary stress on whether the 
consumer was likely to be deceived as to the source of products 
being purchased. 


Food trade-marks were involved in an earlier decision which 
contributed to the development of the Yale doctrine. The mark 
Aunt Jemima as used on pancake flour was at stake. Its owners 
were concerned over the fact that ‘‘the public, or a large part of 
it, seeing this trade-mark on a syrup would conclude that it was 
made by the complainant. . . . In this way the complainant’s 
reputation is put in the hands of the defendant.’’** 


The court sympathized with the plight of the plaintiff and the 
peril to the public, and prohibited the use of the mark on de- 
fendant’s syrup products. 


A much-discussed recent case concerns the trade-mark Swumn- 
kist. A dozen years back, Sunkist, as used on a beverage, was held 
the infringer of the same mark used on fruits and vegetables.®* 


80. Standard Brands v. Eastern Shore Canning Co., 172 F. 2d 144 (4th Cir.), 
39 T. M. R. 203; cert. denied, 337 U. S. 925 (1949). 

81. 33 Strat. 728 (1905), as amended, 15 U. S. C. 96 (1946). 

82. LANHAM ACT sec. 32(1) (a). 

83. Yale Electric Corp. v. Robertson, 26 F. 2d 982 (2d Cir. 1928), 18 T. M. R. 321. 

84. Aunt Jemima Mills Co. v. Rigney § Co., 247 Fed. 407, 410 (2d Cir. 1917), 
8 T. M. R. 163; cert. denied, 245 U. 8. 672 (1918). 

85. California Fruit Growers Exchange v. Windsor Beverages, 118 F. 2d 149 
(7th Cir. 1941), 31 T. M. R. 121. 
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Then, a few years later, the owner of the mark was again success- 
ful in the trial court in preventing its use on bread products.*® 
The reasoning involved the fact that deception of purchasers 
would undoubtedly arise in view of the fact that all the goods 
involved were common foodstuffs. But on appeal, Judge Minton, 
talking in terms of the ‘‘unconscionable efforts of the plaintiff to 
monopolize the food market by the monopoly of the word Sun- 
kist,’’8? threw open its use on many different types of food prod- 
ucts, much to the distress of the original owner of the mark, and 
hardly to the benefit of the public. 


The testimony in the trial court of a California Fruit Growers 
Exchange executive is an interesting commentary on what mean- 
ing the plaintiff attached to its trade-mark: 


The word Sunkist is our fair name, it’s our reputation of 
quality, it has been before the public for thirty-eight years. It 
represents to the consumer that the goods are of the highest 
quality, packed in sanitary factories of goods of the best in- 
gredients, comply fully with the pure food laws throughout 
the world. She would have every reason to expect that other 
foods bearing this mark were prepared from equally high 
quality ingredients, in an equally good workmanship [sic], 
likewise complied with all food laws throughout the world, and 
she would take other foods under our brand name, Sunkist, 
to be goods packed by or distributed by the Sunkist people.** 


The case was the first to be tried under Lanham Act princi- 
ples. (The new legislation was not yet in effect, but the litigants 
conceded its applicability.) It was an unpleasant augur for the 
Lanham Act, in the eyes of the trade-mark bar. Supposedly the 
scope of protection from infringement was to have been broad- 
ened; this decision narrowed it.*® 


From the viewpoint of protecting the public, which had pur- 
chased nearly two and one-half billion dollars worth of food- 


86. California Friut Growers Exchange v. Sunkist Baking Co., 68 F. Supp. 946 
(S. D. Til. 1946), 36 T. M. R. 388, rev’d, 166 F. 2d 971 (7th Cir. 1947), 38 T. M. R. 188. 

87. California Fruit Growers Exchange v. Sunkist Baking Co., 166 F. 2d 971, 974 
(7th Cir. 1947), 38 T. M. R. 188. 

88. California Fruit Growers Exchange v. Sunkist Baking Co., 166 F. 2d 971, 
974-975 (7th Cir. 1947), 38 T. M. R. 188. 

89. Typical of extensive criticism are Callmann, The ‘‘ Sunkist’’ Decision: Trade- 
Marks at the Crossroads, 38 T. M. R. 304, (1948); Note, Infringement Under the 
Trade-Mark Act of 1946, 48 Cou. L. Rev. 648 (1948). 
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stuffs bearing this mark, the decision is questionable. Swnkist’s 
owner had the specific right to use this registered mark on a wide 
assortment of fruits and vegetables, as well as on other products 
such as jellies, jams, and packaged dried fruits. In light of the 
rightful use of the mark on so many different products, it seems 
reasonable to assume that a fair percentage of food shoppers 
would take it that Sunkist bread came from the same source as 
other items on the grocery’s shelves bearing the name trade- 
marks, and lived up to the same high standards associated with 
the name over a period of many years. 


With the bakery owner free to pick from thousands of names, 
it is difficult to understand the court’s sanction of his choice of a 
mark which would undoubtedly deceive a significant portion of 
the public. 


The Horlick firm was long known for its quality malted milk 
products. One fine day, its officers were rather shocked to learn 
that a Mr. Charles Horlick had begun to put out dog food under 
the same name. 


In a suit based on the Trade-Mark Act of 1905, the Court of 
Appeals for the Seventh Circuit found no infringement.® It was 
held that these two products were not ‘‘merchandise of substan- 
tially the same descriptive properties,’’*? a vague test which, as 
mentioned earlier, has been abandoned under the Lanham Act. 


In two eases involving the trade-mark White House, the 
public seems to have been the loser. Its owner, Dwinell-Wright, 
had used this mark on coffee since 1888, and on tea since 1907. 
Later other companies distributed fruit juices and canned milk 
under this same mark. In litigation, Dwinell-Wright went down on 
two counts. Even though it was the original registrant, it could 
not prevent the infringements.®? Then in another case, where com- 
plications arose from acquiescence and the question of the original 
validity of the mark, the infringer’s rights were held superior to 
the extent that Dwinell-Wright could not use its White House 

90. Horlick’s Malted Milk Corp. v. Horlick, 143 F. 2d 32 (7th Cir. 1944), 34 


T. M. R. 222. 

91. TRADE-MarK Act oF 1905 sec. 16, 33 Stat. 724 (1905), as amended, 15 U. 8. C. 
sec. 96, (1946). 

92. Dwinell-Wright Co. v. White House Milk Co., 132 F. 2d 822 (2d Cir. 1943), 
33 T. M. R. 2. 
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mark on a new line of fruit juices which it intended to distribute.” 


Once more considerations of consumer confusion were sub- 
ordinated to the protection of private rights. If quite dissimilar 
products were involved, the results of the White House cases would 
be justifiable. But where common canned foodstuffs are involved, 
the conclusion seems inescapable that the holdings of the courts 
in these decisions lead to serious problems of confusion of the 
public. 


A sound rule which could well have been applied in some of 
the litigation discussed in this section was set forth in the Jenkins 
Brothers case: 


Courts do not decide misleading markings by the caveat 
emptor rule of buyer and seller. ... It is not alone the rights 
of rival makers that are concerned. They are able to take care 
of their respective rights; but the consumer, on whom the 
substantial loss falls, in that he is led to pay his money for 
that which he does not intend to buy, must be protected by 
the courts... .” 


The Not-So-Prudent Purchaser 
“Confusion” is a word of art often seen in the trade-mark 
literature. Its usage in terms of goods has already been dis- 
cussed; its usage in terms of personalities requires further 
exposition. 


Who are these confused souls whom the trade-mark laws 
strive to protect? ‘‘The person to be considered, the courts say, 
is not the first or intelligent purchaser, but the ultimate or 
ordinary purchaser, not the expert or the careful person, but 
the normal, every day purchaser, or, as some judges have desig- 
nated him, the unpracticed purchaser, the inattentive purchaser, 
the ignorant purchaser or the unwary purchaser.’’*® 


The test varies greatly according to the nature and.quality of 


93. National Fruit Product Co. v. Dwinell-Wright Co., 47 F. Supp. 499 (D. Mass. 
1942), 32 T. M. R. 114, 516. 

94. See also the discussion of these cases in Mock, Status of Food, Drug, and 
Cosmetic Trade-Marks, 3 Foop DruG anp CosMeETic L. Q. 499, 502 (1948). 

95. Jenkins Brothers v. Kelly § Jones, 277 Fed. 211, 214 (3rd Cir. 1915), 6 
T. M. BR. 53. 

96. Rogers, The Unwary Purchaser—A Study in the Psychology of Trade-Mark 
Infringement, 8 Micn. L. Rev. 613, 614 (1910). Footnotes are omitted. 
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the article involved. The university professor and the bootblack 
may be the same ‘‘prudent man”’ insofar as the law applies 
that test in a suit arising out of stepping into a manhole. But 
when these same persons climb out of the same manhole, with 
no injury except to pride, and continue on to the A & P to buy 
some tins of soup, and both are victims of trade-mark deception, 
the tests which the court will apply will differ significantly. A 
prominent commentator considers this to be the rule: 


[T]he law presumes that the purchaser whom it must protect 
en masse uses only such expert knowledge as one might rea- 
sonably expect to find among persons of his age and class, 
having similar experiences and opportunities.®’ 


Much more care is expected of the public in buying an expen- 
sive product, or one only occasionally purchased, as distinct from 
an ordinary item, such as a package of Life Savers which is bought 
on the run. This latter type of purchase has been characterized 
as an ‘‘impulse sale’’ in an opinion which went on to say, ‘‘That 
care and caution in the selection of goods is not applied to this 
kind of sale which a purchaser would devote to the selection 
of an article of more importance.’’®® 


But very sensibly, evidence of confusion or deception alleged 
to arise from the infringing trade-mark would be accorded 
different weight if it was connected with the buying of a box 
of twenty-four in a grocery store. The more deliberate and care- 
ful consideration involved in a purchase under these circumstances 
would warrant a different evaluation of reports of confusion 
from that given to a purchase by a commuter who, with seconds 
to spare before his train leaves, plunks down his nickel and grabs 
what he thinks is a package of Life Savers. 


At least with respect to goods having a wide mass market, the 
‘‘man’’ who is deceived need not be quite so reasonable or prudent 
as in other branches of law. There are almost as many tests 
laid down as there are trade-mark cases. The opinion of the 


97. 2 Nims, THE Law or UNFAIR COMPETITION AND TRADE-MARKS 1027 (4th ed. 
1947). 

98. Life Savers Corp. v. Curtiss Candy Co., 87 F. Supp. 16, 18 (N. D. Ill. 1949), 
40 T. M. R. 520, aff’d, 182 F. 2d 4 (7th Cir. 1950). 
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Court of Appeals for the Seventh Circuit in litigation involving 
Pillsbury flour is a fair epitome of the more liberal cases: 


[The purchaser] is not bound to study or reflect; he acts 
upon the moment. He is without the opportunity of compari- 
son. It is only when the difference is so gross that no sensible 
man, acting on the instant, would be deceived, that it can be 
said that the purchaser ought not to be protected from 
imposition. Indeed, some cases have gone to the length of 
declaring that the purchaser has a right to be careless, 
and that his want of caution in inspecting brands of goods 
with which he supposes himself to be familiar ought not to 
be allowed to uphold a simulation of a brand that is designed 
to work a fraud upon the public. 


Unclean Hands and Laches 


If consumer protection be regarded as one of the goals of 
our system of trade-mark law, then in many cases it is difficult 
to justify the allowance of the equitable defenses of unclean 
hands and laches. 


The Restatement of Torts defines the doctrine of unclean 
hands in this manner: 


One who in his trade-mark or trade name or in his market- 
ing methods habitually makes misrepresentations about 
himself or his goods, services, or business in matters of 
substantial importance to his prospective purchasers is 
barred, wholly or partially, from relief against another who 
would otherwise be liable to him.’ 


~ 


The doctrine is not necessarily a defense. The court, looking 
to protection of the public, may cause it to be considered even 
though the defendant has not pleaded it. ‘‘It is given effect to, 
not on defendant’s account, but because of the public.’ 


The courts in cases in this area often hammer away with talk 
of public interest, but an unfortunate boomerang is frequently 
the result. The court will not entertain the suit, pointing at 
plaintiff’s dirty hands. This one plaintiff has been deprived of 


99. Pillsbury v. Pillsbury-Washburn Flour Mills Co., 64 Fed. 841, 847 (7th Cir. 
1894). 

100. RESTATEMENT, TorTS sec. 749 (1934). 

101. Memphis Keeley Institute y. Leslie E. Keeley Co., 155 Fed. 964, 974 (6th 
Cir. 1907), 4 T. M. R. Bull. 9. 
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his day in court because of his wrongdoing, but the real sufferers 
are the great mass of consumers. They continue to be deceived 
by the actions of both plaintiff and defendant, because the court 
has refused to hear the suit. 


Would it not be feasible, in cases where the trade-marks of 
two parties are deceiving the public, for equity to restrain the 
use of both names? As matters stand now, if the plaintiff has 
any taint on his hands, the court, by refusing to entertain his 
suit, in effect grants legal sanction to continue deception of 
the consumer by both users of the mark. 


As Professor Chafee puts it, in speaking of a case discussed 
earlier,’°? “Because <A’s California fig syrup has no figs in 
it, A is punished by giving the public two ‘fig syrups’ with no 
figs. Deception continues with confusion combined.’’! 


In an earlier decision, the mark Fruit Puddine, as applied 
to a food concoction which contained no fruit whatsoever, was 
held to be a sufficient misrepresentation to bar the issuance of 
an injunction against infringement.’™ 


Again equity applied a clean hands doctrine which denied 
trade-mark protection to one who had deceived the public. But 
again what was the result? Fruit Puddine could be used by the 
rival producer, as well as by anyone else, as a product name, 
and deception of the public was increased. Once more, it would 
seem only just that equity would go a step further and clean 
its own hands of the increased confusion and deception which 
it causes by its non-action, by forbidding the use of the mark 
by any wrongdoer before the court. 


In 1897, this hope for a change of doctrine was expressed. 
‘*Tt would seem that this rule might be modified so as to permit 
this court, for the protection of the general public, to enjoin 
both parties; but so long as it remains the rule of the Supreme 
Court, it is the duty of inferior tribunals to follow it.’’!° 


More than half a century has gone by, and the iniquity of this 


102. See discussion of Worden v. California Fig Syrup Co., 187 U. 8. 516 (1903) 
at page 24 supra. 

103. CHAFEE, SOME PROBLEMS OF Equity 67 (1950). 

104. Clotworthy v. Schepp, 42 Fed. 62 (C. C. 8. D. N. Y. 1890). 

105. Hilson Co., v. Foster, 80 Fed. 896, 901 (C. C. 8. D. N. Y. 1897). 
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application of unclean hands has been apparent on many occa- 
sions, but the position of the rule in our judiciary has remained 
substantially steadfast. 


The invocation of the doctrine of laches is another device 
by which the public is prevented from enjoying even the indirect 
benefits which might flow to it by virtue of one competitor suing 
another. 


What if for some reason the makers of Creamy-Delish choco- 
late bars do not promptly stand on their rights, as the owners of 
a registered trade-mark, to stop the sale of Creami-Dee-Lish 
candy? The court will forget the public good, will studiously 
overlook thousands of judicial opinions expressing pious words 
about protecting the public from confusion and deception, and 
will hand down an opinion sanctioning the defendant-infringer’s 
continued use of the trade-mark. The basis for this decision 
will be the ‘‘equitable’’ principle of laches. 


Of course, there can be no objection to laches as a proper 
defense in circumstances where, by the time of the litigation, 


there appears to be little danger of any further public deception. 


A leading illustration is the Supreme Court case of La Repub- 
lique Francaise v. Saratoga Vichy Springs Company.’ Mil- 
lions of bottles of domestic Vichy were sold in this country for 
twenty-five years before the French bottlers saw fit to protest. 
There was little confusion, for the following differences were 
among those noted by the court: 


1) The two products were quite different in taste and ingre- 
dients. 


2) Saratoga Vichy was effervescent; the French product 
was still. 


3) The labels were very dissimilar in make-up. 
4) The labels were in different languages. 


5) Defendant had generally termed his product Saratoga 
Vichy. 


6) Vichy had become a generic term, indicative of a product 
of several bottlers, available at practically any soda 
fountain in the nation. 


- 191 U. 8S. 427 (1903). 
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The use of the name by American bottlers was upheld,’ 
and justifiably so. As it was determined that there was no longer 
any significant chance of purchaser confusion, the Court could 
now properly ignore this consideration, and decide the case strict- 
ly on the basis of the maintenance of private rights. 


Ordinarily when these defenses of unclean hands and laches 
are invoked, the plaintiff alone suffers by virtue of his loss of 
right to protection. But in suits involving trade-marks, they 
can have a much more widespread effect. Not only is the plain- 
tiff injured, but the buying public is harmed and deluded by 
the continued appearance in the market of deceptive trade-marks. 


The courts, to do equity, should weigh carefully any signifi- 
cant public interest before recognizing the defense of laches; 
further, they should consider the possibility of forbidding the 
use of the offensive marks of both parties, rather than dismissing 
the suit because of the dirty hands of the plaintiff. 


The Federal Trade Commission 
and the Food and Drug Administration 


The stressing herein of the device of the trade-mark infringe- 
ment suit should not becloud the fact that this is but one of many 
measures which results in consumer protection against fraud and 
chicanery in trade-mark practices. Full dress coverage of other 
protection available to the public is beyond the feasible limits of 
this discussion. However mention should be made, even though in 
broadest outline, of the work of the two principal government 
agencies whose mission in safeguarding the citizenry against de- 
ception often involves them in trade-mark matters. 


The Federal Trade Commission plays an important role in 
the fight against misleading trade-marks. There are many possible 
criticisms of the work of this agency, that it is power hungry, 
capricious, overly bureaucratic, and so forth.’°%* Grantedly there 


107. The French Government attempted to counteract the defense of laches with 
the unusual doctrine of nullum tempus, which would allow a government to protect its 
interests many years after ordinary private litigants would be barred, on the grounds 
that its officers had been too busy with important affairs of state to bother promptly 
with a matter such as this. The nominal interest of France as lessor of the springs 
was held to prevent consideration of the doctrine. 

108. For an appraisal and criticism reflecting in some measure this point of 
view, see Hoge, F. T. C. At The Gates, 29 Micu. State B. J. 13 (1950), reprinted in 
41 T. M. BR. 195 (1951). 
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are potential abuses. A competitor may be an anonymous or in- 
direct complainant setting up the public interest in order to have 
the Commission, at no cost to him, prosecute what would otherwise 
be private litigation. Another consideration is that in the matter 
of protecting property rights and preserving good will built up 
over a long period of time, the courts, through experience and tra- 
dition, will show considerably more sympathy than the Commis- 
sion. 


Further, there is the possibility of harrassment. A trade-mark 
owner may have fought long and hard before succeeding in obtain- 
ing registration, only to have this action upset by another agency 
of the government, for the Federal Trade Commission is not bound 
by the actions of the Patent Office.’ 


Notwithstanding these criticisms, the Commission is a firmly 
established organization, whose continuing existence is apparently 
rather certain, and it is in many ways very well qualified to 
handle trade-mark frauds. 


Unlike ordinary tribunals, the Commission can neglect the 
element of unfair competition and look out solely for the public 
good.'?° It can operate on a broad scale, conducting industry-wide 
investigations in order to gain an over-all picture. It has the aid 
of economists and technicians, and ordinary rules of evidence do 
not bar consideration of past studies made by these experts.! 
Unlike the courts, there is no restriction on its power to modify 
or cancel orders and decrees concerning trade-marks whenever 
changed circumstances dictate.'!” 


‘‘Trade Practice Conferences’? have been encouraged, in 
which business groups and the Commission codperate in the adop- 
tion of rules as to what will be considered fair competition. These 
generally incorporate trade-mark provisions.’® 


The Commission can often avoid the problem of a multiplicity 
of private suits. If a merchant sells bottles of Coca-Cola filled with 


109. N. Fluegelman § Co. v. Federal Trade Commission, 37 F. 2d 59, 61 (2d Cir. 
1930), 21 T. M. RB. 585. 

110. 38 Srat. 719 (1914), as amended, 15 U. S. C. sec. 45(b) (1946). 

111. See Jacob Siegel Co. v. Federal Trade Commission, 327 U. 8. 608, 614 (1946), 
36 T. M. R. 117. 

112. 38 Srat. 719 (1914), as amended, 15 U. S. C. sec. 45(b) (1946). 

113. FTC ANN. Rep. 60 (1950). 
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a substitute, then not only the trade-mark owner but also the 
thousands of purveyors of the genuine item conceivably could 
institute unfair competition suits in their own behalf or purport- 
edly as defenders of the public. But is not a simpler solution in 
many cases to have the problem handled in one proceeding by an 
agency such as the Federal Trade Commission? 


Since the Wheeler-Lea Amendment"* overcame the limiting 
effect of the 1931 Raladam decision," the Commission has had 
considerable power over those deceptive trade-mark practices 
which constitute false advertising.'’® ‘‘Greater protection of the 
consuming public against deceptive selling practices was the prin- 
cipal objective of the Wheeler-Lea Amendment. . . . Its practical 
effect was to make injury to the public a sufficient basis for Com- 
mission action.’’!!7 


Section 14(c) of the Lanham Act is a new grant of power to 
the Federal Trade Commission, which allows it to institute pro- 
ceedings for cancellation of a trade-mark. As this makes no refer- 
ence to section 2(d), on confusion, but only to sections 2(a), 2(b), 


and 2(c), whose most important provision refers to deception, it 
might well be that the draftsmen of the law envisioned cancellation 
proceedings only in the latter case. As this provision was put in 
at the last moment, the legislative history is not enlightening on 
this point. 


The new provision is a curious and rather unwise grant of 
authority. It allows cancellation of a registration, but ignores the 
problem of continuing use of a deceptive trade-mark. Possibly 
an answer might be found in future judicial interpretation of sec- 
tion 43 of the Lanham Act, which is a broadly drafted provision 
allowing a civil action by a person who is damaged or likely to be 
damaged by the use of a false and misleading trade-mark. 


114. 52 Srar. 111 (1938), 15 U. 8. C. 52 et seq. (1946). 

115. False advertising could not be forbidden where there was no showing of 
injury to honest competitors. Federal Trade Commission v. Raladam Co., 283 U. 8. 643 
(1931), 21 T. M. R. 575. 

116. In spite of the statutory language in section 15 of the Wheeler-Lea Amend- 
ment (15 U. 8. C. sec. 55(a)[1946] which excludes labeling, ‘‘the courts have re- 
peatedly upheld the jurisdiction of the Commission to prevent unfair competition by 
means of false labeling and misbranding.’’ Fresh Grown Preserve Corp. v. Federal 
Trade Commission, 125 F. 2d 917, 919 (2d Cir. 1942), 32 T. M. R. 146, aff’d, 139 F. 2d 
200 (2d Cir. 1943). 

117. FTC ANN. Rep. 2 (1950). 
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There is a marked similarity to many of the previously dis- 
cussed principles of trade-mark law in the excerpt below, which is 
culled from a table in a Commission report entitled ‘‘Types of 
Unfair Methods and Practices: Typical Methods and Practices 
Condemned in Orders to Cease and Desist:’’ 


23) Giving products misleading names so as to give them 
a value to the purchasing public which they would not other- 
wise possess, Such as names implying falsely that—. . . 

b) They are composed in whole or in part of ingredients or 
materials which in fact are present only to a negligible extent 
or not at all, or that they have qualities or properties which 
they do not have; or... 

g) They were made in a country, or city, or locality consid- 
ered of importance in connection with the public taste, 
preference, or prejudice. . . .1'% 


Quite often, very similar factual situations will be the subject 
matter of proceedings by private litigants and by different govern- 
ment agencies. An example would be the use of ‘‘orange’’ as part 
of a trade-mark on a beverage which contains little or none of 
that fruit. 


In a suit between private parties mentioned earlier, Orange 
Crush was held not an intrinsically deceptive mark."’® The Food 
and Drug Administration, in a case involving a similar product, 
seized a quantity of Bireley’s Orange Beverage, charging economic 
adulteration in that the product appeared better.than it actually 
was. On appeal, the court ordered a new trial, and stated that the 


issue ‘‘is squarely this: Would the ordinary consumer confuse 


claimant’s product with undiluted orange juice?’’!*° The product’s 
mark was one of many factors taken into account in this pro- 
ceeding. 


Finally, in a Federal Trade Commission action, an order was 
issued which would have prevented, iter alia, the use of ‘‘orange’’ 
as part of a trade-mark for a beverage not composed wholly of 


118. FTC ANN. Rep. 102, 106-107 (1950). 

119. Orange Crush Co. v. California Crushed Fruit Co., 297 Fed. 892 (D. C. Cir. 
1924), 14 T. M. R. 228. 

120. United States v. 88 Cases, More or Less, Containing Bireley’s Orange Bever- 
age, 187 F. 2d 967, 973 (3rd Cir.), cert. denied, 342 U. S. 861 (1951). 
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the natural juice of the fruit. The Court of Appeals for the Seventh 
Circuit thought this a little too stringent, so it modified the order 
by allowing such a trade-mark to be used, but only in conjunction 
with an explanatory statement setting forth the true contents.’ 


The same proceeding may involve trade-mark principles de- 
rived from the common law, federal regulatory legislation, and 
specific trade-mark statutes. In a four-star example, the court 
upheld rights to the use of Raisin-Bram as a designation for a 
Kellogg cereal which contained about one-third bran. Charges 
hurled at it sounded in 1) unfair competition, under common law 
doctrines; 2) descriptiveness, under the Trade-Mark Act; 3) mis- 
leading labeling, under the Food, Drug, and Cosmetic Act; and 4) 
false and misleading advertising, under the Federal Trade Com- 
mission Act.!%? 


There is a noteworthy dictum in this case to the effect that 
plaintiff’s violation of the Federal Trade Commission Act or the 
Food, Drug, and Cosmetic Act can be defensively pleaded, even 
though no proceeding has been instituted by either agency.!** 






















Overlapping of power has brought about occasional conflict 
between the two agencies. A declaration by the Federal Trade 
Commission has avoided one major potential area of difficulty 
arising from dual jurisdiction over deceptive trade-marks: 


It is the policy of the Commission not to institute pro- 
ceedings in matters such as the labeling or branding of com- 
modities where the subject matter of the questioned portion 
of the labeling or branding used is, by specific legislation, 
made a direct responsibility of another Federal agency. In 
proceedings involving false advertisements of food, drugs, 
cosmetics, and devices as defined in section 15 of the Federal 
Trade Commission Act, account is taken of the labeling re- 
quirements of the Food and Drug Administration in any cor- 
rective action applied to the advertisement. . . .1*4 









121. Federal Trade Commission v. Morrissey, 47 F. 2d 101 (7th Cir. 1931). 

122. Skinner Mfg. Co. v. General Foods Sales Co., 52 F. Supp. 432 (D. Neb. 
1943), 33 T. M. R. 494, aff’d., 143 F. 2d 895 (8th Cir.), 34 T. M. R. 274, cert. denied, 
323 U. 8. 766 (1944). 

123. See Skinner Mfg. Co. v. General Foods Sales Co., 52 F. Supp., 432, 444 (D. 
Neb. 1943), 33 T. M. R. 494, aff’d., 143 F. 2d 895 (8th Cir.), 34 T. M. R. 274 cert. 
denied, 323 U. 8. 766 (1944). 

124. FTC ANN. Rep. 130 (1950). 
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A still unsettled question is that of res judicata. If it has been 
stipulated that the trade-mark or labeling has been held not mis- 
leading by the Federal Trade Commission, then the Food and 
Drug Administration is barred from instituting similar proceed- 
ings. But in less clearly cut instances, the matter is far from 
black letter precision.’** Notwithstanding the generally sound basis 
of the rule of res judicata, it should probably be applied cautiously 
in trade-mark matters which arise before both agencies, in light of 
the fact that the laws which each administers are designed solely 
for the protection of the public. 


An interesting suggestion has been advanced as a means to 
eliminate many of the problems arising from dual jurisdiction. 
First, legislation would be enacted to give similar control over 
advertising and labeling to the Federal Trade Commission and 
the Food and Drug Administration. Then a board would be set up 
with representatives of both agencies and a neutral appointee of 
the President. This group would resolve jurisdictional contro- 
versies, and would be guided by a policy that 


cases of- false advertising or labeling primarily affecting 
health and cases involving labeling which violate specific 
standards prescribed by or under the Food, Drug, and Cos- 
metic Act should go to the Food and Drug Administration. All 
other cases should go to the Federal Trade Commission 
whether they concern labeling or advertising.’*® 


The Food and Drug Administration takes an important part 
in the fight against deceptive food trade-marks. Much like the 
Federal Trade Commission, it can make policy decisions of broad 
scope. It has great flexibility in its proceedings, enjoys the as- 
sistance of technical experts, and is not restricted by doctrines 
such as laches in its efforts to safeguard the public welfare. 


Major divisions of the Federal Food, Drug, and Cosmetic 
Act of 1938 pertaining to food standards,’*’ adulteration,’** and 


125. For a general discussion, see Kleinfeld and Goding, Res Judicata and Two 
Coordinate Federal Agencies, 95 U. or Pa. L. Rev. 388 (1947). 

126. Kittelle, A Suggested Solution of the Problems of Dual Jurisdiction Over 
Food, Drug, and Cosmetic Advertising and Labeling, 2 Foop Druae Cosmetic L. Q. 360, 
371 (1947). 

127. FereperaAL Foop, Drue anp Cosmetic Act sec. 401, 52 Strat. 1046 (1938), 
21 U. 8. C. sec. 341 (1946). 

128. Id. sec. 402, 52 Srat. 1046 (1938), 21 U. S. C. see 342 (1946). 
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misbranding’”® all give considerable protection to the consumer. 


Section 401 of the Act authorizes the prescribing of standards 
of identity and quality. After a definition is issued, the product 
must conform to this standard if it is purported to be such a food 
by reason of its trade-mark or other means of identification. 


If a valuable constituent is indicated in a trade-mark, but 
forms no significant part of the food product, then prosecution 
may follow as a consequence of the violation of the adulteration 
provision?® of the Act. This was a factor in the Bireley’s Orange 
Beverage case mentioned above,'*! where a question was whether 
the public took the name to indicate an orange juice content greater 
than the six parts in a hundred which it contained. 


Section 403 and an accompanying regulation on misbranding 
read in part as follows: 


A food shall be deemed to be misbranded— 
(a) If its labeling is false or misleading in any particular. 


Regulation 


(1.7)(b) The labeling of a food which contains two or more 
ingredients may be misleading by reason (among other rea- 
sons) of the designation of such food in such labeling by a 
name which includes or suggests the name of one or more 
but not all such ingredients, even though the names of all such 
ingredients are stated elsewhere in the labeling. 


In a proceeding typical of many which fall under this section, 
a product designated Egg-O-Muk was classed as misleading in 
that there was a false implication that substantial quantities of 
these foods were present.'*? 


Dozens of other cases might be cited, were a full-length study 
of the Food and Drug Administration and the Federal Trade 
Commission within the province of this paper. Of equal importance 
are the cases which never come into existence, for the ever-present 


129. Id. sec. 403, 52 Stat. 1047 (1938), 21 U.S. C. see. 343 (1946). 
130. Id. sec. 402, 52 Srat. 1046 (1938), 21 U. S. C. sec. 342 (1946). 

131. United States v. 88 Cases, More or Less, Containing Bireley’s Orange 
Beverage, 187 F. 2d 967 (3rd Cir.), cert. denied, 342 U. S. 861 (1951). 

132. United States v. G. Fred Obrecht, CCH Foop Drua Cosmetic Law Rep. par. 
3040.30 (FSA Notices of Judgment, Foods No. 8894, D. Md. 1945). 
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threat of prosecution or publicity by these two agencies stands as 
a continual deterrent to the use of deceptive trade-marks. 


Conclusions 


Is the consumer protected against fraudulent trade-mark 
practices? The answer is a hopeful, qualified yes. 


Is the protection derived from the trade-mark laws? To a 
large measure it is, but only indirectly. As shown throughout this 
paper, ‘‘public interest’’ is a ubiquitous phrase in trade-mark 
litigation. Almost always, however, its use is just as a test for the 
protection of private property rights. Yet in practice, the net 
result of the typical suit is that the consumer is a beneficiary, 
grantedly in a vicarious sense, but nonetheless a beneficiary of the 
striking down by the court of the misleading trade-mark. 


So the present system is workable. Property rights are up- 
held, and consumers’ rights generally at the same time receive 
sufficient recognition. There are possible changes, as mentioned 
throughout this paper, but the basic framework is sound. 


As suggested earlier, the doctrines of laches and, particularly, 
unclean hands can have unhappy repercussions for the public if 
applied unwisely in trade-mark cases. A court of chancery has a 
duty to foster a sound public policy by seeing that the parties in 
litigation act equitably towards consumers as well as towards 
themselves. Banning the use of deceptive marks by both parties is 
one answer. As a possible compromise in some situation, the court 
might offer to overlook past unclean hands and grant the plaintiff 
relief conditioned on his giving up the deceptive practice in ques- 
tion.?** 


The bulwark of consumer protection against misleading trade- 
marks is made up of many components other than the trade-mark 
laws. The work of the Federal Trade Commission and the Food 
and Drug Administration has been pointed out. In general, these 
two bodies supply a great measure of the deserved protection to 
the public which the courts in private litigation are unable or un- 
willing to give. 


133. See Morton Salt Co. v. G. S. Suppiger Co., 314 U. 8. 488 (1942); Hartman 
v. Cohn, 350 Pa. 41, 38 A. 2d 22 (1944), 35 T. M. R. 18. 
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Other government agencies play roles of varying significance. 
In a recent count, no less than forty-six were found to be con- 
cerned with aspects of the control of the quality of goods.’™* 


Numerous other instrumentalities aid in safeguarding the 
consumer against trade-mark deception. All the states have trade- 
mark statutes of varying importance. Many have miscellaneous 
legislation such as codes of unfair competition, food and drug 
laws, and so-called Printers’ Ink statutes for false advertise- 
ments.?*5 


Trade organizations, Better Business Bureaus, groups such 
as Consumers Union, and devices such as the Advertising Index 
Expurgatorius of The New York Times are all of significant im- 
portance in keeping down trade-mark deception. Still another pos- 
sible remedy, although one which would rarely be used by the 
ordinary consumer, would be a suit for breach of warranty. 


Basically most important is the desire of the food producer 
to uphold the reputation of his trade-mark, to preserve the good 
will which he has arduously built up. Many of the more offensive 
decisions reported herein are now merely of historical interest. 
If the same factual situations were to arise today, our more en- 
lightened courts would often reach different results. Moreover, 
when a significant amount of litigation will have been tried under 
the new statutory basis, the Lanham Act, it is probable that new 
doctrines, more sympathetic to the rights of the public, will come 
into being. 


Finally, the volume of litigation involving food trade-marks 
which are intrinsically deceptive has considerably lessened as com- 
mercial chicanery dies down and caveat emptor loses force as the 
business ethic. In great measure this is due to more care in choos- 
ing trade-marks, the policing of government and private agencies, 
and certainly the growth of social consciousness in the business 
world. 


134. Auerbach, Quality Standards, Informative Labeling, and Grade Labeling as 
Guides to Conswmer Buying, 14 Law & ConTEemP. Pros. 362, 363 (1949). 
135. See, e.g., NEw YorK PENAL Law 421. 
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NOTES FROM THE PATENT OFFICE 


Notes on Dates of First Use in Trade-Mark Applications 
Under the Trade-Mark Act of 1946 


By Katharine |. Hancock* 


Indefiniteness 


Sometimes an applicant may deem it advisable to phrase the 
date of first use of a trade-mark in indefinite terms, because of 
uncertainty as to the actual date due to incompleteness of business 
records. 


Of course, if possible, it is most advisable to state the date of 
first use specifically, because the only part of the statement which 
will be recognized in Patent Office proceedings without further 
proof is the latest definite date which can be found in applicant’s 
phraseology. 


Where it is considered necessary to give a date in broad 
terms, such as, for example, ‘‘prior to Jan. 1, 1930,’’ ‘before May, 
1935,’’ ‘fon or about Aug. 15, 1940,’’ or ‘‘in Oct., 1945,’’ such 
terminology will be accepted, but the date will be treated in Patent 
Office proceedings as being Jan. 1, 1930, May 31, 1935, Aug. 15, 
1940, and Oct. 31, 1945, respectively. 


Where applicant’s situation makes a broad statement of the 
date of first use necessary, the use of indefinite phraseology serves 
the purpose of giving notice that, when called upon, applicant will 
undertake to prove an earlier date than specifically set forth, with 
the result that third parties are not misled into reliance on the 
stated date as the true earliest date of use. 


Under Sec. 2(f) ‘‘in whole’’ or ‘‘in part’’ 


Where only one element of a composite mark is put under 
the provisions of Sec. 2(f) (a procedure commonly referred to as 
registration under Sec. 2(f) ‘‘in part’’), it is not necessary to 
state separate dates of first use as to that element alone. 


This is true because the requirements to state dates of first 


* Trade-Mark Examiner, U. 8. Patent Office, Member of District of Columbia Bar. 
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use are governed by Sec. 1 and are independent of Sec. 2(f) re- 
quirements. Sec. 1 requires dates of first use for each mark as a 
whole. The date of first use anywhere indicates the date of the 
birth of the trade-mark right; and the date of first use in com- 
merce gives the basis for federal jurisdiction. 


Sec. 2(f), on the other hand, does not require the giving of any 
specific date to accomplish its purpose. If the application is based 
on use alone under Sec. 2(f), applicant need only be able to state 
that his use goes back five years next preceding the filing date of 
the application, without stating any specific date. If the application 
is not based on use alone, any date referred to would be just one 
of a group of evidentiary facts which are not set out in the appli- 
cation but are submitted separately. 


The requirements for presenting one element of a composite 
mark under Sec. 2(f) are the same as for presenting a mark ‘‘in 
whole’’ under Sec. 2(f), and in neither case is it necessary to set 
out separate dates of use for the purposes of Sec. 2(f). 


The fact that specific dates of first use are not required for 
Sec. 2(f) purposes is applicable in foreign as well as domestic 
applications. Furthermore, a foreign applicant may under Sec. 44 
elect to relieve himself of stating the dates of use called for in 
Sec. 1 by basing the application on a foreign registration. As a 
result, an application based upon a foreign registration, claiming 
the benefits of Sec. 2(f) either ‘‘in whole”’ or ‘‘in part,’’ need not 
state any date of use at all. It should be added, however, that the 
foreign applicant is not relieved of alleging that the mark is in 
use as a trade-mark. See Ex parte British Insulated Callender’s 
Cables Limited, 83 U.S. P. Q. 319, 39 T. M. R. 1057. 


If desired, dates of first use of a separate element of a com- 
posite mark which is under Sec. 2(f) ‘‘in part,’’ may be given, 
and usually applicants and their attorneys will consider it ad- 
vantageous to do this, because it makes the length of use of the 
separate element a matter of easily accessible public record. 


Where the Description of Goods contains more than one Item 


Where a number of items appear in the description of goods 
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in an application, it is not necessary that the dates of use given 
in the application be applicable to every item. However, if they are 
not, it should be stated to which items the dates do apply. 


This was held in Ex parte Wayne Pump Co., 88 U.S. P. Q. 
437, 41 T. M. R. 379, and Trade-mark Rule 7.3 was amended as 
of Feb. 8, 1952, to conform. 


When there is reason to believe that the dates given do not 
apply to all the items listed, yet there has been no qualification 
in the application to indicate this, it is within the discretion of the 
Examiner to require an explanation and a suitable amendment 
to show the true situation by stating on which goods the mark was 
used on the dates as given in the application. The Examiner’s in- 
quiry might be based on situations such as that certain items of 
the goods named are not believed to have been known or in use on 
the dates given, or that some of the items of goods are so unre- 
lated to each other that it does not seem reasonable to assume 
that they were all being produced by the applicant at the dates 
given. 
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NOTES FROM OTHER NATIONS 
Afghanistan 
Proposed New Legislation! 

Afghanistan and the Persian Gulf Arab Territories, which 
nature has endowed with enormous mineral and agricultural 
wealth, are still undergoing the initial stages of being developed 
into state-administered entities governed by laws. Among these 
natural assets, oilfields in particular, most of which have been 
developed into exploitation, have hastened the flow of foreign 
capital and the emergence of commercial and industrial under- 
takings within these countries, the purchasing power of whose 
populations has consequently increased to a substantial extent. 


However, being industrially backward by scores of decades, 
these countries have to meet their requirements in manufactured 
goods by imports from abroad. 


The lack of experience and sufficient culture of consumers 
have provoked the appearance on the local markets of alarming 
quantities of various imitations of well-known and popular prod- 


ucts manufactured by the world’s leading factories under their 
trade-marks and which have ready sale due also to their being 
widely advertised. These countries, which are still governed 
by a regime of Islamic customary (common) law, lack specific 
regulations and competent courts of justice to deal with imitators 
and counterfeiters. 


Patent and trade-mark registration offices are non-existent 
in Afghanistan and most Arab countries, and in order to secure 
protection for such rights the most that can be done is to publish 
cautionary advertisements in the local press or in the newspapers 
of a neighboring country. Such a procedure, although expensive 
enough, is of little practical value since it does not provide 
thoroughly effective protection and also has the drawback in that 
it is often impossible to obtain a copy of the paper containing 
the advertisement. Furthermore, from the legal standpoint, such 
notices have but little importance in the eyes of local judges and 

Editor’s note: Information contained in this section has been furnished by members 
_ and special acknowledgment is made to the Trade-Marks, Patents and Designs Fed- 


eration of London. 
1. Report furnished by R. Aghababian, attorney and patent agent in Teheran. 
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public administrations and to think that they offer a satisfactory 
means of protection for priority rights is therefore to labor under 
a delusion. 


It was for the purpose of improving this state of things in 
Afghanistan that the writer visited that country recently. Due 
to the absence of a law on the registration of trade-marks and 
patents of invention, the most that could be achieved was to 
create a sort of preliminary filing of the priority and identifica- 
tion, i.e. the only feasible means of protection for the time being. 
Under arrangement with the Afghan Ministry of National 
Economy, applications will now be filed with the registrar of 
that ministry, with particulars of the trade-mark, patent of inven- 
tion, industrial design or trade name being specified in the 
application and the pertinent papers attached thereto. After 
the application has been recorded in the ministry’s register, its 
duplicate (it is submitted in two copies) is endorsed by the latter 
duly sealed and signed, the acknowledgment showing the entry 
date and number of the application. 


The said copy is then submitted to the Central Chamber of 
Commerce of Afghanistan at Kabul together with the text of a 
notice, containing all the above particulars and enclosures, to 
be published in its official gazette after it has been registered 
and filed. 


The central Chamber of Commerce at Kabul is a state- 
controlled institution and the members of the board are 
appointed by the government. It exercises control over all other 
provincial chambers of commerce and these have for their 
members the local businessmen and industrialists whose mem- 
bership is compulsory. 


Thus, importers of foreign goods who could not safeguard 
themselves against imitations, as was the case hitherto when 
cautionary notices were published in any paper, will now be in 
a better position to curb the illicit operations of imitators. 


A draft-bill on the protection of industrial property is now 
being drawn up in Kabul, but it will of course take some time 
before it becomes law and is effectively enforced. It will not be 
so easy to accustom both the authorities and the public to an 
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idea so unfamiliar to them, namely that there is a right to a trade- 
mark or a patent of invention. 


The work of training officials to take proper care of enforc- 
ing new rules and regulations will require much patience, however 
simple they may be. 


Austria 
Restoration of Rights 

The time for restoring rights in industrial property in 
accordance with Section 16 paragraph (1) of law No. 199 of 
June 30, 1949, has, by Decree No. 211 (October 28, 1952), been 
extended to November 30, 1953. 
Chile 

Draft of New Legislation 

A draft bill which is under consideration to modify the 
existing industrial property law would include a provision per- 
mitting association of similar trade-marks for the same class 
of goods. 


Cuba 
Implementation of the Neuchatel Agreement 

On January 30, 1953, a decree to implement the provisions 
of the Neuchatel Agreement of 1947 came into operation. The 
decree makes provision for applications to be filed within six 
months from that date for the restoration of rights or for the 
completion of procedures in respect of trade-marks which lapsed 
or were interrupted by circumstances of World War II. 


Denmark 
German Owned Trade-Marks 


Negotiations are being continued in the Danish Ministry 
of Trade to achieve release of German owned trade-marks. So 
long as these confiscated marks are held by the Danish Ministry 
of Trade, it has been announced that permission will not be given 
to any person to have those marks registered in Denmark for 
the same or similar goods as covered by the Ministry-held trade- 
marks. The original owner is permitted to use the confiscated 
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mark, but may not bring suit against offenders. All confiscated 
marks are being kept in force by the Ministry of Trade. 


Ecuador 
German Owned Trade-Marks’ 
The following decree was published in the January 12 issue 
of ‘‘Registro Oficial’’, the official organ of the government of 
Eeuador. 


WHEREAS :—By Ministerial Agreement No. 0081, of the 
4th February 1944, The Ministry of Agriculture awarded to 
the Welfare and Labour Board the ownership of the Patents 
and Trade-Marks of the Firms of ‘‘ScHertne’’, ‘‘Bayer’’, and 
**7. G. Farpenrnpustriz’’, from whatever source they may be; 
having subsequently verified the transfer registration of the above- 
mentioned trade-marks and patents. 


Tuat by Executive Decree No. 610 of August Ist 1944, the 
Ministry of Welfare and Labour received authorization to sell, 
transfer and place the trade-marks adjudged to them, without 
the necessity, of legal action. 


THAT basing itself upon these and other Agreements and 
Decrees, the Ministry of Welfare sold, and gave in perpetual 
alienation to private entities, said Trade-marks and Patents at 
arbitrary prices, denying in this way the property rights of their 
legitimate owners, breaking the legal and constitutional precepts, 
encouraging illegal competition in the field of industrial property, 
and exposing the health of the public to grave risk. 


THat the Ecuadorian Anti-Tuberculosis League (LEA), 
The Medical Federation of Ecuador, The Welfare Board of 
Guayaquil, The Medical Federation of the Province of Pinchincha, 
The Medico-Surgical Society of Pinchincha, The Medical Faculty 
of the Central University, The Medical Department of Social 
Security, and other organizations of a public and private nature, 
have approached the Government requesting that in the interests 
of justice, restitution of said rights to their legitimate owners 
should be effected; because a continuation of the said adjudica- 


2. Translation furnished by Charles E. Frosst & Co., Manufacturing Pharmacists, 
Montreal, Canada. 
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tions will deprive the country of products which are famous and 
known throughout the world, and which are covered by said 
trade-marks, and will be the cause of the public being defrauded 
when buying products having specifically different properties 
from those already known and manufactured by the firms in 
question. 


Tat because the reasons which were the cause of the meas- 
ures taken against citizens of the Axis countries no longer exists, 
the Ecuadorian Government has proceeded to return part of the 
blocked goods of said subjects, in accordance with legal and 
constitutional practice governing property rights. 


Tat by Supreme Decree No. 718 of August 9th 1944, The 
Ministry of Economy was empowered to revise the concessions 
of Patents and Trade-marks which are contrary to the interests 
of the country and prejudicial to the wishes of the citizens, and 
which in spite of their being in force, were not put into practice 
except in cases in which there was dispute between specifically 
different Institutions, such as those pertaining to Intellectual 
Production covered by specific names which were also registered 
as Trade-marks; this revision did not extend to the Trade-marks 
and Patents awarded to the Ministry of Social Welfare, and by 
them to private entities, due to the fact that Agreements and 
Decrees were dictated later confirming the above-mentioned 
awards, and causing such rights to continue in the hands of third 
parties, who had acquired them at ridiculous prices in the knowl- 
edge that what they had acquired was private property, and that 
the Constitutional Laws forbid all types of confiscations ; and 


Tat the Executive Powers having wished to return said 
Trade-marks and Patents to their legitimate owners, the Procura- 
tor General of the Nation in Official Letter No. 425 of July 4th 
of this year, has judged that the authority to return such rights 
to their legitimate owners rests with the Legislative Body. 


Decree 


Article 1——The attachment of property and transfer of 
Patents and Trade-marks belonging to the firms of ‘‘ScHERING”’, 
‘‘Bayer”’ and ‘‘I. G. Farsentnpustriz’’ is declared null and void; 
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Patents and Trade-marks which were awarded to the Ministry 
of Social Welfare by Ministrial Agreement No. 0081 of February 
4th 1944 and 2nd August 1946 respectively, and Executive Decree 
No. 3029 of May 10th 1944, and sold by this Department of State 
to private entities. 


Article 2.—Therefore, the Ministry of Economy will return, 
without let or hindrance, to their legitimate owners the Firms of 
‘‘Scuerine’’, ‘‘Bayer’’ and ‘“‘I, G. Farspenrnpustrinz’’, all the 
Trade-marks which were awarded to the Ministry of Social Wel- 
fare and sold by them to third parties, and these particulars as well 
as the respective transfers will be noted in the margin of the 
corresponding registers. 


Article 3—The actual Buyers or Holders of the Trade-marks 
the transfer of which is hereby annulled, will receive the same 
amount as that paid upon their acquisition of said Trade-marks 
and Patents, a sum which will be paid by the firms of ‘‘Bayer’’, 
**Scuerine’’, and ‘‘I. G. FarBeninpustriz’”’ by means of a deposit 
with the Ministry of Finance, The Ministry of Finance being 
obliged in turn, to pay the amount stated to said Buyers. 


Article 4.—In virtue of this present Decree, and the payment 
prescribed in the previous Article having been made, the Ministry 
of Economy will cancel in the judicial records of the Ministry 
under his charge, all the registrations and transfers of Trade- 
marks and Patents which were made first of all in favour of the 
Ministry of Social Welfare, and later to individuals who acquired 
said Trade-marks and Patents through purchase or sale, and in 
view of said cancellation will restore these matters to their pre- 
vious state of full control and enjoyment of rights by their 
legitimate owners, who may renew them, register them, or transfer 
them in accordance with the regulations of the Trade-mark and 
Patents Laws and the payment of the taxes and duties established 
under the Stamp Law. 


Article 5.—The sequestration carried out in the City of 
Guayaquil of a lot of products containing ‘‘Conteben’’ destined 
for the Anti-Tuberculosis League (LEA) and the Welfare Society 
of Guayas, is declared null and void; these products having been 
sent by the firm of Bayer for trial purposes on tubercular patients, 
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to be used gratis; These packages of ‘‘Conteben”’ will be returned 
immediately to their legitimate Consignees. 






Article 6——This Decree will come into force upon its publi- 
cation in the Official Registry. Given in the Court of Sessions of 
the Hon. National Congress in Quito, on the 6th Nov. 1952. 











Objectors 


J. M. Velasco Ibarra—Constitutional President of the Repub- 
lic. The Minister of Economics—L. Guzman A. 







List of Objections 





In accordance with the authority conferred upon me by 
Article 65 of the Political Constitution, I feel compelled to object 
to the Legislative Decree which annuls the alienation and transfer 
of Patents and Trade-marks of the firms of ‘‘Schering’”’, ‘‘Bayer’’ 
and ‘‘I. G. Farbenindustrie’’ as inadvisable. 









The reasons supporting this objection on the grounds of 
inadvisability, are that the Patents and Trade-mark property 
of the firms of ‘‘Schering’’, ‘‘Bayer’’ and ‘‘I. G. Farbenindus- 
trie’’, were acquired by third parties in a legal manner under 
Supreme Decree of August Ist 1944, and with legally executed 
Purchase-Sale contracts. 













In this way, legitimate rights were created, which in their 
turn have produced legitimate economic and commercial conse- 
quences which cannot be ignored without causing serious confu- 
sion in situations arising from property rights and the method 
of transferring them which was guaranteed by the Political 
Constitution of the State. 









The only way in which these legally acquired rights obtained 
by third parties by Decree of the Ist August 1944, can be altered, 
would be by expropriation for reasons of Public Utility, and this 
can only be carried out by the National Treasury, the Municipali- 
ties, and other Public Works Institutions. 








For the Supreme Power of the State to ignore in a unilateral 
manner, rights which have been legitimately. acquired, would 
create a disturbing and an alarming precedent which could have 
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grave economic consequences, as nobody would wish to engage 
in productive activities and collective commercial work, if they 
feared that from one moment to another their legal titles and 
rights within the positive protection of the Law could be set aside 
for moral or other reasons. 


The harm which would be caused by such a system would be 
much greater than the personal advantages which might be sought 
on any given occasion. 


J. M. Velasco Ibarra.—Constitutional President of the Repub- 
lic. QUITO. January 9th 1953. 


Great Britain 
Change in Practice 
The Registrar of Trade-Marks has called attention to certain 
changes in practice in the following communication : 


“You will be aware that it has been the practice of this Office 
in recent years to accept the substitution of black and white rep- 
resentations of marks in place of coloured ones where amend- 
ments to the latter have been required in order to comply with the 
official conditions of registration, e.g. by the omission of non- 
distinctive and other offending matter. This practice arose during 
the late war when the requirements of this Office were of necessity 
relaxed in certain directions. 


“It has now been decided that it is proper to revert to the 
practice subsisting before and during the early part of the late war 
when it was necessary to substitute the amended representations 
in colours exactly corresponding with those of the original marks. 
The reason for this requirement is that the Registrar considers 
that the representation of a coloured mark in black and white may 
substantially affect the identity of the latter notwithstanding the 
fact that the mark is to proceed without limitation of colour. He 
is fortified in this view by the interpretation which‘can be placed 
on the terms of the second paragraph of Section 16 of the Trade- 
Marks Act, 1938, and Rule 123 of the Trade-Marks Rules, 1938. 


‘*In future the Registrar is prepared to allow coloured rep- 
resentations showing deletions of offending matter provided that 
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the deletions are of a minor character and are small compared in 
size with the mark as a whole. Amendments of this nature which 
would be allowed are deletions of terms such as ‘established 1870,’ 
‘trade-mark,’ ‘guaranteed,’ and ‘30% proof spirit.’ It is important 
that such amendments should be shown on the representations as 
deletions and not as complete obliterations of the offending matter. 
Where the offending matter occupies a prominent position on the 
mark the mere deletion of the matter will not be allowed and the 
fresh representations which are substituted must correspond ex- 
actly with the mark originally filed with the omission of the un- 
wanted features.” 

Hallmarks 


Reference was recently made in the House of Commons to use 
by Americans of imitations of British hallmarks and to the reg- 
istration of such marks by American firms as their trade-marks. 
The Trade-Marks, Patents and Designs Federation of London 
advises that consultation is now taking place with the British 
Embassy in Washington with a view to taking the most effective 
steps to stop the practice. Under active consideration is the ad- 
visability of seeking to obtain for British hallmarks the protection 
afforded by Article 6 ter of the International Convention for the 
Protection of Industrial Property in all countries which adhere 
to that Convention. 








Iceland 
Trade-Mark Protection® 
The protection authorized by the Icelandic Trade-Mark Act 
has, by Presidential decree of January 23, 1953, been granted to 
Belgian citizens engaged in commerce in Iceland. 














India 
Counterfeit Trade-Marks 


On complaint of the Drugs Controller who had information 
that certain spurious drugs and toilet articles were being manu- 
factured and distributed by persons in Bombay, the High Court 
recently sentenced to one year’s rigorous imprisonment one Mr. 
Kataria, described as a millionaire businessman of Bombay, on 





3. Report furnished by 8. Sigurjonsson, attorney of Reykjavik, Iceland. 
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charges of selling goods with a counterfeit trade-mark, counter- 
feiting a trade-mark and using a false trade-mark. 


Opposition Proceedings 


In Imperial Tobacco Company of India, Ltd. v. Mohamed 
Sattar Sait* the Registrar of Trade-Marks dismissed the opposi- 
tion in which the marks involved were the representation of a pair 
of scissors. The goods involved were coffee and tobacco. The 
opposition was dismissed on the grounds that there was no simi- 
larity whatsoever between the goods. 


Opposition Proceedings 


In Herts Pharmaceuticals Ltd. v. Rao, trading as Oriental 
Products Co.,5 the Registrar denied registration of the word ‘‘ Las- 
so” for ink on opposition of the owner of “Lasso” for adhesive 
tapes. It was held that although the products are sold in the same 
shops, the goods are not of the same description, but the public 
which is familiar with the opposer’s mark were likely to conclude 
that Lasso, Inc., is a product of the opposer. The registrar held 
that this was particularly true when the word “Lasso” is an in- 
vented word and the applicant gives no reason as to how he hit 
upon the word which has been extensively used by the opposer. 


Registration Proceedings 


In ex parte Era Watch Co. Ltd.® the Deputy Registrar of 
Trade-Marks in Calcutta held that an unregistered trade-mark 
could not be assigned even if it was assigned with other trade- 
marks which had been registered unless it was identical or closely 
resembled one or more of the registered marks. 


Opposition Proceedings 


In Imperial Chemical Industries (India) Ltd. v. Amritlal & 
Co. Ltd.” the Registrar of Trade-Marks held that when it is 
proved that an applicant has knowledge of an opposer’s mark and 
that the designer of the applicant’s mark had the opponent’s mark 


. IX Patent, Design & Trade-Mark Review 3. 

. IX Patent, Design & Trade-Mark Review 12. 

. VIII Patent, Design & Trade-Mark Review 173. 
. VIII Patent, Design & Trade-Mark Review 178. 
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before him and had attempted to differentiate, the approach of 
the tribunal is from the point of view of suspicion and similarities 
would be considered rather than dissimilarities. The Registrar 
also held rather significantly that the explanation by the applicant 
of adoption of the mark from a picture in an advertisement pub- 
lished in Life magazine which had found its way into India was 
an active infringement of copyright and debarred registration on 
the ground that it was an act contrary to law. 


Opposition Proceedings 


In Denver Chemical Manufacturing Co. v. Alembic Chemical 
Works Co. Ltd.* the mark “Alecophlogistin” with “Phlogistin” dis- 
claimed was held by the Deputy Registrar in Bombay to be un- 
registrable over opposition of the owner of the trade-mark “Anti- 
phlogistine.” Regarding the disclaimer, the Registrar found that 
“Phlogistin (e)” was not found to be in medical or chemical books 
or in any literature before the opposer first adopted it as a part 
of its trade-mark and the contention of the applicant that it was 
a common descriptive term was not supported by any evidence. 
In this connection it was held that the words “Phlogistin” and 
“Antiphlogistine” satisfied the test of invented words and that they 
are not only new and freshly coined in the sense of not being al- 
ready current in the English language, but are such words as not 
to convey any meaning, or at least any obvious meaning to ordinary 
Englishmen. Registration, therefore, “deprives no member of the 
community of the rights which he possesses to use the existing 
vocabulary as he pleases.’’ 


In commenting on the factors involved in determining like- 
lihood of confusion, the Registrar found as follows: “The con- 
sideration of this question is also dependent on certain rules as to 
comparison of marks which lays down that the two marks must be 
compared both visually and phonetically, all the surrounding cir- 
cumstances such as the nature of the goods, the class of purchasers, 
the composition and nature of each of the words, the tendency to 
slur over certain syllables, particularly when the two words are 
pronounced on the telephones, and the effect of careless pronun- 
ciation and of hastily written orders have to be taken into account; 


8. 





IX Patent, Design & Trade-Mark Review 17. 
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that the marks are not to be compared side by side; that in the 
ease of word marks the words should not be dissected or subjected 
to a meticulous analysis of letters and syllables; that the doctrine 
of imperfect recollection to be applied and the net impression to 
be left on the mind by the marks paying due regard to the leading 
or essential features of each of the marks to be considered; that 
doctrine of first impression as laid down in Aristoe Case (60 R. P. 
C. 87) to be taken into account and finally the principle that, each 
ease has to be decided on its own particular and peculiar cireum- 
stances. Having regard to the above principles and the facts as dis- 
closed viz. that ‘‘ Aleophlogistin’’ is the dominant feature of the 
applicants’ label and for all practical purposes be treated as their 
mark, this is well within the prohibited degree of similarity to the 
Opponents’ registered trade-mark ‘‘ Antiphlogistine.”’ 


Pakistan 
Trade-Mark Registry 

The Under-Secretary of Commerce and Education has made 
the following announcement: “For the convenience of the com- 
mercial community in East Pakistan, a Branch Trade-Marks Reg- 
istry is now functioning at 163, K. C. Dey Road, Chittagong. 
Applications for registration of trade-marks may now be made to 
the Deputy Registrar, Trade-Marks Registry, 163, K. C. Dey Road, 
Chittagong. All other enquiries relating to the registration of 
trade-marks may also be addressed to that office.” 


> 


Philippines 
Proposed New Legislation 
A bill to amend the Trade-Mark Act has been introduced in 
the legislative body of the Philippines. The substance of the Bill 
appears to be as follows: 


(1) The provision which prohibits registration by a foreign 
national who actually uses his trade-mark in Philippines commerce 
unless he is the national of a country which has entered into a 
reciprocal treaty with the Philippines would be removed, thus 
making it possible for foreign nationals who use the mark in the 
Philippines to register. 


(2) An amendment to Section 33 would provide for an appeal 
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to the Supreme Court in opposition and interference proceedings. 
This Section presently provides for such appeal only in cancella- 
tion proceedings. 

(3) Section 39 would be amended to provide for a fee for 
appeals from the Examiner to the Director. 
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CARPENTER v. ROHM & HAAS CO., INC. 
No. 1381—D. C. Del.—May 8, 1952 


TRADE-MaRK Act oF 1946—CoNSTRUCTION—SECTION 43 


Lanham Trade-Mark Act (specifically 15 U. 8. C. 1125(a)) is inapplicable to 
suit for personal injuries resulting from alleged negligence in mislabeling. 


Action for negligence filed by Laurie J. Carpenter v. Rohm & Haas Co., 
Inc. On motion for summary judgment, complaint dismissed. 


Laurie J. Carpenter, of New York, pro se Morton E. Evans and Morford, 
Bennethum, Marvel & Coock, of Wilmington, Delaware, for defendant. 


Ropney, D. J.: 
This is a motion for summary judgment. 


A brief summary of the many former stages of this litigation seems to 
be required. On November 27, 1946, the plaintiff instituted an action against 
the defendant involving the same facts as now relied upon. On February 
27, 1948, this ¢ourt granted defendant’s motion for summary judgment and 
dismissed the action on the ground that the applicable Delaware Statute of 
Limitations, Rev. Code 1935, §5133, barred the action.1 On appeal this 
judgment was affirmed on October 22, 1948.2 On April 28, 1949, plaintiff 
moved to set aside the original order of dismissal of February 27, 1948. This 
motion was denied,® and on appeal the judgment was affirmed. On Decem- 
ber 9, 1950, and again on February 23, 1951, similar motions were made to 
set aside the original dismissal, both of which were denied. 


On June 14, 1951, the present action was instituted. An answer hav- 
ing been filed, the defendant has moved for summary judgment based upon 
the complaint, answer and affidavits. 


The original action was for personal injuries based upon the alleged 
negligence of the defendant in mislabeling a certain product used by the 
plaintiff and purchased by his employer. Upon the same facts this present 
action is brought. A new element in this present action appears in the con- 
tention of the plaintiff that his suit is authorized by the ptovisions of 15 
U.S. C. §1125(a) as set out in the footnote.5 

75 F. Supp. 782. 

170 F. 2d 146. 

9 F. R. D. 535. 

180 F. 2d 749; certiorari denied 340 U. S. 841. 


15 U. 8. C. §1125(a) ‘* Any person who shall affix, apply, or annex, or use in con- 
nection with any goods or services, or any container or containers for goods, a false desig- 
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Insofar as the present suit involves the same facts and applicable law as 
the former suit, this court is estopped from their consideration by the prin- 
ciple of res judicata, this court being bound by the determination of the 
Court of Appeals. 


This leaves, then, a consideration of 15 U. S. C. §1125(a). The plaintiff 
contends that the provision in 15 U. S. C. §1125(a) as originally enacted in 
60 U. S. Stat. 441, 444, provided that all acts or parts of acts inconsistent 
therewith were repealed. The plaintiff, in his brief, contends that this pro- 
vision removes any application of the Delaware Statute of Limitations ‘‘as 
inconsistent in limiting the remedy to an action.’’ I forbear from making 
any comment on this contention except to say that the repealing provision, 
by its exact terms, did not apply to any statute which did not relate to trade 
marks or kindred subjects. 


The Section relied upon by the plaintiff, 15 U. S. C. §1125(a), is a part 
of the Lanham Trade Mark Act. The purpose of the Act and the intent of 
Congress in passing it is clearly set forth in the Act itself and in cases con- 
struing it. No useful purpose would be served in restating them here. In 
Samson Crane Co. v. Union National Sales, Inc., 87 F. Supp. 218 [40 
T. M. R. 33], the purpose, intent and scope of the Act were considered in 
detail and the views there stated were expressly approved in 180 F. 2d 896. 
The cited Act was not effective until July, 1947, and otherwise has no 
application to the question here involved. 


It may be without interest to show the connection of the same plaintiff 
with a somewhat similar state of facts and statutes. 


About 1942 this plaintiff brought suit in the District Court of New Jer- 
sey against the Erie Railroad under the Federal Employers’ Liability Act, 
45, U.S. C. §51 et seq., for an alleged injury happening more than 14 years 
before that suit was brought. A judgment of dismissal was, on appeal, 
affirmed.® The plaintiff then brought suit in the Southern District of New 
York. A judgment of dismissal was affirmed.?7 The plaintiff then brought 
another suit in the Southern District of New York, evidently on the same 
cause of action occurring in 1928 and in this latter suit claimed a right to 
recover by reason of Section 1125(a) of the Trade-Mark law (being the 
same statute here relied on). A judgment of dismissal was affirmed® and 


nation of origin, or any false description or representation, including words or other sym- 
bols tending falsely to describe or represent the same, and shall cause such goods or 
services to enter into commerce, and any person who shall with knowledge of the falsity 
of such designation of origin or description or representation cause or procure the same 
to be transported or used in commerce or deliver the same to any carrier to be transferred 
or used, shall be liable to a civil action by any person doing business in the locality 
falsely indicated as that of origin or in the region in which said locality is situated, 
or by any person who believes that he is or is likely to be damaged by the use of any 
such false description or representation. ’’ 

6. 132 F. 2d 362, certiorari denied 318 U. S. 788. 

7. 170 F. 2d 73 certiorari denied 336 U. S. 904. 

8. 178 F. 2d 921, certiorari denied 339 U. 8. 912, rehearing denied 339 U. S. 939. 





Vol. 43 T. M. R. FAVORITE FILMS CORP., v. WARNER BROS. 491 


the court expressly held the Lanham Trade-Mark Act was not applicable to 
that ease. I think it not applicable to this case. 


The motion of the defendant must be granted and summary judgment 
entered. An appropriate order may be submitted. 


FAVORITE FILMS CORPORATION, et al. v. WARNER 
BROS. PICTURES, INC. 


D. C. S. D. N. Y.—December 31, 1952 


CoURTS—PLEADING AND PRACTICE 
In action for money damages joined with equitable action for injunction and 
accounting, legal claims are triable by jury. 


Action for unfair competition by Favorite Films Corporation, et al., v. 
Warner Bros. Pictures, Inc. Defendant moved to transfer action to non- 


jury calendar. 
Denied 


Fitelson & Mayers and Harold J. Sherman, of New York City, for plain- 


tiffs. 
R. W. Perkins and Joseph D. Karp, of New York City, for defendants. 


WEINFELD, D. J.: 


Three corporations which now own rights to exploit a motion picture 
entitled ‘‘ About Face,’’ originally produced in 1941, but claimed still to 
possess popular appeal and commercial value, have brought this action in 
which they complain of the defendant’s recent release of another picture 
under the same title, as unfair competition. Federal jurisdiction rests on 
diversity of citizenship. ? 


The complaint alleges six separate causes of action, two in favor of 
each of the three plaintiffs, the two causes of action in each instance being 
substantially the same, except for necessary differences because asserted on 
behalf of the particular plaintiff. The plaintiff is clearly in equity and 
supports first cause of action on behalf of each the prayer for an injunction 
and accounting while the second realleges the facts already stated but con- 
cludes with an allegation of money damages appropriate to the demand for 
money damages. P 


The plaintiffs having served a demand for a jury trial of ‘‘all the issues 
so triable * * *,’’ the defendant moves to strike the demand and to transfer 
the case to the non-jury calendar, on the ground that the action is in equity 
and the plaintiffs have no right to jury trial. It is clear from the complaint, 
however, that the second, fourth and sixth causes of action, are plainly 
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actions at law for money damages. These are claims at law triable to a jury, 
notwithstanding their joinder in the complaint with claims in equity based 
on the very transactions for which damages are demanded. 


In the recent case of Russell v. Laurel Music Corp., 104 F. Supp. 815 
Judge Noonan upheld the plaintiffs’ right to a jury trial of the claim for 
money damages, though the complaint contained only a single count on 
which both legal and equitable relief were sought. Here the plaintiffs have 
separated their legal from their equitable claims, and under the authorities 
are entitled to a jury trial of the former. The question is so fully covered 
by Judge Noonan that further discussion here becomes superfluous. 


The motion to transfer the cause to the non-jury calendar is accord- 
ingly denied. Settle order on notice. 


HOOK, et al., doing business as HOOK & MILLER v. 
HOOK & ACKERMAN, INC. 


No. 7990—D. C. W. D. Penna.—March 20, 1953 


CouURTS—PLEADING AND PRACTICE 


Having determined previously that court was without authority to enjoin insti- 
tution of suits against plaintiffs’ customers for patent infringement prior to deter- 
mination of non-infringement, it follows that court is without authority to enjoin 
similar suits alleging unfair competition prior to a decision on the unfair competi- 
tion count in the pending case. 


Suit for declaratory judgment for non-infringement of patent by 
C. Howard Hook and W. W. Miller, doing business as Hook & Miller 
v. Hook & Ackerman, in which defendant counterclaimed for patent 
infringement and unfair competition. 


Plaintiff petitioned the Court to enjoin defendant from filing of 
unfair competition suits against their customers; defendant petitioned 
to modify a previous injunction; Petitions denied. 


William B. Jaspert, of Pittsburgh, Pennsylvania, for plaintiffs. 


Harry Price, of New York City, and Charles L. Cunningham, of Pittsburgh, 
Pennsylvania, for defendant. 


Stewart, D. J.: 


This case is again before us on petitions by both parties for injunc- 
tions. Plaintiffs ask us either to enlarge the injunction of April 2, 1952 
so as to enjoin the defendant from instituting or prosecuting any further 


1. Ring v. Spina, 166 F. 2d 546, 549-550, certiorari denied 335 U. 8.813; Bruck- 
man V. Holizer, 152 F. 2d 730, 731-733; Dellefield v. Blockdel Realty Co., 1 F. R. D., 
689, 690. 
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actions against the plaintiffs’ customers involving any of the issues 
remaining in this case, or to grant a new injunction prohibiting defend- 
ant from instituting or prosecuting any such action; the defendant asks 
us to modify or set aside the injunction of April 2, 1952. 


We have twice discussed the injunction issues raised by these peti- 
tions.1 Our granting of the injunction of April 2, 1952 was recently 
affirmed by the Court of Appeals for the Third Circuit? for the reasons 
discussed by this Court in our opinion in 103 F. Supp. 790. 


When we considered this matter before, we were concerned pri- 
marily with the issue of patent infringement and we refusd to enjoin 
prosecution or institution of suits by the defendant against plaintiffs’ 
customers for the reason that we believed that this Court lacked the 
power to do so under decisions of the Court of Appeals for the Third 
Cireuit. We did, however, enjoin the institution of any further suits 
against the plaintiff’s respecting the issues raised in this case. The only 
issue remaining in this case is that of unfair competition.* If, as we 
have previously determined, we did not have authority to enjoin insti- 
tution of suits against plaintiffs’ customers for patent infringement 
prior to a determination of non-infringement, it follows that we do not 
have authority to enjoin suits alleging unfair competition prior to 
a decision on the matter. Furthermore, we see no need for an injunction 
in this regard since counsel for both parties represented to the Court 
that they now desire to have this issue litigated only once. If these 
representations were in good faith, and we believe they were, there 
is no need for any further injunction. Likewise, we see no reason to 
modify or set aside the injunction granted April 2, 1952 as requested 
by defendant. We will, therefore, deny both petitions. 


HUBER BAKING COMPANY v. STROEHMANN 
BROTHERS COMPANY, et al. 


75-368—D. C. S$. D. N. Y.—February 27, 1953 


REMEDIES—INFRINGEMENT—BasSIS OF RELIEF—IN GENERAL 
Plaintiff who entered into license agreement with one defendant, who registered 
plaintiff’s mark and, in turn, licensed second defendant, is in position of having 
placed its common law trade-mark rights in dispute so that preliminary injunction 
will not issue. 


1. 101 F. Supp. 81 (1951). 103 F. Supp. 790 (1952). 

2. Hook & Miller v. Hook & Ackerman, Inc., 201 F. 2d 512. 

3. We separated the issues of patent infringement and unfair competition for trial 
believing that it was more expeditious to do so. A trial of the issue of patent infringe- 
ment was held and we entered a judgment of non-infringement on August 21, 1952, 106 
F. Supp. 798. 








; 
; 
i 
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CourTS—-PRELIMINARY INJUNCTION 


Even if court feels that plaintiff will ultimately prevail after trial of issues, 
fact that his right at this stage is clearly not beyond dispute is sufficient to deny 
injunction pendente lite; although plaintiff may suffer damage, there is no specific 
indication that the loss will be irreparable before matter can finally be determined. 


Action for infringement of common law trade-mark and unfair com- 
petition by Huber Baking Company v. Stroehmann Brothers Company and 
Quality Bakers of America Cooperative, Inc. 


Motion for preliminary injunction denied. 
Appell, Austin & Gay, of New York City, for plaintiff. 


John Dashiell Myers, Chester C. Baxter and Henry Temin of Philadelphia, 
Pennsylvania; Shelley & Reynolds of Harrisburg, Pennsylvania; Nims, 
Martin, Halliday, Whitman & Williamson, of New York City, for de- 
fendant Stroehmann Brothers Company. 


Greenwald, Kovner & Goldsmith, of New York City, for defendant Quality 
Bakers of America Cooperative, Inc. 


Murpry, J. D.: 


This is a motion for a preliminary injunction arising out of alleged 
unfair competition and trade-mark infringement by defendants in the 
field of bread and other bakery products within the area of the city of 
Philadelphia. Plaintiff is a Delaware corporation with its plant in Wil- 
mington and its market in that State and surrounding areas in adjacent 
States, including the city of Philadelphia. Defendant Stroehmann is a 
Pennsylvania corporation with bakeries in various locations in Pennsylvania 
outside Philadelphia and one in the State of New York. It is charged with 
infringement of plaintiff’s alleged common law trade-marks and with 
unfair competition because of the sale of its bread in certain marked 
wrappers in the city of Philadelphia. Defendant Quality Bakers of 
America Cooperative, Inc., is a New York cooperative corporation with its 
principal offices in the city of New York. The complaint charges it with 
contributing to defendant Stroehmann’s infringement by extending Stroeh- 
mann’s sales territory under a previous membership license agreement to 
inelude the city of Philadelphia and by supplying Stroehmann with 
certain bread wrappers, labels and advertising material for use in Phila- 
delphia. Jurisdiction is based on diversity of citizenship and the requisite 
jurisdictional amount in controversy. 


Plaintiff alleges that it had registered a label bearing the words 
‘‘Huber’s Sun Beam Bread’’ in the United States Patent Office in 1913, 
and had continuously employed that label, or ‘‘Huber’s Sunbeam Bread”’, 
on one or more types of bread from 1913 until 1941. In November, 1941, 
plaintiff signed its application for membership in defendant Quality 
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Bakers of America Cooperative, and its membership became effective some- 
time in 1942. Defendant cooperative consists of members operating 
independent bakeries, now amounting to 114—including plaintiff— 
throughout the United States and Hawaii. In the Fall of 1942, pursuant to 
negotiations between plaintiff and defendant Cooperative which had be- 
gun prior to plaintiff’s membership application, a so-called Sunbeam Cam- 
paign was inaugurated. Defendant Cooperative furnished plaintiff wrap- 
pers and labels for its bakery products in four colors with the distinctive 
portrait of a little girl eating a slice of buttered bread with the subscrip- 
tion ‘‘Miss Sunbeam”’ on the wrapper (and simply ‘‘Sunbeam’’ on one 
label on the bread wrappers) together with the words ‘‘ Huber’s Sunbeam 
Enriched Bread’’ (and simply the words ‘‘Huber’s Milk Improved Sun- 
beam Bread’’ without the portrait on another label). 


On April 27, 19438, defendant Cooperative registered the distinctive 
portrait of the little girl with the United States Patent Office as a collec- 
tive trade-mark. In 1947, the portrait and the word ‘‘Sunbeam’’ were reg- 
istered in Pennsylvania. Other registrations in various states were effected 
in 1946. 


Late in 1944 and early in 1945, two written instruments were executed 
in connection with this promotional campaign. One, an assignment signed 
only by plaintiff’s president on December 26, 1944, purports to transfer 
to defendant Cooperative plaintiff’s ‘‘entire right, title and interest in 
and to the label and the registration thereof, #17387, and each and every 
part thereof, together with the good will of the business with which such 
label is used, reserving unto itself, however, the full and unrestricted 
right to the use of the same within the limits of the trading area herein- 
after specified.’’ A description of this ‘‘trading area’’ follows with an 
attached map both of which include the city of Philadelphia. The second 
instrument is a contract signed by plaintiff on December 26, 1944 and by 
defendant Cooperative on January 2, 1945. In this agreement it is re- 
cited that defendant Cooperative ‘‘ has developed and owns a certain new 
and distinctive work of art, trade-mark, label and package, including the 
attached wrapper, all as represented and known as the ‘Sunbeam’ cam- 
paign.’’ Subject to its due performance of the conditions of the agreement, 
plaintiff is granted ‘‘the right to the use of said work of art, trade-mark, 
label and package, ‘Sunbeam’ campaign, and all and each of the same 
within the limits of the trading area hereinafter specified.’’ The ‘‘trading 
area’’ thereafter described and in an attached map includes the city of 
Philadelphia. : 


On December 21, 1951, defendant Cooperative extended defendant 
Stroehmann’s license to use the Sunbeam campaign so as to include the 
entire city of Philadelphia, subject to the limitation that Stroehmann ‘‘is 
not to sell, or offer to sell, its products under the ‘Sunbeam’ trade-mark 
to any merchant within the extended area who has been a buyer of Huber’s 
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‘Sunbeam’ products as of December 12th, 1951.’’ Defendant Stroehmann 
had been a member of Cooperative, or its predecessors, since 1924; had 
used the Sunbeam campaign outside Philadelphia since 1950; and had long 
before marketed its bakery products in Philadelphia without the Sunbeam 
marks. Shortly thereafter defendant Stroehmann commenced its advertis- 
ing and marketing under the Sunbeam campaign in the city of Philadelphia, 
and accordingly this action was commenced by plaintiff. 


Plaintiff insists that it has built up a valuable good will in ‘‘Sunbeam’’ 
and ‘‘Miss Sunbeam”’ as its trade-marks in Philadelphia which is entitled 
to protection according to the principles of the common law of unfair 
‘competition. In addition, it claims that under the assignment of 1944 and 
contract in 1945 involving defendant Cooperative, it retained exclusive 
rights to Sunbeam in Philadelphia. Defendants, for their part, contend 
that no such exclusive rights are reserved to plaintiff in either instrument ; 
that plaintiff has no common law rights but only ones of a licensee in the 
distinctive portrait of the little girl and the Sunbeam inscription accom- 
panying it; and that plaintiff induced defendant Cooperative to adopt 
‘‘Sunbeam’’ as its nationwide brand name and collective mark for its 
promotional campaign. 


Were this a simple case of infringement by defendant Stroeamann’s 
use of a bread wrapper confusingly similar to that of plaintiff in Phila- 
delphia and plaintiff’s right to exclusive use in that area were beyond dis- 
pute, this court would not hesitate to grant a preliminary injunction. But 
many issues, apart from confusion, cannot be properly deemed beyond 
dispute on the affidavits and pleadings at this stage of the proceeding, so as 
to entitle the plaintiff to this extraordinary remedy. These include plain- 
tiff’s common law rights in Philadelphia to the distinctive portrait of the 
little girl; and the exclusiveness of its reservation of the word ‘‘Sunbeam’’ 
under the assignment of 1944 and of the portrait and word under the con- 
tract of 1945, for use in the city of Philadelphia. Even should the court 
feel, from examination of the papers now before it on this motion, that 
plaintiff will ultimately prevail after trial of these issues, the fact that his 
right at this stage is clearly not beyond dispute is sufficient to deny the 
injunction pendente lite. Quigley Pub Co., Inc. v. Showmen’s Round Table, 
Inc., et al., S. D. N. Y., 7 F. Supp. 410; Park & Tilford Import Corp. v. 
Hunter Baltimore Rye, Inc., et al., S. D. N. Y., 5 F. Supp. 888; American 
Mercury, Inc. v. Kiely, et al., 2 Cir., 19 F. 2d 295. Although plaintiff will 
undoubtedly suffer damage if defendants’ use of Sunbeam is ultimately 
determined to be actionable, there is no specific indication in this ease that 
the loss resulting to plaintiff before the matter can be finally disposed of will 
be irreparable. See Ward Baking Co. v. Oak Park Baking Co., Inc., D. C. D. 
Del., 278 Fed. 627. 


Motion for preliminary injunction denied. 


LL 
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INTERNATIONAL LATEX CORPORATION v. FLEXEES, INC., et al. 
N. Y. Sup. Ct., App. Div., Ist Dept.—March 3, 1953 


REMEDIES—UNFAIR COMPETITION—BASIS OF RELIEF—IN GENERAL 

No merchant can acquire an exclusive right to display his merchandise in pre- 
wrapped packages; where the form of the package is not unique, but utilizes com- 
mon materials and shapes and is appropriate to the size and kind of goods sold, an 
exclusive and enforceable right to use a packaged form usually will not be re- 
garded as having been acquired; but where containers are so unique and distinctive 
that they become associated with a particular product, imitation will be treated as 
unfair competition. 


REMEDIES—UNFAIR COMPETITION—BASIS OF RELIEF—DrEss OF GooDs 

Combination of tubular container, plus an illustrative figure of a female stand- 
ing with arms upstretched, plus use of term ‘‘demi-tasse,’’ all of which had been 
used by plaintiff, encroaches on plaintiff’s trade practice; held that injunction should 
be recast to restrain defendants pendente lite from using representation of standing 
figure with arms upstretched and the term ‘‘demi-tasse’’ in connection with cylin- 
drical packaged girdles, but defendants should not be enjoined from using a seven 
and three-quarter inch transparent tubular container clearly displaying the term 
‘*Flexees’’ or an illustrative female figure not standing and with arms upstretched. 


Appeal from New York Supreme Court, N. Y. County. 


Action for unfair competition by International Latex Corporation v. 
Flexees, Inc, and Artistic Foundations, Inc. Defendants appealed from 
an order granting temporary injunction. Modified. Justice Cohn dis- 
sented with opinion. 


Asher Blum and Mock & Blum, of New York City, for defendants-appel- 
lants. 


Milton Handler, Arthur M. Borden, Sidney J. Silberman, and Lorenz, 
Finn & Nobiletti, of New York City, for plaintiff-appellee. 


Plaintiff International Latex Corporation manufactures and sells 
under its registered trade-mark ‘‘Playtex’’ articles made of latex rubber 
which includes women’s girdles. In 1940 plaintiff began to sell girdles 
individually packaged in a slim tubular container displayed in a counter 
dispenser. 


Plaintiff’s president described this method of display and sale as 
‘‘unique, distinctive and original.’’ As of 1940 he felt that he had ‘‘de- 
vised’’ a novelty in ‘‘merchandising method.’’ : 


Defendant Flexees is a subsidiary and distributor for defendant 
Artistic Foundations, Ine., a manufacturer, which since 1932 has been 
using the trade-mark ‘‘Flexees’’ in women’s brassieres, girdles and 
corsets. This trade-mark has been regularly attached to these products 
of defendants. 
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The products of the plaintiff and defendants have respectively been 
extensively advertised and promoted in the trade. Plaintiff’s girdle 
consists of a single sheet of latex rubber which is either lined or unlined. 
Defendants’ girdle, so far as material here, is made of two-way stretch 
nylon in three sizes. 


Before February, 1952, the Flexees girdles of defendants were sold 
either in unpackaged form to be wrapped by the retailer, or in flat 
packages. In January, 1952, defendants announced to the trade they 
were about to market their girdles in a tubular package. This announce- 
ment was closely followed by the institution of this action on February 
15, 1952. 


The complaint pleads that by their announced marketing methods 
defendants will become engaged in unfair competition with plaintiff. 
The theory of action, as plaintiff describes it on appeal, is that the 
defendants’ tubular package ‘‘is an imitation and an unlawful simulation 
of plaintiff’s stm tube.’’ 


A permanent injunction is sought in a prayer for relief framed in 
very broad language. The court at Special Term has granted a tem- 
porary injunction during the pendency of the action cast in terms quite 
as broad as the ultimate relief sought in the complaint and, in the sweep 
of its directions, giving plaintiff the optimum of injunctive relief that it 
could obtain if it were completely successful on the trial of the issues. 
It is from this order defendants appeal. 


No merchant can acquire in this decade of this century an exclusive 
right to display his merchandise in prewrapped packages. The practice 
has been growing consistently in the United States over a very long 
period and in a wide and ranging field of salable merchandise. As a 
‘‘method’’ of display and sale of merchandise it belongs to the business 
community and we would accept without much hesitation the statement 
made in the opposing affidavit of defendants’ president that there has 
been a recent ‘‘pronounced tendency”’ to sell articles in self-service units 
so that the selection can be made by customers ‘‘with little or no 
attention by a sales clerk.’’ 


Thus the merchant who began to package frozen vegetables or meats 
or toothbrushes or tea or cereals could expect that the package method 
of retailing would be imitated as the convenience, standardization and 
sanitation of prepackaged display and sale became accepted by con- 
sumers. And where the form of the package is not unique, but utilizes 
common materials and shapes and is appropriate to the size and kind 
of goods sold, an exclusive and enforcible right to use a packaged form 
usually will not be regarded as having been acquired. 


There are however shapes and forms of containers which are so 
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unique and distinctive that they become associated by long utilization 
with a particular product. Such an imitation will be treated as unfair 
competition. But a court should not vest the exclusive right to use 
square or a round form of box or a cylindrical form of container in any 
merchant. It is difficult to adduce a ‘‘secondary meaning’’ to a round box 
or a flat box or a cylindrical box in the sense in which that term has been 
used judicially to restrain unfair competition. These practical and 
utilitarian forms are the common and available property of merchants 
generally. 


The proof by the manufacturer of defendants’ containers is un- 
contradicted that packages of this type have been extensively manu- 
factured and used in the United States for ten years. The defendants’ 
cylinders are made of cellulose acetate and the form of the containers is 
described by the manufacturer as ‘‘the simplest, cheapest and strongest’’ 
available because it can be made easily by automatic machinery. 


The size of the tube, seven three-quarter inches, as compared with 
plaintiff’s eighteen one-half inch tube, is dictated by the size of the 
defendants’ girdle which snugly fits the tube using ‘‘a minimum of 
material.’’ Proof of the utilization of this kind of container by merchan- 
disers of other brands of women’s girdles; of women’s slips and stock- 
ings; of children’s underwear and other similar products is adequately 


demonstrated in the record. 


But even a utilitarian form of box or container which would be 
commonly available to merchandisers could also become an instrument of 
unfair competition. While no one could acquire the exclusive right to 
use a square box in trade, an imitative sign on a square box could 
become a destructive instrument of competition and impair the efforts 
and investment of a manufacturer or merchandiser. 


We think the cylinder container, as it is to be used by the defend- 
ants, does something more than utilize, merely, a generally available 
form of package. In some aspects the utilization seems engrafted on the 
special merchandising pattern followed for some years by plaintiff; and 
to the extent that this is clearly demonstrated in the record the tempo- 
rary restraint granted at Special Term should be continued until the 
trial. 


It is the usual view taken of temporary injunctions, however, that 
they should be minimal in their restraint and do only: what is clearly 
demonstrated as necessary to be done during the pendency of the action. 
The plaintiff’s tube has an opaque background color of gold, silver or 
‘‘shimmering pink.’’ Defendants’ tube is transparent disclosing the 
girdle within. 


Plaintiff’s tube, however, bears a design, repeated three times, of 
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a rear-view picture of a girl wearing a girdle with arms upstretched 
above her head holding a round sign containing the inscription ‘‘Play- 
tex.’’ Defendants’ package also bears a design repeated three times of 
a rear-view picture of a girl wearing a girdle, arms upstretched above 
her head, holding an object partially rounded at the point held, and 
containing the inscription ‘‘demi-tasse’’ or ‘‘Flexees.’’ 


It is this combination that seems to us to encroach on plaintiff’s 
trade practice. In detail much of it ean be justified. It is reasonable, for 
instance, to illustrate a girdle on the female figure for which the girdle 
is designed. If such an illustration is to be legible on a tube it must run 
lengthwise with the tube. 


The adoption as a whole is what seems harmful. It is the tubular 
container, plus the illustrative figure with upstretched arms holding the 
rounded form, plus the use of ‘‘demi-tasse’’ which seem all together 
to carry competition over the line of fair practice. Such elements are 
often treated in their total effect. Schlitz Brewing Co. v. Houston Ice 
Co., 250 U. S. 28, and Caron Corp. v. V. Vivaudou, 4 F. 2d 995, are 
illustrative. 


The term ‘‘demi-tasse’’ has been used by both parties in collateral 
merchandising but the harm of its use here does not arise so much from 
a prior right acquired by plaintiff as it does from the fact that the 


term ‘‘demi-tasse’’ on a cylinder seven three-quarter inches long facili- 
tates the implied suggestion that it is a smaller and related product to 
that sold in plaintiff’s eighteen one-half inch tube. The placing of this 
term in the round inscription area held in the upstretched arms of a 
similarly clad girl strengthens this suggestion. 


The stand on which plaintiff displays its packages is patented; de- 
fendants employ an ordinary stand in common use which does not in- 
fringe on plaintiff’s patent and which is clearly marked with defendants’ 
trade term ‘‘Flexees.’’ 


The injunction should be recast to restrain defendants during the 
pendency of the action from using the representation of the standing 
figure with arms upstretched and the term ‘‘demi-tasse’’ on or in con- 
nection with the display of its cylindrical packaged girdles. The order 
should expressly provide that the defendants are not restrained from 
using the seven three-quarter inch transparent container displaying 
clearly the term ‘‘Flexees’’ or an illustrative female figure not standing 
and with arms upstretched; or from using the stand described in the 
record except that the stand shall not contain the term ‘‘Demi-tasse.’’ 
This would seem to us to allow a flow of fair competition between the 
parties. 


The respondents rely on a decision of this court in International 
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Latex Corp v. Scheinberg, 263 App. Div. 861, decided in 1942. The 
court at Special Term after a trial had there granted a permanent 
injunction restraining that defendant from using the containers and 
sales methods as being in unfair competition with this plaintiff. This 
court enlarged the injunctive scope of the judgment. Plaintiff there 
conceded that defendant could use any shape or size of container. 


Even as enlarged by this court the judgment did not prohibit ex- 
pressly the use of a tubular container but it provided restraint as to 
the use of tubes, caps, display stands and methods of advertising ‘‘so 
similar to those of plaintiff as might tend to deceive the trade or the 
public.’’ Our modification of the present order is designed to restrain 
practices demonstrated as constituting unfair competition, but to allow 
merchandising to proceed freely in areas of fair and open competition. 


Any party who is restrained by a court is entitled to clear denota- 
tion of what he is not permitted to do. May’s Furs & Ready-to-Wear, 
Inc. v. Bauer, 282 N. Y. 331. General injunctive language, such as a 
prohibition against displaying packages ‘‘in such a manner as to make 
it difficult to differentiate the girdles manufactured by defendants from 
the girdles manufactured by plaintiff’’ is pregnant with new litigation, 
because such words are open to as much dispute as the underlying acts 
prohibited. Appellants are entitled to a fair measure of precision in a 


court’s interference with their business. 


The order should be modified as indicated, with costs and the order 
should be settled on notice. 


Coun, Justice (dissenting in part). 


The devices and methods employed by defendants in connection with 
the display, merchandising and advertising of their girdles appear to 
be component parts of a plan to deceive and confuse the public, and their 
acts and practices in such connection were properly Reld by the Special 
Term to constitute unfair competition against plaintiff. Accordingly, 
plaintiff was entitled pendente lite to all of the injunctive relief granted. 
International Latex Corp. v. Scheinberg, 263 App. Div. 861. The order 
should in all respects be affirmed. 


ARTHUR MURRAY, INC. v. HORST ; 
No. 52-195—D. C. Mass.—March 3, 1953 


TRADE-Mark Act or 1946—TITLE—LICENSES 
Naked license without either transfer of good will, the communication of a 
trade-mark, or provisions for supervisory control of the product or services is 
invalid because of likelihood of public deception; but where precautions were taken 
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to insure that the Arthur Murray name would continue to indicate to the public 
that it had in the past, namely, a type of instruction conforming to the standards 
and methods of Arthur Murray, court was not dealing with a naked license. 


TRADE-MARK Act or 1946—TiITLE—LICENSES 


Fact that plaintiff failed to exercise the rights to see that defendant complied 
with his obligations under the contract does not give right of action. 


TRADE-MarK Act or 1946——-TITLE—LICENSES 


Licenses containing provisions to control defendant’s methods of operation is 
valid. Held, that there was a transfer of good will by Arthur Murray, and this 
factor is sufficient to validate licensing agreement. 


Action for trade-mark infringement and declaration judgment as to 
validity of trade-mark license by Arthur Murray, Inc. v. Victor F. Horst. 
Dismissed on motion of defendant. 


Joseph B. Abrams, of Boston, Massachusetts, and Simons, Schur & Straus, 
of New York City, for plaintiff. 


Stewart C. Woodworth, William A. Ryan, Lyne, Woodworth & Evarts, Ed- 
win A. Cheney, and Herman Snyder, of Boston, Massachusetts, for 
defendant. 


Forp, D. J.: 
The plaintiff in its amended complaint asks for a judgment declaring a 


1946 license agreement, marked ‘‘C’’ in the complaint, between Arthur and 
Kathryn Murray, co-partners, and the defendant be declared null and 
void. The agreement was assigned to plaintiff corporation December 16, 
1946. Plaintiff also prays for an injunction restraining defendants from us- 
ing the trade-mark ‘‘ Arthur Murray’”’ in his dancing enterprises. The back- 
ground leading up to the filing by defendant of his motion to dismiss is set 
forth in defendant’s brief, pp. 2 and 3. 


In the amended complaint the plaintiff contends that the amended 
agreement (Exhibit ‘‘C’’ of the complaint) of November 25, 1946 is invalid 
because of ‘‘absence aforesaid of the right of control, * * * as well as due 
to the absence aforesaid of the actual exercise of control by plaintiff and its 
predecessors, * * * thereby failing to comply with the requirements of 
‘control’ prescribed for the validity of a trade-mark license by the common 
law of trade-mark licensing, by the Massachusetts law of trade-mark 
licensing * * *.’’ 


The agreement provides in paragraph 23 that the contract involved 
(Ex. ‘‘C’’) shall be interpreted in accordance with Massachusetts law. 


There is no dispute that a naked license without either transfer of 
goodwill, the communication of a trade secret, or provisions for super- 
visory control of the product or services in invalid because of the public 
deception likely to follow. 
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For the purposes of the present motion to dismiss only plaintiff’s 
contention of absence of ‘‘control’’ will be discussed. The question 
to answer in this connection is: Does the amended agreement (Ex. ‘‘C’’) 
contain provisions for supervision? 


In paragraph 2 of the agreement the licensor agreed to furnish 
‘‘such data and information which relates to the dancing business, 
including * * * the text and art work of all advertisements * * * methods 
of interviewing prospective pupils, methods of teaching dance steps, all 
sales procedures which Licensors * * * develop or use in connection 
with the operation of any dance school or dance advisory service * * * .’’ 


In paragraph 3 of the licensing agreement the licensee was to have 
exclusive use of the name ‘‘ Arthur Murray’’ within the territorial limits 
of the contract. 


In paragraph 5 the licensee agreed ‘‘to use all reasonable efforts to 
see that the methods of teaching and the steps taught are in accordance 
with the methods and steps promulgated by the Licensors’’; also licensee 
agreed not to employ dancing instructors other than those who had 
attended a teachers’ training class or course and to see to it that the 
instructors and supervisors employed would have an adequate knowl- 
edge of all the latest dancing steps and the ‘‘Arthur Murray Method’”’ 
of teaching them. Licensee further agreed to maintain the highest 
possible standard of behavior among his employees. 


The defendant, in paragraph 7 of the contract, agreed to honor in 


9 


his studios unused dancing lessons from other ‘‘ Arthur Murray’’ schools. 


In the light of the provisions of the agreement as set forth, it 
appears, as defendant argues, that ‘‘precautions were taken to insure 
that the Arthur Murray name would continue to indicate to the public 
what it had in the past, namely, a type of instruction conforming to 
the standards and methods of Arthur Murray’’. It is plain we are 
not dealing here with a naked license. 


The plaintiff, as stated, agrees that the trade-mark license is valid 
if ‘‘eontrol’’ by the licensor over the licensee exists. Cf. Broeg v. 
Duchaine, 319 Mass. 711 [36 T. M. R. 207]; Associated Perfumers, Inc. v. 
Andelman, 316 Mass. 176; E. I. du Pont de Nemours & Co. v. Celanese 
Corp., 167 F. 2d 484, 489 [38 T. M. R. 666]. However, it argues that because 
the licensing agreement in paragraph 10 provided that. the ‘‘Licensors 
* * * agreed that they will not interfere directly or indirectly with the 
internal management of the Licensee’s business * * * ’’ it was unable 
to control defendant’s methods of operation of the licensed studios. The 
argument has no merit whatsoever. This provision did not relieve 
defendant of his obligations under the licensing agreement and in no 
way was the right of the licensor to supervise methods employed 
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endangered by this provision. This phrase ‘‘internal management’’ is 
a concept entirely foreign to supervision of methods of dancing provided 
by the contract; internal management involves numerous factors with 
which obviously the licensor has not concern, i.e., financing, leases, 
business set-up, corporate or otherwise, and other aspects of business 
management. After all the licensee should have a right to manage 
his own affairs provided he observes the terms of his contract without 
the licensor taking over. A licensee acts wisely in not submitting to 
observation and management by the licensor of the many details outside 
the concern of the licensor. Also plaintiff and its predecessors could 
have exercised their right to see to it that defendant complied with his 
obligations under the contract and the fact that plaintiff did not choose 
to do so hardly helps their position. They take nothing by their inaction 
if they had the right to act, which I find they had.* 


This court concludes that the licensing agreement in question is 
valid, at least on the ground there were provisions in the license to 
control defendant’s methods of operation. In this view, there is no 
need of discussing in detail other reasons advanced by the defendant 
to support validity. It is plain, and I so find, there was a transfer of 
good will by Arthur Murray and this factor also is sufficient to validate 
the licensing agreement. 


The motion to dismiss is allowed with costs to the defendant. 


POLLOCK v. PAUL H. POLLOCK, INC., et al. 
N. Y. Sup. Ct., N. Y. Co.—March 25, 1953 


REMEDIES—UNFAIR COMPETITION—BASIS OF RELIEF—TRADE AND COMMERCIAL NAMES 


A person’s family name may not be given to a corporation which thereby takes 
or substantially encroaches upon another business concern’s good will and rights 
which it has acquired by the use of such name. 


Action for unfair competition by Frederick W. Pollock v. Paul H. 
Pollock, Inc. Injunction granted. 


*It is a bit difficult to understand plaintiff’s position on the question of right of 
control. If I understand its brief, it is stated on page 8 that the validity of the 
defendant’s license depends on existence of control. On page 15 plaintiff contends 
agreement was drawn with intention to give control. That is defendant’s position— 
the right to control was given. It would seem if the right was given and defendant 
prevented its exercise, plaintiff would avail itself of the breach of the agreement by 
resort to paragraph 21 of the agreement (arbitration clause) for a cure of the breach 
or cancellation. It is too late for the plaintiff to complain of this provision in the con- 
tract as preventing control. It is part of the agreement. Nor do I see how this clause 
prevents effective control. 
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Mark 8S. Gilbert, of New York City, for plaintiff. 
Ducker & Feldman, of New York City, for defendant. 
HAMMER, Justice. 
Each of the parties is a pharmacist. They have the same last name. 


The plaintiff for the past twenty-three years has been operating a drug 
store for the filling and compounding of prescriptions and the sale of 
drugs, medicines, chemicals, pharmaceutical products, and similar mer- 
chandise, at the northwest corner of First Avenue and Fifty-seventh Street, 
Manhattan, New York City. The plaintiff has established a well-known 
business with a large clientele and an excellent reputation in the neighbor- 
hood for service, fair dealing and integrity. Over the years, and more 
especially in later years, plaintiff expended large sums of money in ad- 
vertising and in building up ‘‘good will.’’ The reputation and business of 
plaintiff have become valuable property rights. 


The defendant has been in a number of drug store ventures, alone and 
with partners, in the Bronx, the upper west side of Manhattan, on Long 
Island in Freeport and Hempstead, and also in the Manhattan midtown 
area as an employee-pharmacist of a department store. 


In the drug and pharmaceutical trade and to his customers generally 
the individual defendant has been known as Paul and his prior business 
as Paul’s Pharmacy. There is no question but that his reputation as a 
pharmacist and drug dispenser is good. In September, 1952, the individual 
defendant opened a drug and pharmacy store with the usual kindred 
lines, which are mentioned above, as those retailed by plaintiff, at premises 
No. 1163 York Avenue, between Sixty-second and Sixty-third streets. In 
his new venture he incorporated. He is the principal and, in effect, the 
sole stockholder. He also holds the principal offices in the corporation. 
At first, he selected a name similar to the building in which the store was 
located. This being unavailable, he incorporated under the name ‘‘ Ballard 
Chemists, Ine.’’ and within one month changed that to his individual 
name. 


Defendant denied that he had any intention of obtaining trade un- 
fairly by means of the similarity of the corporate trade names. The 
evidence shows, however, that confusion has arisen and that by reason 
of the similarity of the name of the corporate defendant, persons seeking 
plaintiff have been led to the defendant’s store. 


A person’s family name may not be given to a corporation which 
thereby takes or substantially encroaches upon another business concern’s 
good will and rights which it has aequired by the use of such name. Higgins 
Co. v. Higgins Soap Co., 144 N. Y. 462; Henry Mfg. Co., Inc. v. Henry 
Screen Mfg. Co., Inc., 204 App. Div. 27, 197 N. Y. S. 444; Paul Westphal 
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v. Westfall’s World’s Best Corporation, 216 App. Div. 53, 215 N. Y. S. 4; 
Gabriel v. Niederstein’s Restaurant, Inc., 230 App. Div. 716, 243 N. Y. S. 
472; Martha Washington Candies Co., Inc. v. Martha Washington Ice 
Cream Co., Inc., 280 App. Div. 256, 113 N. Y. S. 2d 118 [42 T. M. R. 663). 


Where, as here, the two stores are located in a congested neighborhood 
and persons seeking plaintiff have been misled into going to defendant 
and to dealing with the defendant over the telephone, it must be held that 
the similarity of trade names portends a likelihood of continuing con- 
fusion sufficient to warrant equitable interposition. Defendant corporation, 
its officers, agents and stockholders are enjoined, from using the name 
‘*Pollock,’’ ‘‘Paul H. Pollock’’ or any simulation thereof in its business, 
and Paul H. Pollock is enjoined from using the name ‘‘Pollock,’’ ‘‘Paul H. 
Pollock’’ or any similarity or imitation thereof in the defendant corporation 

‘ or in any incorporation of a drug, drug sundries, pharmacy or apothecary 
in which he is or may become engaged alone or with others. Defendant 
as an individual may use his own name as such but not any simulation of 
plaintiff’s name. 


No money damages are claimed and, although alleged and demanded in 
the complaint, any such claim has been withdrawn. Taxable cost are 
awarded the plaintiff. 

As all necessary findings are stated above, this constitutes the decision 
of the court. Settle judgment. 

























SEARS, ROEBUCK & CO. v. WATSON, Com’r of Patents 
No. 11454—C. A. D. C.—March 12, 1953 









TRADE-MarK Act oF 1946—REGISTRABILITY—SURNAMES 
‘‘J C Higgins’’ held unregistrable as primarily merely a surname. Initials 
are not sufficient to prevent the mark from being primarily merely a surname. 









TRADE-MarRK Act OF 1946—CONSTRUCTION—SECTION 2(e) 
Change in language from 1905 statute was to eliminate an interpretation of the 

earlier language which had prevented registration of such words as ‘‘Cotton’’ or 
‘*«King,’’ which, while the names of individuals, were not primarily so. 











TRADE-MarRK Act OF 1946—COoNSTRUCTION—SECTION 2(e) 

Word ‘‘primarily’’ was added to section to avoid exclusion from registration 
of a word which was primarily not a surname but which could be found as the 
name of an individual. The expression ‘‘the name of a particular person’’ was 
rejected as an inadequate standard for barring registration because it might exag- 
gerate the difficulty. 













TRADE-MarK AcT OF 1946—REGISTRABILITY—SURNAMES 

Although the entire name of an individual may be registrable, this principle 
will not apply if the surname is unduly emphasized or otherwise constitutes the only 
significant part of the mark. 
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Appeal from District Court for District of Columbia. 


Civil action under R.S. 4915 by Sears, Roebuck & Co. to register a 
trade-mark, Serial No. 548,852, filed February 5, 1948. Applicant appealed 
from decision dismissing action. Affirmed. 


C. Willard Hayes, of Washington, D. C. and Frank H. Marks, of Chicago, 
Illinois, for applicant-appellant. 


Joseph Schimmel and E. L. Reyonlds, of Washington, D. C., for the Com- 
missioner. 


Before Proctor, Fahy and Washington, Circuit Judges. 


Fany, Cireuit Judge. 


Sears, Roebuck and Co., the appellant, in 1908 adopted as a trade-mark 
for sporting goods ‘‘J C Higgins,’’ not written, printed, impressed or 
woven in any particular or distinctive manner, and has used it extensively. 
In 1948 the Company applied to the Patent Office for Registration of the 
mark, expressly negativing that the application was under Section 2(f) of 
the Act, Lanham Trade-Mark Act, 60 Stat. 429, 15 U. S. C. §1052(f) (1946) 
which authorizes registration of a mark which ‘‘has become distinctive of 
the applicant’s goods in commerce.’’ This left for decision whether the 
mark was not registrable by reason of Section 2(e) because it was ‘‘ primar- 
ily merely a gsurname.’”! Following a well-considered opinion [41 T. M. R. 
185] of the Examiner-in-Chief the Patent Office refused registration, on the 
ground that ‘‘adding the initials to the surname does not change the mark 
as a whole from being primarily merely a surname.’’ The Company then 
filed its complaint in the District Court pursuant to Rev. Stat. §4915.2 The 
Court, Judge Keech sitting, after a hearing found that the mark ‘‘has as its 
foundation only the surname Higgins’’, ‘‘is clearly dominated thereby’’, 
and is primarily merely a surname.® The complaint accordingly was dis- 
missed. . 


The Trade-Mark Act of 1905, 33 Stat. 726 (1905), as amended 43 Stat. 
647 (1924), prohibited registration if the mark ‘‘consists merely in the name 
of an individual * * * not written, printed, impressed, or woven in some 


1. ‘‘No trade-mark by which the goods of the applicant may be distinguished from 
the goods of others shall be refused registration on the principal register on account of 


its nature unless it— 
* +. * 


*“(e) Consists of a mark which * * * (3) is primarily merely a surname.’’ 60. 
Stat. 429, 15 . 8. C. § 1052 (e) (3) (1946). 

2. Rev. Stat. § 4915 (1875), as amended 35 U. S. C. § 63 (1946), has been repealed 
by Section 5, Act of July 19, 1952, c. 950, 66 Stat. 815. It has been replaced by 66 
Stat. 803, 35 U. 8. C. A. §§ 145, 146 (Supp. 1952). 

3. The court so ruled as matter of law, without regard to evidence offered to show 
that the initials were considered significant by purchasers and customers. Even if the 
offered evidence were considered the result we reach would not be altered. We would 
not feel warranted, therefore, in remanding for consideration of such evidence by the 
District Court. O’Leary v. Brown-Pacific-Mazon, 340 U.S. 504, 508 (1951). 
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particular or distinctive manner * * *.’’ Section 5, 33 Stat. 726 (1905). This 
was held to preclude registration when the mark did consist of something 
more than such a name if in fact the name was its dominating characteristic. 
Howard Co. v. Baldwin Co., 48 App. D. C. 437, 441 (1919). In re Sears, 
Roebuck & Co., 30 C. C. P. A. (Patents) 710, 713-14, 132 F. 2d 341, 343 [33 
T. M. R. 80] (1942), the mark consisted of a man’s bust underneath which, 
in the style of handwriting, were the words ‘‘Thriftily yours Bob Burn- 
ham.’’ In cancelling registration the court said: 


‘¢ * * * Tt is true that the mark at issue in its entirety embraces 
more than the name ‘Bob Burnham’ and that the courts have often 
stated the general rule that marks should not be dissected, but there is 
another well-settled rule which must be applied, viz., that in consider- 
ing the registrability of a composite mark it is proper and necessary 
to determine its dominant feature. * * *’’ 


Being clearly of the opinion that ‘‘Bob Burnham’’, the name of an in- 
dividual, was the mark’s dominating feature, the court held that to be 
registrable it must be found to be ‘‘written, printed, impressed, or woven 
in some particular or distinctive manner’’. Section 5, 33 Stat. 726. 


Appellant points to the change in statutory language. The previous 
language denied registration to ‘‘merely * the name of an individual’’ in- 
stead of, as now to ‘‘primarily merely a surname.’’ As to the significance of 
the change appellant points also to the legislative history of the present Act 
to the effect that Congress intended ‘‘to simplify registration and to make it 
stronger and more liberal’’. 1946 U. S. Code Cong. Serv. 1274. As we read 
the legislative history, however, it indicates that this change was principally 
to eliminate an interpretation of the earlier language which had prevented 
registration of words such as ‘‘Cotton’’, or ‘‘King’’, et cetera, which, while 
the names of individuals, were not primarily so. The intention also was to 
avoid a test whereby if the surname could be found as that of an individual 
in a telephone book or city directory it was unregistrable. Thus in The 
American Tobacco Co. v. Wiz, 20 C. C. P. A. (Patents) 835, 62 F. 2d 835 
[23 T. M. R. 104] (1933), the surname ‘‘Wix,’’ while rare, was refused 
registration because the name of an individual. As was testified in the 
hearings on the 1946 Act, 


‘« # * * There is somewhere on the earth’s surface some person who 
has any name that you can possibly think of. The result is that if lit- 
erally interpreted that provision in the present [1905] act prohibits the 
registration of nearly any word that anybody can think of.’’ 


Hearings before the Committee on Patents, Subcommittee on Trade-Marks, 
House of Representatives on H. R. 4744, 76th Cong., 1st Sess. 40 (1939). Af- 
ter considerable testimony directed to this problem the word ‘‘primarily’’ 
was added, undoubtedly to avoid exclusion from registration of a word 
which was primarily not a surname but which could be found as the name 
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of an individual. See Ooms, How the Lanham Act Affects Trade-Marks, 37 
T.-M. Rep. 383, 384 (1947) ; Derenberg, Threshold of The Lanham Trade 
Mark Act, 37 T.-M. Rep. 297, 302 (1947); Robert, The New Trade Mark 
Manual, p. 61; Diggins, The Lanham Trade-Mark Act, 35 Georgetown L. J. 
147, 159-60 (1947) ; Killips, The New Trade-Mark Registration Statute, 42 
Ill. L. R. 204, 212-13 (1947). 


It also appears from the hearings that the expression ‘‘the name of a 
particular person’’ was rejected as an inadequate standard for barring 
registration because it might exaggerate the difficulty above referred to. 
Hearing, supra, pp. 19 and 41. Instead, ‘‘surname,’’ modified by ‘‘ primar- 
ily merely’’ was adopted. The use of the particular word ‘‘primarily’’ pre- 
vents registration under Section 2(e) of a word used primarily as a sur- 
name, such as ‘‘Johnson’’, rather than, for example, to describe a plant, 
such as ‘‘eotton’’, though found sometimes as a surname. 


‘‘Higgins’’, without the initials, thus primarily a surname, and there- 
fore unregistrable under Section 2(e). It has no other usage and is not so 
rare as not to be primarily a surname. Furthermore, under the 1905 Act 
‘‘J C Higgins’’ alone, being ‘‘merely * the name of an individual,’’ also 
would have been unregistrable. Section 5, 33 Stat. 826. Should a differ- 
ent result now follow on the theory that two initials prevent ‘‘J C Higgins’’ 


from being merely, or primarily merely, a surname and make it an entire 
name? Under the new wording the Patent Office has registered ‘‘ Andre 
Dallioux,’’ Ex parte Dallioux, 83 U. S. P. Q. 262 (1949), giving operative 
effect to the change in language. It ruled that ‘‘ Andre Dilloux’’ was neither 
merely, nor primarily merely, a surname but was the entire name of an in- 
dividual.* The decision indicates, however, that its guiding principles would 
not apply if the surname were unduly emphasized or otherwise constituted 
the only significant part of a mark, citing Beckwith v. Commr. of Patents, 
252 U. S. 538 (1920). The Examiner-in-Chief in the present case, noting the 
Dallioux ruling, turned to the question whether the surname in ‘‘J C Hig- 
gins’’ is unduly emphasized and the only significant part of the mark; that 
is, whether the mark should be characterized as primarily merely a surname 
notwithstanding the initials. Relying in part upon the reasoning in Thad- 
deus Devids Co. v. Davids, 233 U. S. 461 (1914) where in an infringement 
action ‘‘C. I. Davids’’ was held a simulation of the mark ‘‘Davids’’ in 
somewhat larger type, he answered in the affirmative. We agree with his 
view and with the court below that the initials are not suffieient to prevent 
the mark from consisting of ‘‘primarily merely a surname.’’ Even if it 
could be said, contrary to the reasoning of earlier cases such as Howard Co. 
v. Baldwin Co., and In re Sears, Roebuck & Co., supra, that ‘‘J C Higgins’’ 


4. There the individual whose name it was had consented to registration, as re- 
quired. Such consent had also been given in the case at bar. 
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is not merely a surname, it is principally merely a surname and, therefore, 
primarily merely so.5 


Without prejudice to any application which might be filed for registra- 
tion under Section 2(f), supra, the judgment below is affirmed. 


IRMA HOSIERY COMPANY v. SCHULMAN 
No. 5919—C. C. P. A.—January 14, 1953 


TRADE-MarRK ACT OF 1946—REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
‘*Scheherazade’’ for hosiery is not confusingly similar to ‘‘Sheerazair’’ for 
hosiery; marks do not look alike; marks have entirely different significance and 
possibility of such mispronunciation as to result in likelihood of confusion or de- 
ception of purchasers is remote. 
TRADE-MarRK ACT OF 1946—REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
Likelihood of confusion from similar marks is largely a matter of opinion; 


prior decisions are of little value in a cancellation proceeding because each case must 
rest upon its own distinctive facts. 


Appeal from Commissioner of Patents. 


Cancellation proceeding by Ernest Schulman v. Irma Hosiery Com- 
pany, Registration No. 440,410, issued August 31, 1948. Registrant ap- 
pealed from decision sustaining petition. Reversed. Rehearing denied, 
March 6, 1953. 


O’CoNNELL AND CoLeE, Judges, dissent with opinions. 
Arthur N. Klein, of Philadelphia, Pennsylvania, for appellant-registrant. 


Ernest Schulman, pro se, petitioner. 


Before Garrett, Chief Judge, and O’CoNNELL, JOHNSON, WoRLEY and 
Cog, Associate Judges. 


JOHNSON, Judge. 


This is an appeal in a cancellation proceeding pursuant to the provi- 
sions of the Trade-Mark Act of February 20, 1905, from a decision of the 
Commissioner of Patents, acting through the Assistant Commissioner, 90 
U.S. P. Q. 40, affirming that of the Examiner of Interferences sustaining a 


5. The intention of Congress to liberalize the law is not defeated. Such intention 
is carried out. For example, the old Jaw was changed so as not per se to prohibit regis- 
tration of ‘‘individual, firm, corporation or association’? names. The term ‘‘surname’’ 
applies only to individuals and so the name of a corporation, firm or association is not 
now unregistrable merely because it is such a name. Furthermore, there was previously 
no property right in the name itself but only in the distinctive design in which it was 
embodied. That is not now the case. Compare 33 Stat. 726 (1905), supra, with Section 
2(e) (3) of the 1946 Act, n. 1, supra. And, as we have seen, the telephone book or 
city directory test is eliminated. 
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petition by appellee to cancel the registration of appellant’s trade-mark 
‘*Scheherazade.”’ 


It appears that appellant’s trade-mark was duly registered in the 
United States Patent Office on August 31, 1948, Registration No. 440,410, 
as applied to women’s hosiery. 


The petition to cancel appellant’s registered mark alleges that on or 
about the 25th day of June 1944, appellee adopted and commenced to use, 
and ever since that date has continued to use, the mark ‘‘Sheer-as-air’’ for 
men’s, ladies’, infants’ and children’s hosiery ; that he has built up a large 
business and good will in connection with his said merchandise and products 
manufactured and sold under the trade-mark ‘‘Sheer-as-air,’’ and that 
his said trade-mark constitutes an important and valuable asset of that 
business; that since June 25, 1944, he has continuously used the name 
‘‘Sheerazair’’ as part of the firm name in connection with his business; and 
that appellant’s trade-mark ‘‘Scheherazade’”’ is confusingly similar to the 
trade-mark ‘‘Sheer-az-air’’ and the name ‘‘Sheerazair,’’ so that concurrent 
use of said trade-marks would be likely to cause confusion or mistake 
in the minds of the public and also deceive purchasers. 


Appellee took testimony and many exhibits were introduced. Briefs 
were filed by both parties and appellant was represented by counsel at the 
argument before us. 


It appears from the record that both parties manufacture and sell 
hosiery ; that appellee has been using its mark ‘‘Sheer-as-air,’’ or ‘‘Sheer- 
az-air,’’ or ‘‘Sheerazair’’ on its hosiery since about June 1944;! and that 
appellant has been using its mark ‘‘Scheherazade’’ on its hosiery since 
about April 1947. 


We concur with the examiner’s statement that appellee’s petition for 
cancellation is predicated upon appellee’s use of the notation ‘‘Sheerazair,”’ 
reproduced in that form or in the form of ‘‘Sheer-az-ai?,’’ and that appel- 
lee’s mark in its essentials consist of the term ‘‘Sheerazair.’’ The examiner 
was of the opinion that appellant’s mark, which is the name of the mythical 
relator of the stories of the Arabian Nights, differs radically in significance 
from the mark of appellee to informed persons. However, he regarded the 
factor of similarity of sound as more important, and he was of the opinion 
that the involved marks frequently would be mispronounced in such manner 
that the difference between them in this respect would amount to but little 
more than the relatively small differences present between the respective 
concluding portions of ‘‘zade’’ and ‘‘zair.’’ He held, therefore, that their 
concurrent use on hosiery would be quite likely to cause confusion or decep- 


1. There is some question whether appellee has met his burden of proving priority 
of adoption of his alleged unregistered mark ‘‘Sheerazair.’’ However, since we regard 
the issue of priority not controlling, we will consider his evidence to be sufficient; and 
an extensive discussion of the facts relating to priority is therefore unnecessary. 
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tion of purchasers. The assistant commissioner affirmed the examiner, 
applying the same reasoning. 


Appellant’s mark ‘‘ Scheherazade’’ contains five syllables, and appel- 
lant’s mark ‘‘Sheerazair’’ has only three; moreover, the spelling of both 
marks appears to us to be materially different. Hence, we think the marks 
do not look alike. Further we are of the opinion that the marks have en- 
tirely different significance. It seems clear to us that appellee’s mark in- 
dicates a high degree of sheerness, and appellee conceded upon cross-exami- 
nation that the plain or obvious meaning intended by the mark is that his 
merchandise is very sheer. On the other hand, as noted in the decisions 
below, appellant’s mark would indicate to the informed the fictional relator 
of the stories of the Arabian Nights; to the less informed, the mark would, 
we think, at least carry the connotation of something exotic, rather than 
something very sheer. 


This brings us to the question of similiarity of sound, since the deci- 
sions below holding that there is likelihood of confusion are based primarily 
on the assumed possibility that appellant’s mark will be so mispronounced 
that confusion with appellee’s mark is likely. Appellant’s mark is a five 
syllable word pronounced ‘‘She her a za de,’’ with the principal accent on 
‘*7a’’ and the secondary accent on ‘‘her.’’? Appellee’s mark is a three 
syllable word apparently intended to be pronounced ‘‘sheer as air.’’ It 
seems readily apparent that there must be a considerable mispronunciation 
of appellant’s mark to produce a confusing resemblance in sound. We are 
of the opinion that the possibility of such mispronunciation is too remote 
for predicating upon it a likelihood of confusion or deception of purchasers, 
particularly when, as here, the marks are wholly dissimilar in connotation 
and substantially dissimilar in appearance. Turco Products, Inc. v. Tykor 
Products, Inc., Etc., 38 C. C. P. A. (Patents) 1903, 187 F. 2d 622, 89 
U.S. P. Q. 139. 


Accordingly, we are of the opinion that concurrent use of the involved 
marks on hosiery would not be likely to cause confusion or mistake of pur- 
chasers. 


Both parties have cited many authorities to sustain their contentions. 
However, prior discussions are of little value in a cancellation proceeding 
because each case must rest upon its own distinctive facts. Likelihood of 
confusion from similar marks is largely a matter of opinion. Crown Overall 
Mfg. Co. v. Desmond’s, 37 C. C. P. A. (Patents) 1118, 182 F. 2d 645, 86 
U.S. P. Q. 166; Lever Brothers Co. v. Geo. A. Hormel & Co., 36 C. C. P. A. 
(Patents) 995, 173 F. 2d 903, 81 U.S. P. Q. 314. 


Other issues were presented by appellant for our consideration should 
this court be of the opinion that the marks are confusingly similar. In view 


2. Webster’s New International Dictionary, 2nd Ed., unabridged, 1949. 
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of our holding that the marks involved are not confusingly similar, it is not 
necessary to discuss them. 


For the reasons stated, the decision appealed from is reversed. 
O’CONNELL, Judge dissenting. 


The responsibility for fixing likelihood of confusion arising from the 
use of similar marks in the sale of merchandise rests primarily with the 
Commissioner of Patents who acts through administrative experts and as- 
sistants assigned to the respective tribunals of the Patent Office. Congress 
has however endowed the judiciary with a supervisory power to revise and 
overrule their final or concurring decision where it is manifestly wrong and 
the evidence to the contrary is altogether convincing. Morgan v. Daniels, 153 
U. S. 120, 125; Montgomery Ward & Co. v. Sears, Roebuck & Co., 18 C. C. 
P. A. (Patents) 1386, 49 F. 2d 842, 9 U. S. P. Q. 524; Safeway Stores v. 
Dunnell, 172 F. 2d 649, 653 [39 T. M. R. 116] ; Yale Electric Corporation v. 
Robertson, 26 F. 2d 972. 


The record in the case at bar is wholly devoid of any circumstance 
which would warrant the exercise of the drastic action taken by the ma- 
jority. ‘‘Sheerazair’’ is a bona fide compound mark? registered in the State 
of New York, where appellee does business under the trade name of Sheer- 
azair Hosiery Company. Appellee has likewise copyrighted the slogan 
‘‘Wear Sheerazair’’ with the Library of Congress, and has registered it 
with the Department of State of the State of New York. Whatever protec- 
tive rights appellee has thus achieved with respect to the last mentioned 
elements of the case need not however be here discussed. 


The law of this jurisdiction provides that trade-marks having one or 
more syllables in common and attached to identical goods, such as we have 
in the case at bar, may be confusingly similar, although there is wide dif- 
ference in the remaining portions of the marks. In re Brockway Glass Com- 
pany, 33 C. C. P. A. (Patents) 969, 154 F. 2d 673, 69 U. S. P. Q. 324; 
Coty, Inc. v. Perfumes Habana, S. A., 38 C. C. P. A. (Patents) 1180, 190 
F, 2d 91, 90 U. S. P. Q. 224. Moreover, while competitive marks in a pro- 
ceeding like this must be considered as a whole or in their entireties with 
respect to sound, meaning, and appearance, substantial identity between 
them in any one or more of those attributes is, in and of itself, fatal to the 
continuance of the use of his trade-mark by the late-comer. Skol Company, 
Inc. v. Olson, 33 C. C. P. A. (Patents) 715, 151 F. 2d 200, 67 U.S. P. Q. 96; 
Cluett, Peabody & Co., Inc. v. Denver M. Wright, 18 C. C: P. A. (Patents) 
937, 46 F. 2d 711, 8 U. S. P. Q. 344; Traders Oil Mill Company v. Lever 


3. See In re Minute Washer Company, 25 C.C. P. A. (Patents) 978, 95 F. 2d 517, 
37 U. S. P. Q. 203. 

4. See Safeway Stores, Inc. v. Dunnell, 9 Cir. 1949, 172 F. 2d 649, 655 [39 T. M. R. 
116}, certiorari denied, 337 U. 8. 907 [81 U. 8. P. Q. 573]; Packwood Mfg. Co. v. The 
Cofaz Corp., 37 C. C. P. A. (Patents) 1195, 183 F. 2d 196, 86 U. 8. P. Q. 410; sec. 45 
of the Lanham Act, 60 Stat. 445, 15 U. 8. C. § 1051, et seq. 
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Brothers Company, 26 C. C. P. A. (Patents) 899, 100 F. 2d 249, 40 
U. S. P. Q. 470; Mason, Au & Magenheimer Co. v. Hawley & Hoops, 86 
U.S. P. Q. 272; Ex parte J. H. Clarke & Co., 95 U.S. P. 226. 


One seeking to steal a trade-mark, or a competitor’s slogan of trade, 
usually incorporate some variant in the original to masquerade the pri- 
vacy.5 It is properly pointed out by the Examiner of Interferences in 
his decision below: 


* * * Regardless of the dissimilarities between them in other particulars, 
therefore, it is the opinion of the examiner that the similarities between 
these notations in sound are such that their concurrent use in connec- 
tion with the identical item of hosiery would be quite likely to cause 
confusion or deception of purchasers. Cf. Marion Lambert, Inc. v. 
O’Connor (477 O. G. 244, 86 F. 2d 980, C. C. P. A.), Weco Products 
Co. v. Milton Ray Co. (568 O. G. 375, 143 F. 2d 985, C. C. P. A.), Hat 
Corporation of America v. Bry Block Mercantile Corp. (53 U.S. P. Q. 
647), The Barbasol Co. v. Gillette Safety Razor Co. (82 U. S. P. Q. 
58), R. B. Semler, Inc. v. Harris (68 U.S. P. Q. 31), and Kaylon, Inc. v. 
Rosenberg (78 U. S. P. Q. 208), wherein, respectively, the marks 
‘‘Voo’’ and ‘‘Dew’’, ‘‘Vray’’ and ‘‘Dr. Ray’’, ‘‘Byron’’ and ‘‘Bry- 
Ann’’, ‘‘Barbarossa’’ and ‘‘Barbasol’’, ‘‘Tremolo’’ and ‘‘Kreml]’’, and 
‘‘Ballerina’’ and ‘‘The Bambalina’’ were held to be confusingly 
similar. 


The examiner might have gone further, as was done by Judge Faris 
of the United States District Court in Standard Oil Co. v. Michie, 34 F. 2d 
802, 804, 9 T. M. R. 361, and likewise remarked: 


Cases of this sort, in addition to those above cited, can be cited by 
the dozens. So far have the courts gone upon the point as to lay down 
the rule that ‘‘there must be such a wide distinction between the dis- 
similar words as to prevent any possibility of confusion in the use of the 
marks.’’ Lowney Co. v. Chandler & Rudd Co., supra.® Even if there 
shall exist a doubt, that doubt will be resolved against him who is last 
in the field. Postum Cereal Co. v. Farmers, etc., Ass’n, supra.’ 


The Assistant Commissioner of Patents in declining to reverse the ex- 
aminer’s decision hereinbefore set forth disclosed an informed judgment 
when he expressed the following conclusion [41 T. M. R. 851]: 


* * * Obviously the two marks are entirely different in significance, but 
I am not satisfied that the same may be said with regard to appearance 
and sound In regard to similarity in sound, the most important factor 
to be considered here, the examiner felt * * * would amount to but little 


5. See Graver Mfg. Co. v. Linde Co.,339 U.S. 605, 608; ‘Good to the Last Drop,’’ 
Cheek-Neal Coffee Co. et al. v. Hal Dick Mfg. Co., 17 C. C. P. A. (Patents) 1103, 40 
F. 2d 106, 5 U. 8. P. Q. 55. 

6. Infringement of trade-marks was present or unfair competition held to exist 
between ‘‘Gold Stripe’’ and ‘‘Gold Ribbon’’ in Lowney Co. v. Chandler & Rudd Co., 56 
App. D. C. 248, 12 F. 2d 189; and between— 

7. ‘*Wheat Nuts’’ and ‘‘Grape Nuts’’ in Postwm Cereal Co. v. Farmers’, etc., 
Ass’n, 58 App. D. C. 73, 24 F. 2d 901. 
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more than the relatively small difference presented by the respective 
concluding portions ‘‘zade’’ and ‘‘zair.’’ * * * It is true that respond- 
ent’s mark ‘‘Scheherazade’’ contains more syllables than does the peti- 
tioner’s mark as is apparent when the word is correctly pronounced by 
those informed persons who not only know and practice the precise 
pronunciation or respondent’s mark ‘‘Scheherazade,’’ but who are 
equally aware of its meaning as well. However, while the purchase of 
women’s hosiery is a matter usually involving some degree of discrimi- 
nation, yet sales are not confined to those who are well informed on the 
pronunciation of uncommon words. * * * 


There is no obligation imposed by law, as Justice Robb noted, which re- 
quires that marks attached to identical goods ‘‘be examined with a micro- 
scope to detect the minute differences’’ between a well-known brand and a 
phony trade-mark. Guggenheim v. Cantrell & Cochrane, 56 App. D. C. 100, 
10 F. 2d 895. Nor is it otherwise necessary, as Judge Hatfield sharply ad- 
monished in Celanese Corp. of America v. Vanity Fair Silk Mills, 18 
C.C. P. A. (Patents) 958, 47 F. 2d 373, 8 U. S. P. Q. 232, to resort to a 
study of etymology in order to avoid confusion and mistake. 


Members of the bar and of various legal and trade associations are not 
unaware of the fact that due to a fundamental change in the prevailing 
philosophy of the majority, this court, in general, has now reversed its for- 
mer position with respect to similar or identical trade-marks the use of which 
by the newcomer has been challenged as deceptive and misleading for the 
purpose of trading on the good will built up at great expense by the owner 
of the original mark in issue. 


For example, the former decision of this court involving the same con- 
tested marks and the precise goods was recently reversed and overruled here 
by the majority because, as stated, ‘‘we are of opinion that the court arrived 
at an erroneous conclusion there in holding the involved marks to be so simi- 
lar that confusion was likely to oecur.’’ Merritt-Taylor, Inc. v. C. B. Shane 
Corp., 39 C. C. P. A. (Patents) 916, 919, 195 F. 2d 535, 93 U. S. P. Q. 221, 
223. See also cases cited by me in Eureka Williams Corp. v. McCorquodale,* 
Appeal No. 5917, coneurrently decided herewith, 40 C. C. P. A. (Patents) 

, F. 2d . U.S. P. Q. , 


The basic purpose of the Act of 1946, the Lanham Act, as defined by its 
legislative history and as noted by Judge Learned Hand in S. C. Johnson & 
Son v. Johnson, 175 F.. 2d 176, 178 [39 T. M. R. 557], certiorari denied, 338 
U. S. 860, is to the following effect: 

It would seem as if national legislation along nafional lines secur- 


ing to the owners of trade-marks in interstate commerce definite rights 
should be enacted and should be enacted now. 


There can be no doubt under the recent decisions of the Supreme 
Court of the constitutionality of a national act giving substantive as 


* Editor’s Note: Not yet released for publication. 
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distinguished from merely procedural rights in trade-marks in com- 
merce * * * and * * * a sound public policy requires that trade-marks 
should receive nationally the greatest protection that can be given them. 
(U. S. Code Congressional Service, 79th Congress, Second Session, 1946, 
p. 1277). 


Appellee has been deprived of his property by the reversal of the con- 
curring decisions of the tribunals of the Patent Office. The procedure here 
has stressed the trivial and ignored the important. The primary purpose of 
the law is to protect the purchasing public, and shoppers have a right to rely 
on standard brands and to do so free from hazards or designs laid by huck- 
sters to trap the unwary. Coca-Cola Co. v. Koke Co., 254 U. S. 143; Misha- 
waka Mfg. Co. v. Kresge, 316 U. S. 203, 53 U. S. P. Q. 323; In re Laskin 
Brothers, Inc., 32 C. C. P. A. (Patents) 820, 146 F. 2d 308, 64 U. S. P. Q. 
225; Senate Report No. 1333, 79th Congress, 2d Session, May 14, 1946; 
Robert, ‘‘The New Trade-Mark Manual,’’ page 266. 


Certiorari is not granted by the Supreme Court from judgments ren- 
dered by this court in matters relating to patents and trade-marks and there 
is none who ean call our power to account. A bill to amend the Act of 
1946 has been introduced in the Senate, however, and referred to the 
Committee on the Judiciary. The bill proposes a number of amendments 
to the Lanham Act, some formal but many effecting substantial changes. 
It was noted by Senator Wiley when he introduced the proposed legis- 
lation on August 6, 1951 [97 Congressional Record, page 9678] : 


* * * Four years of experience under the revised law have led trade- 
mark owners and their lawyers alike to agree upon amendatory pro- 
visions which will result in clarification, simplified administration, and 
substantive changes consonant with present day commercial practices 
and the tenets of our jurisprudence. 


Although it is probable that some individuals may disagree with 
some provisions of the amendatory bill, generally speaking it represents 
the assent of the legal and trade associations participating in the dis- 
cussions. 


In the meantime, it is my firm conviction that in the public interest, as 
well as by the rights of appellee defined by the terms of the statute, the con- 
curring decisions of the tribunals of the Patent Office in the case at bar 
should be affirmed. 


CoLE, Judge, dissenting. 


Sheerazair and Scheherazade, the two trade-marks involved, are in my 
opinion, confusingly similar and consequently I must dissent from the find- 
ings of the majority to the contrary. As pointed out by the majority, ap- 
pellant’s mark is a five syllable word pronounced ‘‘Sche her a za de’’ with 
the principal accent on ‘‘za’’ and the secondary accent on ‘‘her,’’ while 
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appellee’s mark is a three syllable word apparently intended to be pro- 
nounced ‘‘Sheer as air,’’ and it thus seemed to the majority that there must 
be a considerable mispronunciation of appellant’s mark to produce a con- 
fusing resemblance in sound. 


That, in my opinion, is wherein the major difficulty lies as the likelihood 
of mispronunciation is manifest. This conclusion was given—deservedly so— 
considerable weight by the Assistant Commissioner in affirming the find- 
ings of the Examiner of Interferences that the words were confusingly simi- 
lar. As a practical matter, relatively few purchasers exercise precision pro- 
nunciation, and it is thought that the first two syllables, ‘‘Scheher’’ in 
Scheherazade, almost identical with Sheerazair, would be afforded primary 
emphasis with but little significance attached to the remaining portion of the 
word. The end result is confusion in trade as to the origin of the merchan- 
dise purchased. 


In the very recent case of Miles Shoes, Inc. v. R. H. Macy & Co., 199 F. 
2d 602 [42 T. M. R. 911], decided November 3, 1952 (opinion by Judge 
Augustus Hand), the court was concerned with trade-marks ‘‘Gropals’’ 
and ‘‘Gro (representation of a tree) Shoe’’ as applied to shoes and hosiery. 
The plaintiff’s ‘‘Gropals’’ mark was adopted in 1945, whereas the de- 
fendant, R. H. Macy & Company, had long previously used its mark. 
Holding that the marks were confusingly similar, Judge Hand, speak- 
ing for the- court, said: 


* * * While it might be unlikely that a customer would confuse 
Macy’s store with Miles, confusion as to whether the same manufac- 
turer had made the goods seems to us likely. * * * 


* © © While the visual similarity between ‘‘Miles Gropals’’ and ‘‘Gro 
(representation of a tree) Shoe’’ in itself might not be confusing, the 
fact that the goods on which the marks are affixed are identical, to- 
gether with the additional fact that the two words are closely alike in 
sound, make confusion likely. 


* * * Why it should have chosen a mark that had long been employed by 
Macy and had become known to the trade instead of adopting some 
other means to identify its goods is hard to see unless there was a 
deliberate purpose to obtain some advantage from the trade which 
Macy had built up. 


The sound reasoning expounded by that court should be applied with 
equal vigor to the facts in the instant case. For the reasons herein ex- 
pressed, I believe the decision below should be affirmed. 
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ATTORNEY GENERAL OF THE UNITED STATES v. 
CHICAGO METAL HOSE CORPORATION 


No. 30589—Commissioner of Patents—March 3, 1953 


TRADE-MarRK Act or 1946—REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
Single human figure which appears to be composed of corrugated tubing and 
metal reinforced hose, is not confusingly similar to a silhouette of twin human 
figures with circular heads, triangular bodies, rectilinear arms and legs with 
angles at the joints, for cutlery. 
TRADE-MarK Act OF 1946—REGISTRABILITY—Goops OF DIFFERENT CLASSES 


Opposer’s cutlery is designed for consumer use, whereas applicant’s hose is 
for incorporation into other articles used in construction work; such goods are in 
wholly different fields of trade. 


REGISTRATION PROCEDURE—OPPOSITION—PLEADING AND PRACTICE 
Motion to amend notice of opposition to recite additional registration filed 


after expiration of period within opposition may be filed must be denied. 
Appeal from Examiner of Interferences. 


Opposition proceeding filed by Attorney General of the United States 
v. Chicago Metal Hose Corporation, Serial No. 603,570, filed September 15, 
1950. Opposer appealed from decision dismissing opposition. Affirmed. 


Louise O’Neil, of Washington, D. C., for opposer. 
Moore, Olson & Trexler, of Chicago, Lllinois, for applicant. 
Frperico, Examiner in Chief. 


This is an appeal by the Attorney General from the decision of the 
Examiner of Interferences dismissing on motion for summary judgment its 
opposition to the registration of a mark by the applicant. 


The opposer is prior and the only question involved concerns whether 
the use of the applicant’s mark upon its goods would be likely to cause con- 
fusion in view of the prior registered mark of the opposer. 


The notice of opposition recites three registrations originally issued in 
1928 to the firm of J. A. Henckels, of Solingen, Germany, and now owned by 
the Attorney General as Alien Property Custodian. The notice of opposi- 
tion states that the mark has been used for many years and that the goods, 
and this must be taken as the goods recited in the registrations since no 
other goods are recited in the notice of opposition, bearing the opposer’s 
trade-mark have become well and favorably known throughout the United 
States, and that a demand and a good will of great value exist in the United 
States by virtue of the use of the trade-mark. These statements must be 
accepted for the purpose of the decision. Opposer’s mark is said to be over 
two hundred years old. 
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The pleaded registrations of the opposer recite a large number of items 
of merchandise which may be characterized generally as cutlery, and some 
other items. The cutlery items include a large variety of knives, such as 
pocket knives, pruning knives, knife erasers, kitchen knives, etc.; scissors 
and shears, such as embroidery scissors, buttonhole scissors, cigar scissors, 
paper shears, tailor shears, ete. ; razors; woodearving tools; and others; and 
the other items recited include table and kitchen forks, butcher steels, can 
openers, nut crackers, corkscrews, manicure sets, nail files, and others. The 
items recited to which particular attention is directed in view of the issues 
involved are pruning shears and various garden knives. 


The registered trade-mark is a picture mark which may be character- 
ized generally as a silhouette of twin human figures. The figures are so ar- 
ranged that the parts below the knee of a leg of each are superimposed, the 
adjoining arms are not visible the figures being joined at the shoulder, the 
heads are circles, the bodies are triangular, and the arms and legs rectilinear 
with the angles at the joints. 


The application involved is for the registration of a picture mark for 
use on ‘‘metal hose, flexible metal tubing and metal reinforced hose.’’ The 
figure constituting the mark is a single human figure the parts of which ap- 
pear to be composed of corrugated tubing. The legs are formed of a single 
semi-circle of a corrugated element, the body is a straight corrugated piece, 
the arms curved corrugated pieces and the top of the head another cor- 
rugated piece, and there is a blank for the face with one dot at the location 
of an eye. 


It seems to me that the mark and the goods of the applicant, considered 
together, are so far removed from the mark and the goods of the opposer 
that there would not be any likelihood of confusion. As far as the marks are 
concerned the chief resemblance is that they both show human figures, but 
the construction and appearance of the figures seem to be so different that 
taking into consideration the different goods involved they would not be apt 
to cause confusion as to source or origin. The goods of the respective parties 
appear to lie in wholly different fields of trade, in the one case being items 
sold mainly to the consuming public for household and other uses, and in the 
other being products that would mainly be sold to be incorporated into other 
articles or used in construction work. The only point of contact that has 
been urged is that the registrations recite pruning shears and knives which 
are used in garden work, and that hose would also be used in garden work. 
However, the goods of the applicant are not hose generally, which would in- 
clude garden hose, but are metal hose, flexible metal tubing, ete., and the 
common garden hose is not made of such materials. 


During the course of the proceeding opposer filed a motion to amend 
the notice of opposition to recite an additional registration ; this motion was 
denied by the Examiner of Interferences because it was filed after the ex- 





520 THE TRADE-MARK REPORTER Vol. 43 T. M. R. 


piration of the period within which a notice of opposition could be filed. The 
practice of the Office has uniformly prohibited the amendment of a notice of 
opposition to add additional material after the expiration of the statutory 
period for filing it. 


The decision of the examiner dismissing the opposition is affirmed. 


DOUGLAS LABORATORIES CORPORATION v. 
KREIS LABORATORIES* 


Nos. 30,500 and 30,501—Examiner of Interferences—March 31, 1953 


TRADE-MarRK AcT OF 1946—REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
**CopaTint’’ and ‘‘CopaTan’’ (‘‘Tint’’ and ‘‘Tan’’ disclaimed) for sun tan 
oil are confusingly similar to ‘‘Coppertone’’ for sun tan oil and cream. 
TRADE-MarK Act oF 1946—REGISTRABILITY—IN GENERAL 
Explanation of reasons for adopting mark may serve to show good faith, but it 
cannot have any bearing on likelihood of confusion, since public cannot know the 
reasons and will accept the marks as they are. 
REGISTRATION PROCEDURE—OPPOSITION—EVIDENCE 


It is not required that actual confusion be shown; likelihood of confusion will 
be inferred from contemporaneous use of confusingly similar marks for the same 
or similar goods. 


Opposition proceedings filed by Douglas Laboratories v. Kreis Labora- 
tories, Serial Nos. 562,209 and 562,210, filed July 26, 1948. 
Opposition sustained. 


Watson, Johnson, Leavenworth & Blair and Leslie D. Taggart, of New York 
City for opposer. 


Elwood S. Kendrick, of Los Angeles, California, and Stevens, Davis, Miller 
& Mosher, of Washington, D. C., for applicant. 


Kauupy, Examiner: 


These are companion opposition proceedings under the Act of 1946 in 
which both parties have filed testimony, and briefs, and were represented 
at the hearing. 


The applicant is involved in these proceedings on two applications 
in both of which it seeks to register, for use upon ‘‘sun tan oil for the skin’’, 
marks comprised respectively of the terms ‘‘CopaTint’’, and ‘‘CopaTan’’. 
The words ‘‘Tint’’ and ‘‘Tan’’ have been disclaimed from the marks. 


* The decision of the Examiner of Interferences is published because of its interesting 
relationship to Douglas Laboratories Corp. v. Copper Tan, Inc., 43 T. M. R. 85. 
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The opposer alleges prior use of the term ‘‘Coppertone’’ as its com- 
mon law trade-mark for sun tan oil, and sun tan cream, and as grounds 
of opposition the opposer alleges that the marks which the applicant seeks 
to register bear such near resemblances to the opposer’s mark as to be 
likely to eause confusion, or mistake, or to deceive purchasers. 


The goods of both parties consist of, or include, sun tan oil, and are 
therefore in part identical, and opposer’s priority of use of its mark is not 
disputed by the applicant, and is deemed established by the proofs pre- 
sented by the opposer, and the only question that requires determination 
herein is that of whether there are such near similarities between the op- 
poser’s mark ‘‘Coppertone’’ and the applicant’s marks ‘‘CopaTint’’ and 
‘‘CopaTan’’ as to be reasonably likely to cause confusion or mistake or to 
deceive purchasers when applied contemporaneously to the goods involved. 


It is in effect the contention of the applicant that the involved marks 
are dissimilar in appearance, in sound, and in meaning, in view of which 
and the fact that the goods to which the trade-marks are applied differ 
specifically in character, and in price, that confusion or mistake or decep- 
tion is not likely to rise from the simultaneous use thereof. In support of 
these contentions applicant argues to the effect that the opposer’s mark 
‘‘Coppertone’’ is written as a single word; and that while it is composed 
of two parts, ‘‘Copper’’ and ‘‘Tone’’, these are ordinary dictionary words 
and both are an attribute of color, whereas applicant’s mark ‘‘CopaTint’’ 
and ‘‘CopaTan”’ are coined composite words consisting of the term ‘‘Copa’’ 
which is arbitrary as applied to the goods in question, associated with the 
words ‘‘Tint’’ and ‘‘Tan’’ which have different meaning than the corres- 
ponding part of the opposer’s mark. And in answer to the opposer’s allega- 
tion that applicant adopted its mark with the intent of trading upon 
opposer’s good will applicant has explained that its mark was derived from 
the name ‘‘Copa Club’’ which is a prominent swimming and sun club of 
one of the leading hotels in Beverly Hills, Calif., where applicant is 
located. 


The Examiner cannot agree with the applicant’s contention that its 
marks ‘‘CopaTint’’ and ‘‘CopaTan’’ are so different from the opposer’s 
mark ‘‘Coppertone’’ in sound, and in appearance as to be unlikely to give 
rise to confusion, or deception of purchasers. The term ‘‘Copa’’ is ob- 
viously susceptible of pronunciation so as to sound substantially like the 
word copper and since there is no such thing as a correct pronunciation 
of a trade-mark (Nehi Corp. v. Victor Syrup Corp. 43 T. M. R. 118), it is 
obvious that many persons would be likely to pronounce both terms quite 
alike, and hence likely to be confused between them. As between the dis- 
claimed words ‘‘Tint’’ and ‘‘Tan’’ of the applicant’s mark, and the word 
‘*Tone’’ of the opposer’s mark there obviously are such near similarities 
between them in sound and appearance, which taken together with the 
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similar resemblances between the initial portions of the marks consisting of 
the terms ‘‘Copa’’ and ‘‘Copper’’ as would be clearly likely to give rise 
to confusion or mistake or deception of purchasers when applied to similar 
products as here. 


As to applicant’s explanation how it came to adopt its mark it may 
be stated that while this may serve to show applicant’s good faith in the 
adoption of its marks it can have no bearing on the question of similarities 
between the marks in question, or avoid confusion therewith, since the 
public cannot know the reasons for the adoption of the marks, and will 
accept them as they are. Procter @ Gamble Co. v. Eney Shortening Co. 278 
O. G. 369, 269 Fed. Rep. 344, 50 App. D. C. 42; The Tremko Manufacturing 
Co. v. Tamko Asphalt Products Co. 78 U. S. P. Q. 293. 


The fact that the applicant’s sun tan oil product differs somewhat in 
character from that of the opposer, or that it now sells at a higher price 
than the opposer’s product is not material, since these are matters relating 
to trade practices, and are changeable at will. General Foods Corp. v. 
Casein Co. of A. Inc. 515 O. G. 562, 108, F.2, 261 C. C. P. A. 


The decision in the case of Gold Seal Co. v. Marzall, 91 U.S. P. Q. 35 
relied upon by the applicant in support of its contentions made here, is not 
deemed to be controlling, or persuasive of the different conclusion from 
that reached herein in view of the differences in the facts involved in that 
case. For example, the goods involved in that case were not competitive 
as they are here, and also the overall resemblances between the present 
marks are obviously considerably greater than those between the marks in 
that case, and moreover, the owner of the conflicting mark in that case made 
no attempt to prevent registration of the mark there in question. 


Also the fact that applicant’s mark was passed to registration in the 
ex parte prosecution thereof over a prior registered mark somewhat similar 
to that of the opposer here is of no consequence, and has no bearing on the 
issues of the present oppositions. R. C. Williams & Co., Inc. v. Wyandotte 
Chemical Corp. 69 U.S. P. Q. 410, Carrier Corp. v. Hudson Motor Car Co. 
67 U.S. P. Q. 122. 


The decisions that are believed to be more pertinent than the one re- 
lied upon by the applicant are those cited in the brief of the opposer, as for 
example: The Glidden Co. v. Zac-Lac Paint & Lacquer Co. 91 U.S. P. Q. 
295; Coty Inc. v. Parfumes Habana, S. A. 90 U. S. P. Q. 224; Tung-Sol 
Lamp Works v. King Sol Research Corp. 76 U.S. P. Q. 269; in re Crucible 
Steel Co. of A. 88 U. S. P. Q. 104 in which the marks ‘‘Jap-A-Lac’’ and 
‘**Zac-Lac’’; ‘‘L’Origan’’ and ‘‘Cherigan’’; ‘‘King Sol’’ and ‘‘Tung Sol’’, 
and ‘‘Uni-Die’’ and ‘‘Nu Die’’ were respectively involved and held to be 
confusingly similar. 


With respect to applicant’s contention that opposer has shown no ac- 
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tual confusion between the marks here involved it is stated that the opposer 
is not required to show that actual confusion has occurred between the 
marks, and a likelihood of confusion will be inferred from the contem- 
poraneous use of confusingly similar marks for the same or similar goods. 
Sutter Packing Co. v. Piggly-Wiggly Corp. 443 O. G. 1083, 64 F 2d 1006, 
C. C. P. A.; Cohn-Hall-Marz Co. v. American Silk Mills Co. 89 U.S. P. Q. 
215. 


For the reasons set forth above the notices of opposition are sus- 
tained, and it is further adjudged that the applicant is not entitled to the 
registrations for which it has made application. 


EAGLE CLOTHES, INC. v. GAMBLE-SKOGMO, INC. 
No. 30012—Commissioner of Patents—March 5, 1953 


TRADE-MarK AcT or 1946—REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 


‘*Seott Craig’’ for men’s suits, topcoats, overcoats and other menswear, is not 
confusingly similar to ‘‘Scott Barrie’’ for men’s topcoats, overcoats and suits. 


TRADE-MarK AcT oF 1946—REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 


Having established a certain identity by adopting the first word of opposer’s 
mark, applicant is under clear duty to select as the remainder such word or words 
as are so wholly different that they will lead one way from any thought springing 
from the common word; here applicant has selected a word entirely different in 
sound, appearance and meaning. 


TRADE-MarRK Act OF 1946—REGISTRABILITY—DOMINANT FEATURES 


As a general proposition, first part of a composite mark is more important, 


but doctrine generally applies to words which are not proper names, and where, as 
here, first part is a surname, emphasis is usually on the surname. 


> 


Appeal from Examiner of Interferences. 


Opposition proceeding filed by Eagle Clothes, Inc. v. Gamble-Skogmo, 
Inc., Serial No. 582,040, filed July 15, 1949. Opposer appealed from deci- 
sion dismissing opposition. Affirmed. 


Henry Ruhl, of New York City, for opposer-appellant. 
Carlsen & Hazle, of Minneapolis, Minnesota, for applicant-appellee. 
McCann, Examiner in Chief. : 


This is an appeal from the decision of the Examiner of Interferences 
dismissing the opposition brought by Eagle Clothes, Inc., to the registration 
of the notation ‘‘Seott Craig’’ by Gamble-Skogmo, Inc., as a trade-mark 
for ‘‘men’s suits, topcoats, overcoats, neckties, outer shirts, garters, sus- 
penders, stockings, hats, and shoes.’’ 
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In support of the opposition opposer relies upon its prior registration 
of ‘‘Seott Barrie’’, No. 374,293, registered January 2, 1940 under the Act 
of 1920, and its prior use of the same trade-mark as applied to ‘‘overcoats, 
topcoats, and suits for men and young men.”’ A joint stipulation of facts 
was filed in lieu of testimony and only the opposer was represented at the 
hearing. 


The prior use by opposer of its mark as early as October 22, 1938, has 
been established by the joint stipulation of facts, so that the only question 
to be decided is whether or not the marks of the respective parties are likely 
to cause confusion or mistake or to deceive purchasers as to the origin of 
the goods if contemporaneously applied to the stated goods. 


In response to an argument by opposer that the first part of a mark 
is more important than the last part and since the first word in both marks 
under consideration is identical and therefore confusion is likely to result, 
the Examiner of Interferences agrees that as a general proposition there is 
no doubt that the first part of a composite mark is more important, but 
states that doctrine generally applies to words that are not proper names 
and in case of proper names, such as in the instant case, the emphasis is 
generally on the surname. The Examiner of Interferences points out in his 
decision that in the instant case the surnames are entirely different in 
sound, appearance and meaning. He also points out it is well settled that 
marks must be considered in their entireties and when so considered, it is 
the examiner’s opinion that there would be no likelihood of confusion be- 
tween the marks of the parties if contemporaneously applied to the stated 
goods. 


Opposer insists that the examiner was in error in ignoring the estab- 
lished rule that the first part of a combination mark is more important, and 
that this rule should not be ignored except where the first, common por- 
tion is merely a fugitive and easily-forgotten term or syllable. 


It seems to me that the word ‘‘Scott’’ as applied to clothing is some- 
what geographical and gives the impression that the clothes either came 
from Scotland or have characteristics which are associated with clothes that 
come from Scotland. This fact would have a tendency to decrease the im- 
portance of the common, first word of the marks. However, it is also clear 
that by selecting as the first part of his mark the word ‘‘Scott’’, which is 
also the first word of opposer’s mark, applicant immediately establishes a 
certain identity therebetween, and having done so applicant is under a clear 
duty to select as the remainder of his mark such word or words that are so 
wholly different that they will lead one away from any thought springing 
from the commonly used word ‘‘Scott’’. As pointed out by the examiner, 
the last word of applicant’s mark is entirely different in sound, appearance 
and meaning from the last word of opposer’s mark. In my opinion it is 
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sufficiently different to lead one away from the identity or thought spring- 
ing from the commonly used word ‘‘Scott’’ and I agree with the decision of 
the Examiner of Interferences that the marks of the parties when con- 
sidered in their entireties are so different that there would be no likelihood 
of confusion between them if they were contemporaneously applied to the 
said goods. North Star Manufacturing Co. v. Wells Lamont Corporation, 39 
C. C. P. A. 764, 193 F. 2d 204, 92 U. S. P. Q. 128; Fleetwood Coffee Co. v. 
H. P. Coffee Company, 653 O. G. 892, 91 U. S. P. Q. 179; Neht Corporation 
v. Mission Dry Corporation, 647 O. G. 1020, 89 U. S. P. Q. 433; Hall v. 
Pennzoil Co., 29 C. C. P. A. 933, 126 F. 2d 506, 53 U. S. P. Q. 61. 


The decision of the Examiner of Interferences is affirmed. 


HUNT FOODS, INC. v. COLEMAN 
No. 29034—Commissioner of Patents—March 3, 1953 


TRADE-MarRK Act or 1946—REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
‘*‘CHS’’ in distinctive style of lettering for food sauce, is not confusingly 
similar to ‘‘C-H-B’’ in conjunction with ‘‘California’’ and ‘‘Home,’’ or to ‘‘CC,’’ 
one nested within the other, or to ‘‘CO’’ with triangle piercing ellipse, for goods 
in same class. 
TRADE-MARK Act oF 1946—REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 


When letters do not look alike, nor sound alike, and when taken, as they should 
be, in connection with the designs, there is not sufficient similarity to find confusion 
likely. 


TRADE-MarK Act or 1946—TiTLE—IN GENERAL 
Merger agreement and registration both identify The California Conserving 
Company, and it prima facie appears that they refer to same corporation, irrespec- 
tive of presence or omission of the term ‘‘ incorporated. ’’ 


Appeal from Examiner of Interferences. 


Opposition proceeding filed by Hunt Foods, Inc. v. Marion J. Coleman, 
Serial No. 559,500, filed June 17, 1948. Applicant appealed from decision 
sustaining opposition. Reversed. 


Harris, Kiech, Foster & Harris, of Los Angeles, California, for opposer. 


Clarence A. O’Brien and Harvey B. Jackson, of Washington, D. C., for 
applicant. 


McCann, Examiner in Chief. 


This is an appeal from the decision of the Examiner of Trade-Mark In- 
terferences sustaining the opposition brought by Hunt Foods, Inc., to the 
registration by Marion J. Coleman for the mark consisting of the letters 
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‘‘CHS’’ formed in a distinctive style of lettering as applied to a sauce for 
use in flavoring foods. 


The opposer relies upon an allegation of ownership of registration No. 
316,980 for a mark consisting of a substantially inverted equilateral triangle 
having the interior of the triangle colored red. Inside of the triangle and 
adjacent to the top side are the letters ‘‘C-H-B’’ of relatively large size and 
thereunder appear the words ‘‘California’’ and ‘‘Home’’ in smaller 
letters and in separate lines. The apex of the triangle is shown as piercing 
an ellipse whose major axis is in the horizontal direction. The interior of 
the ellipse, not penetrated by the triangle, is indicated as being colored blue 
with two large capital ‘‘C’s’’, one nested within the other, in the left side 
and the letters ‘‘CO’’ and a period in the right side. 


As the statutory basis for the opposition it is alleged that applicant’s 
mark ‘‘CHS’’ bears such near resemblance to the notation ‘‘C-H-B’’ con- 
tained in the opposer’s composite mark as to be likely when applied to appli- 
cant’s goods to cause confusion or mistake or deceive purchasers. 


Applicant states that there are two issues involved in this appeal: 


(1) Whether or not the opposer has sustained the burden of proving 
ownership of trade-mark registration No. 316,980, dated September 11, 
1934, and therefore entitled to an earlier date of adoption and use of 
the trade-mark ‘‘C-H-B’’, and 


(2) Whether or not the trade-mark ‘‘CHS’’ shown in a distinctive 
manner is confusingly similar to the trade-mark ‘‘C-H-B’’ as disclosed 
in registration No. 316,980. 


Applicant concedes that the goods involved herein are the same general 
class and that there is no issue as to this point. 


In determining the question of likelihood of confusion between the nota- 
tion ‘‘CHS”’’ and ‘‘C-H-B’’, the Examiner of Interferences admitted it 
must be borne in mind that the latter notation is associated in use with the 
notation ‘‘California Home’’ and the design and other matter which 
are included in the opposer’s composite mark. The Examiner of Inter- 
ferences held that the notation ‘‘C-H-B’’ is visually the most important and 
in his opinion the most distinctive feature of the opposer’s composite mark. 
He stated that since purchasers ordinarily would primarily rely on that 
notation in asking for and in identifying opposer’s goods he was of the 
opinion that if applicant’s notation ‘‘CHS’’ is confusingly similar to the 
notation ‘‘C-H-B’’, as the opposer contends then the fact that the latter 
notation is associated with other matter cannot avoid the likelihood of con- 
fusion. The Examiner of Interferences noted that the marks ‘‘CHS’’ and 
‘‘C-H-B”’ differ substantially in the manner of display but stated that they 
are both composed of three letters, the first two of which are identical and 
it was his opinion that this feature of identity between them is such that 
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their contemporaneous use for the goods involved would be reasonably likely 
to cause confusion or deception of purchasers as to the origin thereof. 


Applicant calls attention to the recent decision in the case of Holland- 
Rantos Co., Inc. v. Henry Laboratories, Inc., 39 C. C. P. A. 877, 195 F. 2d 
325, 93 U. S. P. Q. 168, and states that that decision should be controlling in 
this case. 


In that case the mark sought to be registered also consisted of an equi- 
lateral triangle, the top side of which was in a horizontal position with the 
letters ‘‘ H L’’ appearing within the triangle. A shadow was cast from the 
triangle on the left side thereof and the words ‘‘Feminine Hygiene’’ in 
script written across the lower part of the triangle below which was the 
word ‘‘Powder’’ also in script. The opposition therein was based upon the 
registration ‘‘H R’’ in block form beneath a diamond-shaped figure with 
the top of the letters contiguous to the bottom lines of the diamond. It was 
held in that case that the letters did not look alike, nor sound alike, and 
when taken as they should be in connection with the designs there was not 
sufficient similarity to justify a holding of likelihood of confusion. 


It is my opinion that this is also true in the instant case. The opposer’s 
mark is not ‘‘C-H-B”’ alone but includes the words ‘‘California Home’”’ 
inside the design of a triangle and the letters ‘‘CC’’ and ‘‘CO” 
inside of the ellipse. In applicant’s mark the letters ‘‘CHS’’ are formed in 
a manner that is distinct from the letters ‘‘C-H-B”’ in opposer’s mark. It 
may be the letters ‘‘C-H-B’’ comprise the most distinctive elements of op- 
poser’s mark but this does not necessarily mean that opposer’s products 
would be asked for by these letters, especially in view of the appearance of 
the words ‘‘California Home’’ directly thereunder. At any rate to 
agree with opposer that his mark comprises essentially the letters ‘‘C-H-B’’ 
would require complete disregard of the colored triangle, the words ‘‘Cali- 
fornia Home’’, the pierced ellipse and the letters+‘‘CC’’ and ‘‘CO”’ 
appearing therein. This would amount to a major mutilation of opposer’s 
registration which I do not believe should be condoned. 


With respect to applicant’s question as to whether or not opposer has 
sustained the burden of proof of ownership of the trade-mark registration 
No. 316,980. I agree with the Examiner of Interferences that the term 
‘*Ine.’’ merely signifies a corporation ; and since the merger agreement and 
registration in question both identify The California Conserving Company 
named therein as a corporation organized under the laws of the State of 
Nevada, it prima facie appears that they refer to one and the same corpo- 
ration, regardless of the presence or omission of the term ‘‘incorporated.’’ 


The decision of the Examiner of Interferences is reversed. 
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EX PARTE JOSEPH & FEISS COMPANY 


Commissioner of Patents—March 27, 1953 


TRADE-MarK Act oF 1946—REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
‘‘Regent Worsted (‘‘Worsted’’ disclaimed) for men’s suits is confusingly 
similar to ‘‘Regent Royal’’ for men’s suits, particularly since ‘‘Regent Royal’’ 
suits might well be, and probably are, made of worsted fabric. Purchasers may 
think that both products are made by the same company with ‘‘Royal’’ designating 
a higher grade of merchandise. 


Appeal from Examiner of Trade-Marks. 


Application by Joseph & Feiss Company to register a trade-mark 
Serial No. 558,493, filed June 4, 1948. Applicant appealed from decision 
refusing registration. Affirmed. 


Parry & Miller, of Washington, D. C., for applicant. 
McCann, Examiner in Chief. 


This is an appeal by Joseph and Feiss Company from the refusal of 
the examiner to register ‘‘Regent Worsted’’ as a trade-mark for men’s 
clothing—namely, suits, on the Principal Register under the Act of 
1946, with the word ‘‘Worsted”’ disclaimed apart from the rest of the 
mark. 


Applicant’s registration was refused in view of registration No. 
395,474, dated May 26, 1942, for ‘‘Regent Royal’’ as applied to men’s 
and young men’s suits, topcoats and overcoats. 


The examiner points out that there is an identity of products so 
that the only issue to be resolved relates to the similarity of the marks. 
It is the examiner’s opinion that the principal feature of each mark 
is the word ‘‘Regent’’, since the word ‘‘Worsted’’ is generically descrip- 
tive and has been disclaimed. In answer to applicant’s argument that 
he has failed to consider the mark as a whole, the examiner states he 
had considered applicant’s mark as a whole but is of the opinion that 
the word ‘‘Regent’’ dominates applicant’s mark, and is the word which 
would most likely be remembered as designating origin, and in support 
of his position the examiner cites the decision of R. H. Macy & Co., Inc. 
v. Murray M. Rosenberg, Inc. (by change of name Miles Shoes Incor- 
porated), 617 O. G. 943, 79 U. S. P. Q. 338, wherein the mark ‘‘Gro- 
Pals’’ was held to be confusingly similar to ‘‘Gro-Shoe’’. 


Applicant contends that ‘‘Regent Worsted’’ in its entirety is not 
confusingly similar to ‘‘Regent Royal’’, since the terms ‘‘Worsted’’ 
and ‘‘Royal’’ are entirely different in meaning, appearance and sound, 
and serve to readily distinguish the marks as a whole in the minds 
of the purchasing public. Applicant also calls attention to the decision 
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in the case of Hart Schaffner & Marx v. Empire Manufacturing Com- 
pany, 89 U. S. P. Q. 287 (Affirmed, 94 U.S. P. Q. 171, 39 C. C. P. A. 1042, 
197 F. 2d 558), wherein it was held that the marks ‘‘Dixie Weave’’ as 

applied to men’s suits and ‘‘Dixie Leader’’ as applied to work clothes, 
namely, overalls, jumpers, dungarees and shirts, were not confusingly simi- 
lar due to the difference in meaning, appearance and sound between the 
words ‘‘Weave’’ and ‘‘Leader’’. Applicant also calls attention to the 
decision of Nehi Corporation v. Mission Dry Corporation, 647 O. G. 1020, 
89 U.S. P. Q. 433, wherein the marks ‘‘Royal Punch”’ and ‘‘ Royal Crown’’ 
as applied to maltless beverages were held not confusingly similar 
because the terms ‘‘Punch’’ and ‘‘Crown’’ are entirely different from 
each other in sound, appearance and meaning. Applicant contends 
that these decisions should be controlling in the instant case. 















The word ‘‘Worsted”’ is a well-known term used for a woolen i 
fabric that is extensively used in men’s suits and overcoats, and it is ' 
apparent that suits made under the mark ‘‘Regent Royal’’ might well be | 
and probably would be also made of worsted fabric. This being so, 
it is my opinion that a ‘‘Regent Royal’’ worsted suit might well be 
confused with a ‘‘Regent Worsted’’ suit, and vice versa. Furthermore, 
it might be thought that ‘‘Regent Royal’’ worsted suits and ‘‘Regent 
Worsted’’ suits were made by the same company, with the word ‘‘Royal’’ 
designating a better grade of ‘‘Regent Worsted’’ suits since the word 
‘*Royal’’ ts commonly used to designate a higher grade of merchandise. 
When viewed in this light, the likelihood of confusion would appear 
to be almost inescapable. | 


The decision in the Hart Schaffner & Marx case, supra, is not 
believed to be controlling herein because the words ‘‘Weave’’ and 
‘‘Leader’’ were not descriptive of the goods of both parties. Likewise, 
the decision in the Nehi Corporation case, supra, is not thought to be re 
controlling because the words ‘‘Punch’’ and ‘‘Royal’’ were not descrip- 
tive of the goods of the parties. 




















The decision of the examiner is affirmed. 







EX PARTE POWERS MANUFACTURING COMPANY 
Commissioner of Patents—March 27, 1953 






TRADE-MarkK Act or 1946—REGISTRABILITY—DESCRIPTIVE TERMS * 
‘*Power Line’’ is clearly descriptive of a line of power-operated tools for 
driving and clinching staples, and is, therefore, unregistrable. 







Appeal from Examiner of Trade-Marks. 






Application to register a trade-mark by Powers Manufacturing Com- 
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pany, Serial No. 550,435, filed February 24, 1948. Applicant appealed 
from a decision refusing registration. Affirmed. 


John H. Rouse, of Los Angeles, California, for applicant. 
McCann, Examiner in Chief. 


This is an appeal by the Powers Manufacturing Company from the 
final refusal of the examiner to register ‘‘Powerline’’ as a trade-mark 
for ‘‘manually-operated and power-operated tools for driving and for 
clinching staples,’’ on the Principal Register of the Act of 1946. 


The examiner points out that applicant’s goods are generally classi- 
fied as being hand, foot, or power-operated and that the word ‘‘power”’ 
is used in various self-explaining compounds that name things operated 
by power, i.e., power-drills, power-hammers, power-presses, power- 
staplers, ete., and since ‘‘power’’ is commonly used to classify many 
lines of power tools, it is the examiner’s position that when the same 
is applied to, or associated with, applicant’s power-operated tools 
for driving and clinching staples, it is merely descriptive thereof. The ex- 
aminer also contends that the word ‘‘Line’’ in trade means ‘‘a supply of 
articles of the same general class’’ and ‘‘is commonly used in referring 
to a series of different sizes and styles or types of one article put out 
by a manufacturer or dealer.’’ It is also the examiner’s opinion that 
purchasers upon seeing the words ‘‘ Power Line’’ on applicant’s ‘‘ power- 
operated staplers’’ would be immediately informed of the character 
of the goods instead of the origin thereof. 


In his appeal brief applicant states that he has applied the mark 
‘“Power Line’’, without discrimination, to stapling tools of both hand- 
operated and air-operated type for the last six years. Applicant attaches 
a newspaper advertisement to the brief which advertises, with illustra- 
tions, the ‘‘Power Line’’ of hand staplers and air staplers. Applicant 
contends the consistent six-year use of the mark indicates that the mark 
does not suggest to the trade that any of the goods advertised and bearing 
the mark ‘‘ Power Line’’ is necessarily power-operated. 


Applicant does not disagree with the examiner that the word 


“é 


‘‘line’’ in the trade means ‘‘a supply of articles of the same general 
class,’’ and that line ‘‘is commonly used in referring to a series of dif- 
ferent sizes and styles or types of one article put out by a manufacturer 
or dealer.’’ The Brown-Brockmeyer Company v. Westinghouse Electric Cor- 
poration, 646 O. G. 1414, 89 U. S. P. Q. 169 (Affirmed 39 C. C. P. A. 1050, 
95 U. S. P. Q. 165); Ex parte Carew Steel Products Corporation, 95 
U. S. P. Q. 55. The word ‘‘power’’ is commonly used in connection with 
any tool to designate that it is operated by a force other than manual, i.e., 
power-saw, power-drill, power-hammer, ete., and as such is available 
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to anyone who wishes to use it for the same purpose. Beckwith v. 
Commissioner of Patents, 252 U.S. 538. This being so, it is manifest that 
the words ‘‘Power Line”’ are clearly descriptive of a line of applicant’s 
tools for driving and clinching staples which are power-operated. 


It is therefore my opinion that since the words ‘‘Power Line’’ are 
descriptive they are substantially incapable of functioning as a trade- 
mark to denote the origin of applicant’s goods. 


The decision of the examiner is affirmed. 


PURITAN COMPANY, INCORPORATED v. 
J. 1. HOLCOMB MFG. CO. 


No. 5656—Commissioner of Patents—March 3, 1953 


CANCELLATION PROCEDURE—CONFUSING SIMILARITY 
**Holeomb Puritine,’’ with ‘‘Puritine’’ printed in larger letters in an elliptical 
space defined by the inner ends of a series of radiating lines, for chemical compound 
with detergent qualities sold to institutions and commercial users, is not confusingly 
similar to ‘‘Puritan’’ for metal polish and soap sold to institutions and commercial 
users. 


CANCELLATION PROCEDURE—EVIDENCE 


Taking into consideration the stipulated fact that during thirty years of con- 
temporaneous use of the marks there has been no known instance of actual confu- 
sion, together with the facts that the marks are not identical, the goods are spe- 
cifically different, and the goods are not sold to the general public but to relatively 
cautious and experienced buyers, likelihood of confusion is obviated. 


CANCELLATION PROCEDURE—DEFENSES 
Laches not available in cancellation proceeding, since petition to cancel was 
filed within statutory period. 


Appeal from Examiner of Interferences. 


Cancellation proceeding by Puritan Company, Incorporated v. J. I. 
Holcomb Mfg. Co., Registration No. 187,435, issued August 5, 1924, and re- 
newed. Petitioner appealed from decision dismissing petition. Affirmed. 


Charles Shepard, of Rochester, New York, for petitioner-appellant. 


Lockwood, Goldsmith & Galt, of Indianapolis, Indiana, for registrant-ap- 
pellee. ‘ 


McCann, Examiner in Chief. 


This is an appeal from the decision of the Examiner of Interferences 
dismissing the petition brought by Puritan Company, Incorporated, to can- 
cel registration No. 187,435 which was issued to respondent, J. I. Holeomb 
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Mfg. Co., in 1924 under the Act of 1905, renewed in 1944 and republished 
in 1949 under the Act of 1946. The registration is a composite mark for a 
cleansing powder and consists of the notation ‘‘Holeomb Puritine’’ with the 
word ‘‘Puritine’’ printed in larger letters than those of the word 
‘‘Holeomb’’ and located in an elliptical space defined by the inner ends of 
a series of radiating lines. 











The petitioner relies upon prior use by it and its predecessors of the 
mark ‘‘Puritan’’ for soap and metal polish, and ownership of registra- 
tion No. 81,356, for ‘‘Puritan’’ for soap and metal polish which was 
registered in 1911 by petitioner’s immediate predecessor, renewed in 1931, 
republished under the Act of 1946 on June 26, 1949, and renewed on Janu- 
ary 24, 1951. 

















The statutory basis for the petition is that clause of section 2(d) of the 
Act of 1946 which relates to likelihood of confusion or mistake or deception 
of purchasers. Both parties have filed stipulated testimony and appeal 
briefs and both parties were represented at the oral hearing. 

















The stipulated testimony discloses that petitioner’s soap is made, 
packed and sold in paste form in 5-pound and 25-pound metal pails and in 
100, 250 and 450-pound metal drums and in liquid form in 1 and 5 gallon 
cans, 30-gallon metal kegs and 55-gallon metal drums, and that practically 
all of petitioner’s soap is sold to instiutions and commercial users through- 
out many different states. 

















The stipulated testimony of the respondent discloses that his product is 
not a soap and is not sold as a soap, but consists of a mixture of chemical 
compounds in the form of a white crystal power that has detergent quali- 
ties when mixed with water and is used for cleansing various types of sur- 
faces and materials; also that respondent’s product is packed in 25, 60, 150, 
and 325-pound fiber drums and that all sales are made to institutional and 
commercial houses in the states east of the Rocky Mountains. 























The stipulated testimony of both parties discloses that during the last 
thirty years the products of the parties have been sold contemporaneously 
under the respective marks and that there has been no instance of actual 
confusion. 
















In his appeal brief petitioner points out that the goods of both parties 
are useful in performing cleaning operations of the same general kind or 
character and in this connection he calls our attention to respondent’s af- 
firmative answer to petitioner’s interrogatory No. 6, which reads as follows: 








‘*Ts respondent’s product ‘Puritine’ useful in performing cleaning 
operations of the same general kind or character as those which may be 
performed by the use of soap?’’ 














Petitioner also contends that not only are the good intended for the same 
purposes but are sold to exactly the same class of trade and are put out in 
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packages of comparable size. With respect to respondent’s registration 
petitioner contends that it is dominated by the word ‘‘Puritine’’ since it is 
the central and essential element thereof. 


The examiner agrees in his decision that the word ‘‘Puritine’’ is the 
dominant feature of respondent’s mark but states that the registration must 
be considered in its entirety and that the subordinate portions thereof are 
entitled to some weight. The examiner points out the stipulated testimony 
of both parties shows that during the thirty years the products have been 
sold contemporaneously under their respective marks there has been no 
known instance of actual confusion and taking this into consideration to- 
gether with the facts that the marks are not identical, and the goods are 
specifically different in their physical characteristics and are not sold to the 
general public but to relatively cautious and experienced buyers, the ex- 
aminer was of the opinion that the cumulative effects of the differences were 
such as to obviate the likelihood of confusion. 


In his brief respondent points out that the burden of proof to establish 
that confusion was likely to occur clearly rests on the petitioner and he cites 
the decisions in American Photographic Publishing Co. v. Ziff Davis, 47 
U.S. P. Q. 134, (Affirmed C. C. P. A., 29 C. C. P. A. 1014, 127 F. 2d 308, 53 
U. S. P. Q. 373) ; The Viscol Company v. Vacuum Oil Company, 595 O. G. 
477, 72 U. S. P. Q. 143, (complaint dismissed, Patent Office affirmed, 86 


U.S. P. Q. 260) ; Poirette Corsets, Inc. v. The H. W. Gossard Co., 575 O. G. 
574, 65 U.S. P. Q. 435; Andrew McLean Company v. Adams Manufacturing 
Company, 31 App. D. C. 509, 1908 C. D. 487, 136 O. G. 440, as authority. 


It was held in The Viscol Company v. Vacuum Oil Co., 622 O. G. 1274, 
81 U. S. P. Q. 166, that while proof of confusion is not required and mere 
similarity of the marks is sufficient to give rise to a presumption of con- 
fusion where the goods are similar, action to cancel a mark which has been 
used for many years should not be lightly taken. It was stated in that de- 
cision that actual use in the same commercial field over’ long period of time 
would therefore be entitled to consideration as an indication that in spite of 
apparent similarity it has been demonstrated in practice that there is no con- 
fusion and such lack of actual confusion might well be persuasive as against 
a mere presumption. However, it was also pointed out that for such lack of 
confusion to be entitled to any weight it would be necessary to find that 
there were actual sales in the same field to overcome such a presumption and 
to indicate that confusion would necessarily have resulted if there were 
actual similarity. Also in that case the marks ‘‘Solene’’ and ‘‘Soleol’’ 
were held to so nearly resemble each other that a likelihood of con- 
fusion would result from their contemporaneous use upon the goods. 


The dominant part of respondent’s mark, that is the word ‘‘Puritine’’, 
is not identical with ‘‘Puritan’’ and the other differences in respondent’s 
mark pointed out above have the tendency to further distinguish it from 
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petitioner’s mark. It is true that the goods are packaged in somewhat 
similarly-sized cartons and are sold to the same class of users. However, as 
stipulated the goods are sold to institutions and commercial users, as dis- 
tinguished from the general public, and such users would ordinarily be con- 
sidered reasonably cautious buyers who would not likely be confused as to 
the origin of petitioner’s goods, which is a paste or liquid soap, and 
respondent’s goods which is a white crystal powder detergent. 


Furthermore any presumption of likelihood of confusion is effectively 
rebutted by the stipulated testimony of the president of petitioner’s com- 
pany which states that he did not know of and did not recall hearing of any 
instance in which the J. I. Holeomb product ‘‘Puritine’’ had been mistaken 
for or confused with any ‘‘Puritan’’ products or in which any ‘‘Puritan’’ 
product has been mistaken for or confused with J. I. Holeomb’s 
‘*Puritine’’ product and by the stipulated testimony of respondent’s wit- 
ness Paul M. Goldrich which sets forth that ‘‘In 1921 * * * the trade-mark 
‘Puritine’ was adopted and applied to wooden pails or wooden barrels con- 
taining the white powder detergent and that these pails and barrels were 
sold under this trade-mark throughout the states east of the Rocky Moun- 
tains’’, and that there were ‘‘substantial sales late in 1921 which increased 
through 1922 and up to the present time.’’ 


In his brief petitioner points out that the stipulated testimony of re- 
spondent merely says that there was ‘‘substantial sales in 1921’’ and ques- 
tions what is ‘‘substantial’’ and what is ‘‘increasing’’. 


In Webster’s New International Dictionary, Second Edition, Un- 
abridged, ‘‘substantial’’ is defined as being ‘‘considerable in amount, value, 
or the like; large, as a substantial gain,’’ and while admittedly ‘‘sub- 
stantial’’ is a relative term which does not give the extent of the sales, 
it is believed that when taken with the other facts in this case it is sufficient 
to satisfy the test laid down in The Viscol Company v. Vacuum Oil Com- 
pany decision, 81 U. S. P. Q. 166. 


In his brief petitioner points out that the question of laches is not in- 
volved in this proceedings because first, laches is an affirmative defense 
which must be pleaded and second, laches is not available as a defense in 
this proceeding even if it had been pleaded in the answer since the petition 
to cancel was filed within the statutory period provided for filing such a 
petition. Petitioner appears to be correct in his argument relative to the 
pertinency of the defense of laches in this proceeding. Vestal Laboratories, 
Inc. v. Hillyard Chemical Company, 656 O. G. 935, 92 U. S. P. Q. 289; 
Lowell Needle Co., Inc. v. H. & A. Selmer, Inc., 657 O. G. 1267, 92 
U.S. P. Q. 387. 


The decision of the Examiner of Interferences is affirmed. 
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VAN CAMP SEA FOOD CO., INC. v. SWEENEY 
No. 5731—Commissioner of Patents—March 26, 1953 


TRADE-MarK Act or 1946—REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
‘*Pick o’Sea’’ for frozen fresh fish is not confusingly similar to ‘‘ Chicken of 
the Sea’’ for canned tuna fish. 
TRADE-MaRK Act or 1946—REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 


Products of both parties are products of the sea; therefore, no particular 
weight can be given to ‘‘of the sea’’ and ‘‘sea.’’ Similarity in such cases must be 
determined primarily from the first words of each mark. 


CANCELLATION PROCEDURE—EVIDENCE 
Opinion testimony of likelihood of confusion is ordinarily given little weight; 


and when questions are based on statements which are without foundation in the 
record, such testimony is devoid of significance. 


Appeal from Examiner of Interferences. 


Cancellation proceeding by Van Camp Sea Food Co., Inc., v. W. 
Laurence Sweeney, Registration No. 533,237, issued November 7, 1950. 
Petitioner appealed from decision dismissing petition. Affirmed. 


Albert J. Fihe, of Burbank, California, for Petitioner-appellant. 


Clarence O’Brien and Harvey B. Jacobson, of Washington, D. C., for regis- 
trant-appellee. 


Freperico, Examiner in Chief. 
The decision of the Examiner of Interferences dismissing the peti- 


tion for cancellation is affirmed. 


MEMORANDUM 


The appeal in this case was heard on March 25, 1953. After the 
conclusion of the hearing the above decision was rendered orally, the 
Examiner in Chief stating that the files, the testimony, and the briefs 
had been studied and that there was only a single issue involved which 
could be disposed of without delay. Following is a brief summary of 
the remarks made orally in explanation of the decision. 


The only issue involved in this case is whether the use by the registrant 
of the registered mark ‘‘Pick 0’Sea’’ on the goods which are specified in 
the registration as frozen fresh fish, would be likely to cause confusion 
or mistake to or to deceive purchasers, in view of the petitioner’s prior 
mark ‘‘Chicken of the Sea’’ used on canned tuna fish. The Examiner 
of Interferences held that there would be no likelihood of confusion 
in view of the differences in the marks and dismissed the petition for 
cancellation. In so holding, the examiner considered the decisions of 
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the Court in Van Camp Sea Food Co., Inc. v. Alexander B. Stewart 
Organizations, 9 U. S. P. Q. 541, in which ‘‘ White Chicken’’ was held to 
be confusingly similar to ‘‘Chicken of the Sea,’’ and Van Camp Sea 
Food Co., Inc. v. Westgate Sea Products Co., 9 U. S. P. Q. 417, in which 
‘*Breast of Chicken’’ was held to be confusingly similar to ‘‘Chicken of 
the Sea,’’ and the decision of the Court in the case of Franco-Italian 
Packing Corp. v. Van Camp Sea Food Co., Inc., 61 U. S. P. Q. 369, in 
which the Court held that the mark ‘‘Gem-of-the-Sea’’ for canned fish 
is not confusingly similar to the mark ‘‘Chicken of the Sea’’ for canned 
tuna. The examiner stated that in his opinion the last mentioned case 
was closest to the facts of the instant case. I am in agreement with 
the examiner’s conclusion, giving greater weight in this particular 
instance to the actual goods involved than did the examiner who treated 
them as practically identical. 


In connection with the marks themselves, no particular weight 
ean be attached to the appearance of the words ‘‘of the sea’’ in peti- 
tioner’s mark and ‘‘sea’’ in the registrant’s mark, in view of the fact 
that the goods are products of the sea. The similarity of the marks 
must hence be determined primarily from the first words of each mark. 
These words are words of ordinary usage having distinet and well 
known meanings which are wholly different from each other, and 
despite the fact that certain letters of the words are similar I do not 
believe that there would be any likelihood of confusion in the use 
of the respective marks on the respective goods. 


An additional decision which has not been mentioned by the parties 
is the decision of the Assistant Commissioner of Patents in Van Camp 
Sea Food Co., Inc., v. Whiz Fish Products Company, Inc., 89 U. S. P. Q. 
164, in which the use of ‘‘Salad of the Sea’’ on canned tuna fish was 
held to be likely to cause confusion with ‘‘Chicken of the Sea’’. I do not 
believe that this decision is controlling in this case in view of the similarity 
in meaning of the first words of respective marks as pointed out in the 
decision and the fact that both marks were used on canned tuna fish. 


There remains to be mentioned the testimony presented by the peti- 
tioner, which called several officers and employees as witnesses who testified 
that in their opinion there would be likelihood of confusion. Such 
testimony is ordinarily given little or no weight and in this particular 
instance the nature of the questions asked is such that the testimony 
is completely devoid of any significance. For example, the witnesses 
were informed by the questions that the registrant’s mark was used on 
eanned fish and on eanned tuna fish, although such statements are 
eompletely without foundation in the record, and the witnesses were 
interrogated with respect to the use of the registrant’s mark on canned 
tuna fish. 


LT 
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WHITEHALL PHARMACAL COMPANY v. ANAHIST CO., INC. 
No. 29744—Commissioner of Patents—March 11, 1953 


TRADE-MARK ACT OF 1946—REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
‘* Anahist’’ for preparation for use in preventing or reducing the manifesta- 

tions of the common cold, hay fever, and the like, is not confusingly similar to 
‘¢Anacin’’ for analgesic preparation intended for use in relief of minor aches and 
pains, whether resulting from a cold or otherwise; both drugs are sold in the same 
stores, over the same counters, and to the same class of customers, and for the 
same general purpose so that it would be reasonable to presume likelihood of con- 
fusion—not as to goods—but as to origin, if the marks were held to be confusingly 
similar. 

TRADE-MarK Act oF 1946—REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 


When prefixes are identical, the newcomer must use such syllables or words for 
the remainder of his mark as will lead one away from any thought springing from 
the commonly used prefix. 


TRADE-MARK AcT oF 1946—REGISTRABILITY—IN GENERAL 
Only issue to be determined in opposition based on likelihood of confusion of 
origin, not confusion of goods. 


Appeal from Examiner of Interferences. 


Opposition proceedings filed by Whitehall Pharmacal Company v. Ana- 
hist Co., Inc., Opposer appealed from decision dismissing opposition. Af- 
firmed. 


Dudley Browne, of New York City, for opposer. 


Hammon & Littell and Kenyon & Kenyon, of New York City, for ap- 
plicant. 


McCann, Examiner in Chief. 


This is an appeal by the Whitehall Pharmacal Company from the de- 
cision of the Examiner of Interferences dismissing the opposition brought 
by them to the registration of ‘‘ANAHIST’’ by the Anahist Co., Inc., as 


se 


a trade mark for ‘‘a preparation for symptomatic relief of colds and 


allergies’’. 


Opposer’s right of opposition is predicated upon its prior use and own- 
ership of two registered marks for the notation ‘‘ANACIN,”’ registration 
No. 123,606, registered under the Act of 1905 on November 19, 1918, and 
renewed, as applied to a ‘‘medicinal preparation for internal use in cases of 
headache, neuralgia and pains centering on the trigeminal nerve’’; and 
registration No. 418,790, registered under the Act of 1905 on January 8, 
1946, as applied to a ‘‘medicinal preparation for internal use, acting as an 
analgesic to relieve pain’’. Applicant only has filed testimony ; both parties 
have filed briefs and were represented at the hearing. 


The statutory basis for opposition is that clause of section 2(d) of the 
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Act of 1946 relating to the likelihood of confusion or mistake or deception of 
purchasers. 


The Examiner of Interferences stated in his decision that there is no 
question as to the opposer’s priority of use and the only issue to be deter- 
mined is whether or not the contemporaneous use of the marks of the parties 
for the specified goods would be likely to cause confusion or mistake or to 
deceive purchasers. The Examiner of Interferences also stated in his de- 
cision that he does not agree with opposer’s contention that the goods not 
only pertain to the same general classification or merchandise but for the 
purpose of this proceeding they must be considered as identical. The exam- 
iner pointed out the record shows that applicant’s product is intended for 
use in treating causative conditions of which ordinary manifestations of the 
common cold and hay fever or the like, such as congested noses, watery eyes 
and sneezing, are symtomatic, whereas the opposer’s product is an analgesic 
preparation which is generally intended for use in the relief of minor aches 
and pains whether resulting from a cold or otherwise, and which has no 
therapeutic value in treating ailments for which applicant’s product is de- 
signed. The examiner held that the goods of the respective parties not only 
were not identical, but they differed substantially in their essential charac- 
teristics, sales appeal, and the purposes for which they are intended, and it 
was the opinion of the examiner that the cumulative effect of the specific 
differences between the goods and the differences between the marks were 
such as to obviate any reasonable likelihood of confusion. 


Opposer seems to object to the examiner’s statement that the only issue 
to be determined is whether or not the contemporaneous use of the marks on 
the goods would be likely to cause confusion or mistake or deceive purchas- 
ers, as not including the possibility of confusion of origin. 


I see nothing wrong with the examiner’s statement in this respect, since 
the language used was lifted bodily from the statute, which language has 
been universally accepted as meaning confusion or mistake or deception of 
purchasers as to the origin of the goods. 


As stated by the examiner the record shows that applicant’s product is 
intended for use in preventing or reducing the manifestations of the com- 
mon cold and hay fever or the like, such as congested noses, watery eyes and 
sneezing, whereas opposer’s product is intended for use in the relief of 
minor aches and pains which result from a cold or otherwise, and in this 
sense the products are specifically different. However these drugs are both 
sold in the same stores, over the same counters, and to the same class of pur- 
chasers, and for the same general purposes, that is, for the treatment of a 
cold even though used at different stages thereof, and it is my opinion that 
it would be reasonable to presume likelihood of confusion, not as to the 
goods, but as to the origin of the goods, if the marks were held to be confus- 
ingly similar. 
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Both of the marks use ‘‘ANA’’ as a prefix. This establishes a certain 
identity between the marks irrespective of whether the prefix ‘‘ANA’’ is 
generic or descriptive since the mark must be considered as a whole. In such 
eases it has been held that the newcomer must use such syllables or words for 
the remainder of his mark as will lead one away from any thought springing 
from the commonly used prefix. The Firestone Tire & Rubber Co. v. Mont- 
gomery, Ward & Co., Inc., 32 C. C. P. A. 1074, 150 F. 2d 439, 66 U.S. P. Q. 
111; Sears Roebuck and Co. v. The General Tire & Rubber Co., 463 O. G. 
702, 28 U. S. P. Q. 137. 


In the instant case it is my opinion that the remainder of applicant’s 
mark, i.e., ‘‘HIST’’, is so entirely different in meaning, appearance and 
sound from ‘‘CIN’’ that it produces an over-all effect in conjunction with 
the prefix ‘‘ANA’’ that would not be likely to cause confusion or de- 
ception or mistake of purchasers as to the origin of the goods if used 
contemporaneously with opposer’s mark on the stated goods. 


The decision of the Examiner of Interferences is affirmed. 
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LIST OF OTHER TRADE-MARK ARTICLES AND LEGAL NOTES* 


Articles 


Carlston, Kenneth S., Role of the Antitrust Laws in the Democratic State. 
(Northwestern University Law Review, v. 47, no. 5, November-December 1952, 
pp. 587-605). 


Elledge, R. Reeves, Jr., Trade Name Infringement as Unfair Competition. 
(California Law Review, v. 40, no. 4, Winter 1952-53, pp. 571-584). 


Hale, G. E. and Rosemary D. Hale, Monopoly and Mobilization: The Conflict 
between direct Controls and the Antitrust Laws. (Northwestern University Law 
Review, v. 47, no. 5, November-December 1952, pp. 606-658). 


Jordan. Hashemite Kingdom of Jordan. Trade-Marks Law No. 33 of 1952. 
(Patent and Trade-Mark Review, v. 51, no. 7, pp. 183-195). 


Levi, Edward H., A two Level Anti-Monopoly Law. (Northwestern University 
Law Review, v. 47, no. 5, November-December 1952, pp. 567-586). 


Soper, Herbert D., Certain Accounting and Tax Aspects of Patents, Trade-Marks 
and Copyrights. (Journal of the Patent Office Society, v. 35, no. 4, April 1953, 
pp. 296-306). 


Uganda Protectorate. Trade Marks Ordinance 1952. (Patent and Trade Mark 
Review, v. 51, nos. 4-6, January-March 1953, pp. 100-110, 136-143, 157-173). 


Legal Notes 


Allen v. Rose Park Pharmacy. 
Restrictive Covenants against Competition in Utah. (Utah Law Review, v. 3, 
no. 2, Fall 1952, pp. 240-246). 

Bulova Watch Co. v. Steele. 


The Bulova Case: Lex Loci Delicti v. International Trade-Mark Protection. 
(Northwestern University Law Review, v. 47, no. 5, November-December 1952, 
pp. 677-687. 


* Copies of these articles and legal notes are available in the Association’s library. 
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